








EUROPEAN UNIVERSITY INSTITUTE 

DEPARTMENT OF LAW

EC LAW, INTELLECTUAL PROPERTY RIGHTS AND THE MARKET FOR 
SPARE PARTS IN THE AUTOMOBILE SECTOR

by INGE GOVAERE

VOLUME 2

Thesis submitted for assessment Supervisor: Prof. Dr. J. SCHWARZE
with a view to obtain Co-supervisor: Prof. Dr. C. JOERGESthe degree of Doctor
of the European University Institute
Department of Law
''orence





EUROPEAN UNIVERSITY INSTITUTE

DEPARTMENT OF LAW

EC LAW, INTELLECTUAL PROPERTY RIGHTS AND THE MARKET FOR 
SPARE PARTS IN THE AUTOMOBILE SECTOR

by INGE GOVAERE

VOLUME 2

Thesis submitted for assessment Supervisor Prof. Dr. J. SCHWARZE
with a view to obtain Co-supervisor: Prof. Dr. C. JOERGESthe degree of Doctor
of the European University InstituteDepartment of Law
Florence





PART FOUR

THE COMMUNITY RULES

AND THE SPARE PARTS ISSUE





INGE GOVAERE CHAPTER Vili

CHAPTER V III. DESIGN RIGHTS ON SPARE PARTS OF CARS IN EC 
CONTEXTS CONSENT OR JUSTIFICATION?

V III .1. INTRODUCTION

I t  is  clear from the foregoing chapters that there is  not one 
obvious solution at hand to unconditionally trench the 
question whether or not to grant and/or to enforce legal 
protection on spare parts of cars is  compatible with Community 
law. The previous approaches taken by the Court to 
in tellectu al property rights can hardly be called consistent,1 
whereas the Court had never before been confronted with the 
complicated issue of the legal protection of components of 
complex products. Furthermore, the legal approaches to design 
and design/copyright protection on spare parts of cars in the 
various Member States do not present a single common feature 
that could be used as a point of reference by the European 
Court.2 The spare parts cases of 1988 thus meant that the 
European Court of Justice was confronted with a tr ip le  legal 
problem.

F irs tly , the Court had to consider the implications of the 
diversity in -and sometimes conflicting- national approaches 
to design protection in general and to components of complex 
products in particular. As mentioned above, the acceptance of 
th is situation seriously jeopardizes the creation of a single 
European market and necessarily implies distortions to

1 See supra. Chapter V II.

2 See supra. Chapter IV, especially a t pt. IV .4. where i t  
is  illu strated  that the national approaches to design in 
general and to the legal protection of spare parts in 
particular are so divergent that i t  is  even d iff ic u lt  to  make 
a coherent categorisation.
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competition.3 Secondly, there was the absence of clear c r ite ria  
in the Court's previous case-law to indicate whether and when 
the Community rules on the free movement of goods should 
prevail over the national in te llectu a l property rights 
concerned. This meant that d ifferent approaches could be taken 
to resolve the issue either way.4 And fin a lly , whatever 
solution adopted under A rticles 30-36 EC needed to be 
reconciled with the rules aimed at safeguarding free 
competition in the single market. The answer sought to a l l  of 
these problems furthermore needed to be situated against the 
background of the h isto rica l economic and strateg ic importance 
of the automobile sector for the European Community and its  
Member S ta tes .5 Although the spare parts cases as such did not 
d irectly  deal with aspects of industrial or commercial policy, 
i t  was maintained that the outcome of the spare parts cases 
would not only a ffe c t the market power of the car 
manufacturers within the Community, but would indirectly  also 
potentially influence th eir competitiveness v is-à-v is third 
countries, and especially Japan.

Although the final judgments are disappointingly b rie f -  
thereby offering l i t t l e  or no explanation for what clearly  was 
a choice of judicial policy-, the fact that both spare parts 
cases were dealt with in fu ll  court proves that the issues at 
stake were considered to be rather important. I t  is  submitted 
that the most important and delicate question posed to the 
Court in the spare parts cases was whether or not design 
protection on spare parts of cars comes within the scope of 
the exception of A rticle 36 EC to the rules on the free 
movement of goods. The answer to th is  question, which was

3 See supra. Chapter IV.

4 See supra. Chapter V II.

9 See supra, Chapter I I .
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INGE GOVAERE CHAPTER Vili

posed in the CICRA and Maxicar v. Renault case.6 was decisive 
for a potential approximation of national design laws 
concerning components of complex products and i t  also se t the 
tenor for the answers to be given in both the Maxicar and the 
Volvo v. Vena7 cases concerning the applicability  of the rules 
on competition to the alleged anti-competitive behaviour of 
the car manufacturers.8

V III .2. THE CICRA AND MAXICAR V . RENAULT CASE

V III .2.1. THE BACKGROUND

The CICRA and Maxicar v. Renault case is  rather d ifferent from 
the other in tellectu al property cases that had so far been 
brought before the Court of Ju stice . The national procedure 
before the Milan Court concerned a legal action brought by 
independent manufacturers claiming the annulment of certain 
design rights on bodywork components for Renault cars, whereas 
the previous cases concerned a request by the proprietor of an 
in tellectual property right to obtain a legal injunction 
either against third parties who manufacture, import and s e ll 
unauthorized products, or to prevent p arallel importation.8 
Furthermore, a l l  previous cases concerned protective rights on

8 Case 53/87, Consorzio italiano della componentistica di 
ricambio per autoveicoli (CICRA) and Maxicar v. Renault, 
Judgment of 5 October 1988, E.C.R. (1988) 6039.

7 Case 238/87, AB Volvo v. Erik Veng (UK) Ltd, Judgment of 
5 October 1988, E.C.R. (1988) 6211.

8 See in fra . Chapter IX.

9 In the words of Advocate-General Mischo, " I t  is  not a 
case here of a proprietor of protective rights defending his 
'territory* against importers, but of independent producers 
attacking that proprietor by challenging his entitlement to 
exercise his exclusive rights against them ..", see Case 53/87, 
Opinion delivered on 21 June 1988, E.C.R. (1988) 6055, at pt.
7.
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INGE GOVAERE CHAPTER VIII

independent products10, whereas the Maxicar case concerned 
components of a complex product needed for repair purposes.

Although the Milan Court ruled th at the grant of design 
protection on spare parts of cars, such as the contested 
bodywork work components, was in conformity with Ita lia n  law,11 
i t  nevertheless doubted whether the exercise of such an 
exclusive right was in conformity with A rticles 30-36 and 86 
of the EC Treaty. Concerning the rules on the free movement of 
goods, the following question was referred to the Court of 
Ju stice :

"Are A rticles 30 to 36 of the EEC Treaty to be interpreted as 
prohibiting the owner of a protective right in an ornamental 
design which was granted in a Member State from asserting the 
corresponding absolute rights so as to prevent third parties 
from manufacturing and se llin g , and also exporting to another 
Member State, component parts, which, taken as a whole, make 
up the bodywork of a car which has already been put on the 
market, that is  to say component parts intended to be sold as 
spare parts for that car?"

The answer to be given to that question was not only relevant 
from a legal point of view. I t  would necessarily also have 
significant economic repercussions for either the car 
manufacturers or the independent manufacturers.12 464 In the Report 
of the Hearing, the figure of 30.000 million USD turnover 
reached in 1984 was advanced as concerns the to ta l market in

. ; il» 10 The terminology • independent products * is  used to 
denominate a l l  products that are sold separately from and do 
not have to  be physically incorporated into another product to 
form a complex product. I t  thus includes both simple products 
and complex products as such, as well as accessories. Pieces 
of a set which are not physically connected, such as cutlery, 
are considered as simple products.

11 On the conformity with Ita lian  law as stated by the
Tribunale di Milano, see supra. Chapter IV, at pt. IV.3 .4 .2 .

12
I I .

For the general economic background, see supra. Chapter
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" ■_ riztrjpnpji 717J r > r s r ! r t*t rnmrn



INGE GOVAERE CHAPTER VHI

motor vehicle spare p arts.13 The bodywork components covered by 
protective rights were estimated to account for 5% of the 
entire market of car components -taking into account their 
cost prices and turnover ra te -, or in other words for a 
turnover in 1984 of approximately 1.500 m illion USD.

I t  is  obvious that the impact of the Maxicar case would not be 
restricted  to Ita ly , but would set the tenor as concerns the 
compatibility of design protection on bodywork components of 
cars in general with A rticle 36 EC. Furthermore, the outcome 
of the Maxicar case would not only bear upon the market in 
bodywork components, but would also have indirect implications 
for the other spare parts covered by protective rights.

V III .2.2. INTRODUCTION TO THE LEGAL ISSUES

At f i r s t  s ig h t, i t  might be thought that the Maxicar case 
concerns a purely national situation. Independent 
manufacturers of spare parts in Ita ly  seek to annul the design 
protection granted by Ita lia n  law on bodywork components of 
cars in order to be able to freely manufacture and s e ll  those 
parts themselves. However, i t  is  specified in the preliminary 
question that those parts are also intended for export to 
other Member States, so that intra-Community trade might be 
affected. I t  thus seems that the national court assumed that 
the national measure concerned constitutes a measure having 
equivalent e ffe c t to quantitative restrictio n s in the sense of 
A rticle 34 EC, to which A rticle 36 EC has to be applied. This 
is  important in so far as i t  is  established case-law that 
A rticle 34 EC only applies to measures that are d istinctly  
applicable and favour the national production. The f i r s t  
question thus arising is  whether or not the grant of design 
rights on spare parts of cars constitutes a measure having

Case 53/87, o .c . . a t p. 6043-6044.
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equivalent e ffe c t  under A rticle  34 and/or A rticle 30 EC.14

Having established that the measure does constitute a measure 
having an equivalent e ffe c t , the next question arising is 
whether or not A rticle 36 EC applies by way of exception to 
the rules on the free movement of goods in th is particular 
case. The national court i s  of the opinion that the exercise 
of the right appears to be contrary to the inherent function 
of the design right, thus possibly constituting an arbitrary 
discrimination or a disguised restric tio n  on trade in the 
sense of the second sentence of A rticle 3 6 EC. Two arguments 
are advanced to support that conclusion:

M. .  the monopoly position of the proprietor of the protective 
right does not constitute a return for research and progress 
achieved in the fie ld  of aesthetics, since the design of the 
car as a whole ( . . )  accounted for the entirety  of that return. 
I t  also implies that competition is  prevented in other 
economic sectors and leads to the charging of higher prices, 
and such advantages are not in harmony with the requirements 
of economic progress which ju s tify  industrial property
r ig h ts .1,15

Whereas the preliminary question is  formulated in the sense 
that the compatibility of the exercise of the right with 
A rticle 3 6 EC has to be established, the underlying concern 
seems to be that the existence of design rights on certain 
components of complex products cannot be ju stified , having 
regard to the function of the exclusive right. This invokes 
the question as to which approach the Court should take, 
namely the approach based on the sp ecific  subject-matter of 
the right and the consent by the right holder to the marketing 
of the product, or the approach based on the ju s tifica tio n  of 
the measure in the light of the function of design r ig h ts .16 A

See in fra , at pt. 

Case 53/87, o .c . . 

See in fra . at pt.

V I I I .3,

Report of the Hearing.
V II I .4.
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second but related question that ensues from the preliminary 
question is  whether or not the possib ility  to obtain a double 
reward influences the outcome of the case .17

I t  is  obvious that the answer given to a l l  those questions 
w ill determine whether or not the scrutiny under the rules on 
competition has to take the legitimacy of the exclusive rights 
on spare parts as a given fa c t. However, i t  is  also important 
to determine how th is  a l l  affects the final consumer, 
especially considering that both the car manufacturers and 
independent manufacturers of spare parts claim to safeguard 
the consumers interests through obtaining or refuting design 
protection on spare parts of cars. The central arguments to 
th is  debate are the use of design rights to enforce quality 
and safety standards and the potential implications of t ie -  
in s .18 *

V III .3. MEASURES HAVING AN EQUIVALENT EFFECT

V III .3.1. INTRODUCTION

Considering the structure of Articles 30-36 EC,1* the Court 
seems to have taken i t  for granted that in tellectu al property 
rights are measures having an e ffe c t equivalent to 
quantitative restriction s. I t  is not surprising, therefore, 
that i t s  main approach is  to proceed immediately with the 
scrutiny under A rticle 36 EC. In i t s  case-law concerning

See in fra , at pt. V I I I .5.

18 See in fra , at pt. V I I I .6.

18 See supra. Chapter VI, at pt. VI. 2.2. The Court* s 
approach clearly  confirms the interpretation that i f
in tellectu al property rights were not considered by the 
draftsmen of the Treaty to constitute measures having an 
equivalent e ffe c t, than th eir  inclusion in A rticle 36 EEC 
would not make any sense.
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in te llectu al property rights and free movement of goods, the 
Court has paid only l i t t l e  attention to the applicability  of 
A rticle 30,20 and even less  so of A rticle  34 EC, to the 
measures invoked. I t  is  sign ificant that there is  not one case 
in which the Court has held that an in te llectu a l property 
right did not constitute a measure having an equivalent 
e ffect. This has been severely cr itic iz ed  by Marenco who has 
tried to demonstrate on the basis of the discrimination theory 
that the Court has cleared measures under A rticle 36 EC that - 
according to  him- did not even come under A rticle 30 EC.21 
Marenco*s point of view is  especially pertinent to the Maxicar 
case, since he represented the Commission together with K.

In the Dassonville case, the Court gave the following 
definition of measures having an equivalent e ffe c t to 
quantitative restric tio n s:

"All trading rules enacted by Member States which are capable 
of hindering, d irectly  or indirectly , actually or potentially, 
intra-Community trade are to be considered as measures having

20 I t  is  especially the cases whereby the Court looked at 
the ju s tifica tio n  of the national measures where A rticle  30 EC 
was ex p lic itly  dealt with, see for instance supra. Chapter 
VII, at p t. V II .3.

21 MARENCO, G., "Pour une interpretation trad ition elle  de 
la notion de mesure d*e ffe t  équivalent à une restriction  
quantitative", C.D.E. (1984) 291-363. At p. 346 he argues: "A 
défaut de discrimination formelles ou m atérielles 
intrinsèques, la méthode d'analyse i c i  défendue implique 
normalement que l'on  considère les dispositions nationales sur 
la propriété industrielle comme l i c i t e  à l'égard de l'A rtic le
30. I l  s 'en su it que, l i c i t e  au regard de l 'A rtic le  30, la 
mesure n 'a pas besoin de bénéficier de dérogations au t i t r e  de 
l 'A rtic le  36. Cette disposition ne doit dès lors pas être pris 
en considération. Celle qui vient d 'être d écrit n 'est 
toutefois pas la méthode d'analyse de la  Cour. . .  la Cour, 
s'agissant de mesures susceptibles de relever d'une des 
ju s tifica tio n s  visées à l 'A rtic le  36, tend à omettre ou à 
mutiler l'analyse au regard de l'A rtic le  30."

Banks.
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an effect equivalent to quantitative restric tio n s”. 22

Although th is  definition concerned A rticle  30 EC, i t  is  
d iff ic u lt  to envisage a different definition for the same 
formulation used in A rticle 34 EC. S t i l l ,  the Court has 
proceeded to apply d ifferent rules according to whether a 
national measure concerns restrictio n s on imports or exports. 
Measures are only held to be contrary to A rticle 34 EC i f  they 
are to the prejudice of export as compared to domestic trade, 
whereas they can be held to be contrary to A rticle 30 EC even 
i f  they are not to the prejudice of imports as compared to 
domestic trade. This differentiated approach has been strongly 
criticized  in legal w ritings.23 But, although the Court's 
approach under A rticles 30 and 34 EC lacks formal coherence, 
i t  is  submitted that the Court did not develop mutually 
exclusive, but rather complementary approaches to be applied 
to measures that re s tr ic t  intra-Community trade. This implies 
that a measure alleged to have an e ffe c t equivalent to 
quantitative restriction s can only be held to be compatible 
with the rules on the free movement of goods i f  cleared under 
both a r tic le s . Though i t  naturally su ffices that either 
A rticle 30 or Article 34 is  infringed for a measure to be 
incompatible with the rules on the free movement of goods.

j

V III .3 .2 . RESTRICTIONS ON EXPORTS

According to the Commission, Renault and the French 
government, the preliminary question had to be confined to the 
matter of restrictio n s on exports in the sense of A rticle 34 
EC. They point out that the facts of the case merely concerned

Case 8/74, Procureur du Roi v. Dassonville, Judgment of 
11 July 1974, E.C.R. (1974) 837, at para 5.

23 For an analysis of the main criticism , see GORMLEY, L., 
Prohibiting _ restriction s on trade within the EEC. North- 
Holland, 1985, at pp. 96-111.
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t h e  m a n u f a c t u r e  a n d  s a l e  i n  I t a l y  o f  g o o d s  m a d e  i n  I t a l y  a s  

w e l l  a s  t h e  e x p o r t  t o  o t h e r  M e m b e r  S t a t e s ,  a n d  n o t  t h e  

i m p o r t a t i o n  o f  u n a u t h o r i z e d  s p a r e  p a r t s  i n t o  I t a l y . 24 25

T h e  C o u r t  h a s  c o n s i s t e n t l y  h e l d  t h a t  t h e  p r o h i b i t i o n  o f  

q u a n t i t a t i v e  r e s t r i c t i o n s  a n d  m e a s u r e s  h a v i n g  e q u i v a l e n t  

e f f e c t  u n d e r  A r t i c l e  3 4  E C  c o n c e r n s :

" . . n a t i o n a l  m e a s u r e s  w h i c h  h a v e  a s  t h e i r  s p e c i f i c  o b j e c t  o r  
e f f e c t  t h e  r e s t r i c t i o n  o f  p a t t e r n s  o f  e x p o r t  a n d  t h e r e b y  t h e  
e s t a b l i s h m e n t  o f  a  d i f f e r e n c e  i n  t r e a t m e n t  b e t w e e n  t h e  
d o m e s t i c  t r a d e  o f  a  M e m b e r  S t a t e  a n d  i t s  e x p o r t  t r a d e  i n  s u c h  
a  w a y  a s  t o  p r o v i d e  a  p a r t i c u l a r  a d v a n t a g e  f o r  n a t i o n a l  
p r o d u c t i o n  o r  f o r  t h e  d o m e s t i c  m a r k e t  o f  t h e  S t a t e  i n  q u e s t i o n  
a t  t h e  e x p e n s e  o f  t h e  p r o d u c t i o n  o r  t h e  t r a d e  o f  o t h e r  M e m b e r  
S t a t e s . ,,2S

F o r  i n s t a n c e  i n  t h e  D e l h a i z e  c a s e ,  t h e  C o u r t  h a d  r u l e d  t h a t  a  

n a t i o n a l  m e a s u r e  w h i c h  r e s t r i c t e d  t h e  q u a n t i t y  o f  w i n e  t h a t  

c o u l d  b e  e x p o r t e d  i n  b u l k  t o  o t h e r  M e m b e r  S t a t e s ,  w h e r e a s  n o  

s i m i l a r  q u a n t i t a t i v e  r e s t r i c t i o n s  w e r e  i m p o s e d  o n  s a l e s  o f  

w i n e  i n  b u l k  b e t w e e n  u n d e r t a k i n g s  s i t u a t e d  w i t h i n  t h e  p r o d u c t  

r e g i o n ,  i n f r i n g e d  A r t i c l e  3 4  E C  a n d  c o u l d  n o t  b e  j u s t i f i e d  a s  

a  m e a s u r e  n e e d e d  t o  s a f e g u a r d  a  d e n o m i n a t i o n  o f  o r i g i n  u n d e r  

t h e  i n d u s t r i a l  a n d  c o m m e r c i a l  p r o p e r t y  e x c e p t i o n  o f  A r t i c l e  3 6  

E C . 26 * 28

H o w e v e r ,  t h e  s i t u a t i o n  i n  M a x i c a r  w a s  t o t a l l y  d i f f e r e n t  i n  

t h a t  t h e  I t a l i a n  l e g i s l a t i o n  d i d  n o t  p r o v i d e  a  d i f f e r e n t  

t r e a t m e n t  a c c o r d i n g  t o  t h e  d e s t i n a t i o n  o f  t h e  p r o d u c t s .  B o t h

C a s e  5 3 / 8 7 ,  o . c . . R e p o r t  o f  t h e  H e a r i n g .

25 C a s e  1 5 / 7 9 ,  G r o e n v e l d  v .  P r o d u k t s c h a p  v o o r  v e e  e n
v l e e s ,  J u d g m e n t  o f  8 N o v e m b e r  1 9 7 9 ,  E . C . R .  ( 1 9 7 9 )  3 4 0 9 ,  a t
p a r a  7 .

28 C a s e  C - 4 7 / 9 0 ,  E t a b l i s s e m e n t s  D e l h a i z e  F r e r e s  e t  
C o m p a g n i e  L e  L i o n  S A  v .  P r o m a l v i n  S A  e t  A G E B o d e g a s  U n i d a s  S A ,  
J u d g m e n t  o f  9  J u n e  1 9 9 2 ,  n o t  y e t  p u b l i s h e d .  F o r  t h e  C o u r t 1 s  
a n a l y s i s  u n d e r  A r t i c l e  3 6  E C ,  s e e  s u p r a . C h a p t e r  V I ,  a t  p t .
V I . 4 . 2 . 3  .

4 7 0
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t h e  s a l e s  w i t h i n  I t a l y  a n d  t h e  e x p o r t s  t o  o t h e r  M e m b e r  S t a t e s  

w e r e  p r o h i b i t e d  i n  s o  f a r  a s  t h e y  w e r e  u n a u t h o r i z e d  b y  t h e  

h o l d e r  o f  t h e  d e s i g n  r i g h t  - r e g a r d l e s s  o f  h i s  n a t i o n a l i t y - ,  s o  

t h a t  n o  p a r t i c u l a r  a d v a n t a g e  w a s  c r e a t e d  f o r  t h e  n a t i o n a l  

p r o d u c t i o n  o r  t h e  d o m e s t i c  m a r k e t .  A c c o r d i n g  t o  t h e  

C o m m i s s i o n ,  t h i s  i m p l i e d  t h a t  t h e  I t a l i a n  d e s i g n  r i g h t  d i d  n o t  

c o n s t i t u t e  a  m e a s u r e  h a v i n g  a n  e q u i v a l e n t  e f f e c t  i n  t h e  s e n s e  

o f  A r t i c l e  3 4  E C ,  s o  t h a t  t h e r e  w a s  n o  n e e d  t o  e x a m i n e  i t s  

p o s s i b l e  j u s t i f i c a t i o n  u n d e r  A r t i c l e  3 6  E C . 27

V I I I . 3 . 3 .  T H E I N C ID E N C E  O F A R T I C L E S  3 0  AND 3 4  EC

A l t h o u g h  t h e  C o m m i s s i o n ' s  f i n d i n g  i s  c o r r e c t  i f  o n e  l i m i t s  t h e  

a n a l y s i s  t o  A r t i c l e  3 4  E C ,  i t  i s  s u b m i t t e d  t h a t  i s  i n c o r r e c t  

t o  i n t e r p r e t  t h e  p r o b l e m  m e r e l y  i n  t h e  l i g h t  o f  A r t i c l e  3 4  E C .  

I t  h a s  t o  b e  p o i n t e d  o u t  t h a t  t h e  C o u r t  h a s  a p p l i e d  A r t i c l e  3 4  

E C  e x c l u s i v e l y  t o  c a s e s  w h e r e b y  n o  u n d u e  r e s t r i c t i o n s  w e r e  

i m p o s e d  o n  t h e  i m p o r t a t i o n  a n d  s a l e  o f  g o o d s  t h a t  h a d  b e e n  

l a w f u l l y  m a r k e t e d  i n  a n o t h e r  M e m b e r  S t a t e .  F o r  i n s t a n c e ,  t h e  

C o u r t  h a s  h e l d  t h e  p r o h i b i t i o n  o f  e x p o r t ,  ”  d i s t i n c t l y  

a p p l i c a b l e  q u a n t i t a t i v e  r e s t r i c t i o n s  u p o n  e x p o r t ”  a n d  t h e  

r e q u i r e m e n t  o f  i n s p e c t i o n  d o c u m e n t s  r e l a t i n g  s p e c i f i c a l l y  t o  

d o m e s t i c  p r o d u c t i o n  i n t e n d e d  f o r  e x p o r t  t o  o t h e r  M e m b e r  

S t a t e s 27 28 29 30 t o  b e  c o n t r a r y  t o  A r t i c l e  3 4  E C .  T h e s e  n a t i o n a l  

m e a s u r e s  c l e a r l y  d i d  n o t  a f f e c t  t h e  i m p o r t a t i o n  o f  g o o d s  i n t o

27 I t  i s  i n t e r e s t i n g  t o  n o t e  t h a t  t h e  C o m m i s s i o n ,  c o n t r a r y  
t o  R e n a u l t  a n d  t h e  G e r m a n  g o v e r n m e n t ,  a d v a n c e d  n o  a r g u m e n t s  i n  
s e c o n d  o r d e r  a s  t o  t h e  p o s s i b l e  a p p l i c a t i o n  o f  A r t i c l e  3 6  E C .  
S e e  C a s e  5 3 / 8 7 ,  o . c . . R e p o r t  o f  t h e  H e a r i n g .

28 C a s e  1 7 2 / 8 2 ,  F a b r i c a n t s  R a f f i n e u r s  d ' H u i l e  d e  G r a i s s a g e
v .  I n t e r - H u i l e s ,  J u d g m e n t  o f  1 0  M a r c h  1 9 8 3 ,  E . C . R ,  ( 1 9 8 3 )  5 5 5 ,  
a t  p a r a  1 2 .

29 C a s e  C - 4 7 / 9 0 ,  D e l h a i z e ,  o . c .  . a t  p a r a  1 2 - 1 4 .

30 C a s e  5 3 / 7 6 ,  P r o c u r e u r  d e  l a  R é p u b l i q u e  v .  B o u h e l i e r ,  
J u d g m e n t  o f  3  F e b r u a r y  1 9 7 7 ,  E . C . R .  ( 1 9 7 7 )  1 9 7 ,  a t  p a r a  1 5 - 1 8 .
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t h e  M e m b e r  S t a t e  t h a t  i s s u e d  t h e  r e s t r i c t i v e  m e a s u r e .  M o r e  

i m p o r t a n t l y ,  t h e  C o u r t  h a s  r u l e d  t h a t  t h e  f o l l o w i n g  d i d  n o t  

c o n s t i t u t e  a  m e a s u r e  h a v i n g  a n  e q u i v a l e n t  e f f e c t  i n  t h e  s e n s e  

o f  A r t i c l e  3 4  E C :  p r o h i b i t i o n  f o r  m a n u f a c t u r e r s  o f  s a u s a g e s  

f r o m  h a v i n g  i n  s t o c k  o r  p r o c e s s i n g  h o r s e m e a t , 31 m i n i m u m  q u a l i t y  

s t a n d a r d s  f o r  d o m e s t i c  c h e e s e  p r o d u c t i o n  a n d  o b j e c t i v e  

i n s p e c t i o n s , 32 p r o h i b i t i o n  o n  p r o d u c t i o n  o f  b a k e r * s  w a r e s  a n d  

o n  t r a n s p o r t  a n d  d e l i v e r y  b e f o r e  a  c e r t a i n  h o u r 33 a n d  m in im u m  

s t a n d a r d s  f o r  e n c l o s u r e  f o r  f a t t i n g  c a l v e s 34. I n  a l l  t h o s e  

c a s e s ,  t h e  n a t i o n a l  i n d i s t i n c t l y  a p p l i c a b l e  m e a s u r e s  w e r e  

a i m e d  a t  r e g u l a t i n g  n a t i o n a l  p r o d u c t i o n  a n d  d i d  n o t  p r e j u d i c e  

t h e  i m p o r t a t i o n  a n d  s a l e  o f  p r o d u c t s  c o m i n g  f r o m  o t h e r  M e m b e r  

S t a t e s .  T h e  C o u r t  s p e c i f i c a l l y  m e n t i o n e d  t h a t  t h e  m e a s u r e s  

c o n c e r n e d  w e r e  n o t  c o n t r a r y  t o  A r t i c l e s  3 4  o r  3 0  E C  i n  t h e  

J o n a e n e e l  K a a s  a n d  O e b e l  c a s e . 35 * * T h e  m a i n  d i f f e r e n c e  b e t w e e n  

a l l  t h o s e  c a s e s  a n d  t h e  M a x i c a r  c a s e ,  l a y s  i n  t h e  e f f e c t  t h a t  

i n t e l l e c t u a l  p r o p e r t y  r i g h t s  b y  t h e i r  v e r y  n a t u r e  h a v e  o n  

i m p o r t s  f r o m  o t h e r  M e m b e r  S t a t e s . 38 O n  t h e  b a s i s  o f  t h e  

e x c l u s i v e  r i g h t ,  t h e  h o l d e r  c a n  n o t  o n l y  p r o h i b i t  t h e  d o m e s t i c  

m a n u f a c t u r i n g  a n d  s a l e  o f  u n a u t h o r i z e d  g o o d s ,  b u t  h e  c a n  a l s o  

p r o h i b i t  t h e  i m p o r t a t i o n  a n d  s a l e  o f  ( u n a u t h o r i z e d )  g o o d s  t h a t

C a s e  1 5 / 7 9 ,  o . c . . a t  p a r a  6 - 9 .

32 C a s e  2 3 7 / 8 2 ,  J o n g e n e e l  K a a s  v .  N e t h e r l a n d s ,  J u d g m e n t  o f
7 . 2 . 1 9 8 4 ,  E . C . R .  ( 1 9 8 4 )  4 8 3 ,  r e s p e c t i v e l y  a t  p a r a  2 2 - 2 3  a n d
2 5 - 2 6 .

33 C a s e  1 5 5 / 8 0 ,  O e b e l ,  J u d g m e n t  o f  1 4  J u l y  1 9 8 1 ,  E . C . R .
( 1 9 8 1 )  1 9 9 3 ,  r e s p e c t i v e l y  a t  p a r a  1 4 - 1 6  a n d  1 7 - 2 0 .

34 J o i n e d  C a s e s  1 4 1  t o  1 4 3 / 8 1 ,  H o l d i j k ,  J u d g m e n t  o f  1 
A p r i l  1 9 8 2 ,  E . C . R .  ( 1 9 8 2 )  1 2 9 9 ,  a t  p a r a  1 1 .

39 C a s e  2 3 7 / 8 2 ,  o . c , . a t  p a r a  2 0  a n d  2 8 ;  C a s e  1 5 5 / 8 0 ,
o . c . . a t  p a r a  2 0 - 2 1 .

30 I t  i s  s i g n i f i c a n t  i n  t h i s  r e s p e c t  t h a t  t h e  C o u r t  
e x p l i c i t l y  h e l d  t h a t  i n t e l l e c t u a l  p r o p e r t y  r i g h t s  a r e  o f  a  
n a t u r e  a s  t o  a f f e c t  i n t r a - C o m m u n i t y  t r a d e  i n  J o i n e d  C a s e s  C -  
9 2 / 9 2  a n d  C - 3 2 6 / 9 2 ,  P h i l l  C o l l i n s ,  J u d g m e n t  o f  2 0  O c t o b e r
1 9 9 3 ,  n o t  y e t  r e p o r t e d .
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h a v e  b e e n  l e g i t i m a t e l y  m a r k e t e d  i n  a n o t h e r  M e m b e r  S t a t e ,  f o r  

i n s t a n c e  b e c a u s e  h e  h a s  n o  p a r a l l e l  p r o t e c t i o n  i n  t h a t  S t a t e  

o r  b e c a u s e  t h e  p r o t e c t i o n  h a s  s i n c e  e x p i r e d .  A s  s u c h ,  i t  i s  

s u b m i t t e d  t h a t  a l t h o u g h  t h e  n a t i o n a l  c o u r t  d i d  n o t  r e f e r  t o  

p o s s i b l e  r e s t r i c t i o n s  o n  i m p o r t s ,  t h e  c o m p a t i b i l i t y  o f  t h e  

m e a s u r e  w i t h  A r t i c l e  3 0  EC e q u a l l y  h a s  t o  b e  c o n s i d e r e d .

I t  s h o u l d  b e  r e c a l l e d  t h a t  t h e  C o u r t  h a s  i n c l u d e d  b o t h  a c t u a l  

a n d  p o t e n t i a l  r e s t r i c t i o n s  o n  i m p o r t s  i n  t h e  D a s s o n v i l l e  

d e f i n i t i o n  o f  m e a s u r e s  h a v i n g  a n  e q u i v a l e n t  e f f e c t .  C o n t r a r y  

t o  t h e  C o m m i s s i o n ,  A d v o c a t e  G e n e r a l  M i s c h o ,  i n  h i s  o p i n i o n  t o  

t h e  c a s e ,  m a i n t a i n e d  t h a t  t h e  r e f e r e n c e  b y  t h e  n a t i o n a l  c o u r t  

t o  b a l e s '  o f  s p a r e  p a r t s  c o u l d  b e  i n t e r p r e t e d  a s  i n c l u d i n g  

t h e  p r o h i b i t i o n  o n  i m p o r t a t i o n  a n d  m a r k e t i n g  o f  p a r t s  o t h e r  

t h a n  t h o s e  m a r k e t e d  b y  R e n a u l t . I n  h i s  v i e w , t h i s  w a s  

p a r t i c u l a r l y  r e l e v a n t  s i n c e  C IC R A  s t a t e d  i n  i t s  o b s e r v a t i o n s  

t h a t  i t  a l s o  m a r k e t s  s p a r e  p a r t s  t h a t  a r e  m a n u f a c t u r e d  i n  

o t h e r  M e m b e r  S t a t e s ,  s u c h  a s  S p a i n . 37 B u t  e v e n  h a d  C I C R A  n o t  

a c t u a l l y  m a r k e t e d  i m p o r t e d  s p a r e  p a r t s ,  t h e n  s t i l l  t h e

q u e s t i o n  o f  t h e  a p p l i c a b i l i t y  o f  A r t i c l e  3 0  E E C  w o u l d  h a v e  

b e e n  r e l e v a n t ,  b e c a u s e  t h e  i m p o r t a t i o n  o f  u n a u t h o r i z e d  s p a r e  

p a r t s  c o u l d  p o t e n t i a l l y  t a k e  p l a c e .  T h e  e s s e n t i a l  q u e s t i o n  i s  

w h e t h e r  o r  n o t  t h e  n a t i o n a l  m e a s u r e  c o n c e r n e d  c o n s t i t u t e s  a  

m e a s u r e  h a v i n g  a n  e f f e c t  e q u i v a l e n t  t o  q u a n t i t a t i v e

r e s t r i c t i o n s ,  s o  t h a t  i t  i s  i n c o n c e i v a b l e  t h a t  t h i s  s h o u l d  

d e p e n d  u p o n  t h e  f a c t s  o f  a  g i v e n  c a s e .  F o r  i n s t a n c e ,  t a k e  t h e  

h y p o t h e t i c a l  e x a m p l e  t h a t  R e n a u l t  h a s  a n  e x c l u s i v e  r i g h t  u n d e r  

d e s i g n  l e g i s l a t i o n  o n  s e v e r a l  s p a r e  p a r t s  i n  M e m b e r  S t a t e  B  

a n d  C I C R A  i m p o r t s  s o m e  u n a u t h o r i z e d  p a r t s  f r o m  M e m b e r  S t a t e  A 

t o  B  a n d  e x p o r t s  o t h e r s  f r o m  B  t o  A .  I f  R e n a u l t  e n f o r c e s  h i s  

e x c l u s i v e  r i g h t  i n  B  a g a i n s t  t h e  i m p o r t s  a n d  s a l e s  o f  p a r t s  

c o m i n g  f r o m  A ,  t h i s  w o u l d  c l e a r l y  b e  a  m e a s u r e  h a v i n g  

e q u i v a l e n t  e f f e c t  i n  t h e  s e n s e  o f  A r t i c l e  3 0  E C  s o  t h a t  t h e

C a s e  5 3 / 8 7 ,  o . c . . O p i n i o n  o f  A d v o c a t e  G e n e r a l  M i s c h o ,  
d e l i v e r e d  o n  2 1  J u n e  1 9 8 8 ,  E . C . R ,  ( 1 9 8 8 )  6 0 5 5 ,  a t  p a r a  1 3 - 1 4 .
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A r t i c l e  3 6  E C  e x c e p t i o n  w o u l d  n e e d  t o  b e  c o n s i d e r e d .  T h e  f a c t  

t h a t  t h e  e x c l u s i v e  r i g h t  i s  i n v o k e d  t o  p r o h i b i t  s a l e s  i n  B a n d  

e x p o r t s  t o  A c a n n o t  l o g i c a l l y  l e a d  t o  t h e  o p p o s i t e  c o n c l u s i o n ,  

n a m e l y  t h a t  t h e  s a m e  e x c l u s i v e  r i g h t  i s  n o t  a  m e a s u r e  h a v i n g  

a n  e q u i v a l e n t  e f f e c t  s o  t h a t  i t  s h o u l d  n o t  c o m e  w i t h i n  t h e  

a m b i t  o f  t h e  r u l e s  o n  t h e  f r e e  m o v e m e n t  o f  g o o d s .

I t  i s  t h u s  s u b m i t t e d  t h a t  t h e  s a m e  e x c l u s i v e  r i g h t  c a n n o t  b e  

s i m u l t a n e o u s l y  c o m p a t i b l e  w i t h  a n d  c o n t r a r y  t o  t h e  r u l e s  o n  

t h e  f r e e  m o v e m e n t  o f  g o o d s ,  d e p e n d i n g  o n  w h e t h e r  i t  i s  i n v o k e d  

t o  p r e v e n t  e x p o r t s  o r  i m p o r t s . 38 B u t  t h i s  f i n d i n g  d o e s  n o t  

e x c l u d e  t h e  f a c t  t h a t ,  a s  t h e  C o u r t  r u l e d  i n  t h e  O o s t h o e k ' s  

U i t a e v e r s T n a a t s c h a p p i i i t  i s  p o s s i b l e  f o r  a  m e a s u r e  n o t  t o  b e  

c o n t r a r y  t o  A r t i c l e  3 4  E C ,  n a m e l y  i n  t h e  a b s e n c e  o f  a  

p r o t e c t i o n i s t  e f f e c t ,  w h e r e a s  i t  i s  n e v e r t h e l e s s  i n c o m p a t i b l e  

w i t h  A r t i c l e  3 0  E C ,  s o  t h a t  i t  h a s  t o  b e  j u s t i f i e d  o n  t h e  

b a s i s  o f  e i t h e r  m a n d a t o r y  r e q u i r e m e n t s  o r  A r t i c l e  3 6  EC  i n  

o r d e r  t o  b e  u p h e l d .

38 A l s o  B e i e r  a r g u e s  f o r  a  u n i f o r m  i n t e r p r e t a t i o n  u n d e r  
A r t i c l e s  3 0 - 3 6  E C ,  a l t h o u g h  h e  h o l d s  o n  t o  t h e  u s e / m i s u s e  
d i s t i n c t i o n  t o  c u r t a i l  I P R .  W i t h  r e g a r d  t o  t h e  M a x i c a r  c a s e ,  
h e  w r i t e s  t h a t  t h e  i s s u e  o f  d e s i g n  p r o t e c t i o n  o n  s p a r e  p a r t s :  
" . . c o u l d  n o t  b e  m a d e  d e p e n d e n t  u p o n  w h e t h e r  t h e  a c c u s e d  
m a n u f a c t u r e r s  p r o d u c e d  t h e i r  p r o d u c t s  f o r  t h e  I t a l i a n  m a r k e t ,  
f o r  t h e  C o m m o n  m a r k e t  o r  f o r  t h e  W o r l d  m a r k e t .  Q u e s t i o n s  s u c h  
a s  p r o t e c t a b i l i t y , v a l i d i t y ,  s c o p e  o f  p r o t e c t i o n  a n d  
i n f r i n g e m e n t  m u s t  b e  d e c i d e d  b y  a p p l y i n g  t h e  s a m e  l e g a l  
s t a n d a r d s  r e g a r d l e s s  o f  w h e t h e r  t h e  n a t i o n a l ,  E u r o p e a n  o r  
i n t e r n a t i o n a l  c o n s t e l l a t i o n  o f  f a c t s  a r e  a t  s t a k e . " ,  B E I E R ,
F . - K . ,  " I n d u s t r i a l  p r o p e r t y  a n d  t h e  f r e e  m o v e m e n t  o f  g o o d s  i n  
t h e  i n t e r n a l  m a r k e t " ,  I . I . C .  ( 1 9 9 0 )  1 3 1 - 1 6 0 ,  a t  p .  1 5 1 .

38 S e e  C a s e  2 8 6 / 8 1 ,  O o s t h o e k ' s  U i t g e v e r s m a a t s c h a p p i j ,  
J u d g m e n t  o f  1 5  D e c e m b e r  1 9 8 2 ,  E . C . R .  ( 1 9 8 2 )  4 5 7 5 .  I n  t h i s  
c a s e ,  t h e  C o u r t  h e l d  t h a t  l e g i s l a t i o n  t h a t  m e r e l y  i m p o s e s  
m a r k e t i n g  c o n d i t i o n s  w i t h i n  t h e  N e t h e r l a n d s  w i t h o u t  a f f e c t i n g  
t h e  s a l e  o f  g o o d s  i n t e n d e d  f o r  e x p o r t a t i o n  w a s  n o t  c o n t r a r y  t o  
A r t i c l e  3 4  E E C .  H o w e v e r ,  t h e  C o u r t  p r o c e e d e d  t o  s t a t e  t h a t  
s u c h  a  m e a s u r e  i s  c o n t r a r y  t o  A r t i c l e  3 0  E E C  s i n c e  i t  
r e s t r i c t s  t h e  v o l u m e  o f  i m p o r t a t i o n s ,  a l t h o u g h  t h i s  c o u l d  i n  
t h i s  p a r t i c u l a r  c a s e  b e  j u s t i f i e d  o n  t h e  b a s i s  o f  c o n s u m e r  
p r o t e c t i o n  a n d  f a i r  t r a d i n g .

4 7 4

TTT’



IN G E  GOVAERE CHARTER V III

V I I I . 3 . 4 .  R E S T R I C T I O N S  ON I M P O R T S

A s  m e n t i o n e d  a b o v e ,  t h e  C o m m i s s i o n  w a s  c l e a r l y  o f  t h e  o p i n i o n  

t h a t  A r t i c l e  3 0  E C  d i d  n o t  a p p l y  i n  t h e  g i v e n  c a s e ,  w h e r e a s  

A d v o c a t e - G e n e r a l  H i s c h o  h a d  n o  d i f f i c u l t y  w i t h  a c c e p t i n g  t h e  

c o n t r a r y  v i e w . 40 T h e  r e a s o n  f o r  t h i s  d i v e r g e n c y  i s  o f  a  

c o n c e p t u a l  n a t u r e .  W h e r e a s  i n  g e n e r a l  t h e  C o u r t  i s  c r i t i c i z e d  

f o r  n o t  h a v i n g  a p p l i e d  A r t i c l e  3 4  E C  t o  n o n - d i s c r i m i n a t o r y  

m e a s u r e s ,  t h e  a g e n t s  f o r  t h e  C o m m i s s i o n  i n  t h e  M a x i c a r  c a s e ,  

n a m e l y  G i u l i a n o  M a r e n c o  a n d  K a r e n  B a n k s ,  v o i c e  c r i t i q u e  o n  t h e  

c a s e - l a w  o f  t h e  C o u r t  f o r  h a v i n g  a p p l i e d  A r t i c l e  3 0  E C  t o  n o n -  

d i s c r i m i n a t o r y  m e a s u r e s ,  a n d  e s p e c i a l l y  f o r  a l w a y s  c o n s i d e r i n g  

i n t e l l e c t u a l  p r o p e r t y  r i g h t s  t o  c o m e  w i t h i n  t h e  a m b i t  o f  

A r t i c l e  3 0  E C . 41 A c c o r d i n g  t o  M a r e n c o  a n d  B a n k s ,  o n l y  t h o s e  

p r o v i s i o n s  o f  i n t e l l e c t u a l  p r o p e r t y  l e g i s l a t i o n  w h i c h  a r e  

e x p r e s s l y  o r  i n h e r e n t l y  d i s c r i m i n a t o r y  a r e  c o n t r a r y  t o  A r t i c l e  

3  0  a n d  t h u s  s u b j e c t  t o  s c r u t i n y  u n d e r  A r t i c l e  3 6  E C . 42 T h e  

i m p o r t a n t  f a c t o r  i s  t o  s e e  w h e t h e r  o r  n o t  t h e  r i g h t  w a s  

g r a n t e d  i n  a  n o n - d i s c r i m i n a t o r y  m a n n e r  - f o r  i n s t a n c e  n o  

d i f f e r e n t  t r e a t m e n t  o n  t h e  b a s i s  o f  n a t i o n a l i t y -  a n d  

s u b s e q u e n t l y  a p p l i e d  i n  a  n o n - d i s c r i m i n a t o r y  m a n n e r .  I t  i s  

o b v i o u s l y  c o r r e c t  t o  s t a t e  t h a t  d i s c r i m i n a t o r y  m e a s u r e s  c o m e  

u n d e r  A r t i c l e  3 0  E C . 43 * * * H o w e v e r ,  i t  i s  s u b m i t t e d  t h a t  m e a s u r e s  

t h a t  a r e  c o n t r a r y  t o  A r t i c l e  3 0  EC d o  n o t  n e c e s s a r i l y  h a v e  t o

S e e  s u p r a ,  a t  p t s  V I I I . 3 . 2  a n d  V I I . 3 . 3 .  r e s p e c t i v e l y .

41 M AREN CO, G . ,  B A N K S , K . ,  " I n t e l l e c t u a l  p r o p e r t y  a n d  t h e  
C o m m u n i t y  r u l e s  o n  f r e e  m o v e m e n t :  d i s c r i m i n a t i o n  u n e a r t h e d " ,
E . L . R .  ( 1 9 9 0 )  2 2 4 - 2 5 6 .  S e e  a l s o  MARENCO, G . , o . c . .

42 M AREN CO, G . ,  B A N K S , K .  ,  o . c .  . a t  p .  2 4 1 .

43 S e e  f o r  i n s t a n c e  s u p r a . C h a p t e r  V I I ,  a t  p t .  V I I . 3 . 1 . ,
w h e r e  t h e  C o u r t  h a d  n o  d i f f i c u l t y  i n  f i n d i n g  t h a t  p r o v i s i o n s
o n  c o m p u l s o r y  l i c e n c e s  t h a t  d i s c r i m i n a t e d  a g a i n s t  i m p o r t s  f r o m
o t h e r  M e m b e r  S t a t e s  w e r e  c o n t r a r y  t o  A r t i c l e  3 0  E C .
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b e  d i s c r i m i n a t o r y ,

M a r e n c o  a n d  B a n k s  c o n s i d e r  t h e  p r o h i b i t i o n  o n  p a r a l l e l  i m p o r t s  

t o  b e  c o n t r a r y  t o  A r t i c l e  3 0  E C  b e c a u s e  t h e  p r i n c i p l e  o f  

n a t i o n a l  e x h a u s t i o n  d i s c r i m i n a t e s  i n  t h a t  i t  d i f f e r e n t i a t e s  

b e t w e e n  t h e  p l a c e  w h e r e  t h e  p r o d u c t  w a s  f i r s t  b r o u g h t  o n  t h e  

m a r k e t . 44 A l t h o u g h  t h i s  c a n  b e  a r g u e d  t h e o r e t i c a l l y ,  i t  s h o u l d  

b e  n o t e d  t h a t  t h e  C o u r t ' s  c o n c e r n  c a n n o t  b e  m e r e l y  t o  

e l i m i n a t e  d i s c r i m i n a t i o n ,  b e c a u s e  n o t  a l l  n a t i o n a l

l e g i s l a t i o n s  h a v e  t h e  p r i n c i p l e  o f  e x h a u s t i o n .  I n  t h e  UK f o r  

i n s t a n c e ,  p a t e n t  l a w  i s  g o v e r n e d  b y  t h e  d o c t r i n e  o f  i m p l i e d  

l i c e n c e . 40 I f  t h e  C o u r t ' s  a i m  w e r e  o n l y  t o  e l i m i n a t e  t h e  

d i s c r i m i n a t i o n  i n h e r e n t  i n  t h e  p r i n c i p l e  o f  n a t i o n a l  

e x h a u s t i o n  i n  a  M e m b e r  S t a t e  o f  i m p o r t a t i o n ,  t h e n  i t  w o u l d  n o t  

h a v e  d e v e l o p e d  t h e  p r i n c i p l e  o f  C o m m u n i t y  e x h a u s t i o n ,  b u t  

d i f f e r e n t  r u l e s  - t h o u g h  n o  l o n g e r  d i s c r i m i n a t o r y -  w o u l d  a p p l y  

i n  v a r i o u s  M e m b e r  S t a t e s  a n d  t o  v a r i o u s  t y p e s  o f  i n t e l l e c t u a l  

p r o p e r t y  r i g h t s . * 48 I t  i s  o b v i o u s  t h a t  s u c h  a  s i t u a t i o n  w o u l d  

s t i l l  h a v e  c r e a t e d  s p e c i f i c  d i s t o r t i o n s  t o  i n t r  a - C o m m u n i t y  

t r a d e ,  w h i c h  h a v e  b e e n  r e m o v e d  t h r o u g h  t h e  e l a b o r a t i o n  o f  t h e  

C o m m u n i t y  p r i n c i p l e  o f  e x h a u s t i o n .

T h e  d i s c r i m i n a t i o n  t h e o r y  e s s e n t i a l l y  h o l d s  t h a t  i f  i m p o r t s  

a r e  n o t  s u b j e c t  t o  d i f f i c u l t i e s  o t h e r  t h a n  t h o s e  i m p o s e d  o n  

d o m e s t i c  p r o d u c t i o n ,  t h e n  t h e  m e a s u r e  c o n c e r n e d  i s  c o m p a t i b l e

MARENCO, G . ,  B A N K S , K . ,  o . c .  . a t  p p .  2 4 2 - 2 4 8 .

40 S e e  s u p r a ,  C h a p t e r  I V ,  a t  p t .  I V . 3 . 1 . 1 . C .

48 S e e  a l s o  s u p r a . C h a p t e r  V I ,  a t  p t .  V I .  4 . 3 . 1 . .  
S i m i l a r l y ,  s e e  KOCH, N . ,  " A r t i c l e  3 0  a n d  t h e  e x e r c i s e  o f  
i n d u s t r i a l  p r o p e r t y  r i g h t s  t o  b l o c k  i m p o r t s " ,  F o r d h a m  C o r p .  L .  
I n s t .  ( 1 9 8 6 )  6 0 5 - 6 3 2 ,  a t  p p .  6 1 2 - 6 1 5 .  A t  p .  6 1 3 ,  h e  w r i t e s :
" . . n o t  o n l y  d i d  t h e  C o u r t  n o t  w i d e n  n a t i o n a l  e x h a u s t i o n  r u l e s ,  
b u t  i t  u s e d  a  c o n c e p t  o f  i n d u s t r i a l  p r o p e r t y  w h i c h  i s  n o t  
k n o w n  t o  a l l  o f  t h e  M e m b e r  S t a t e s .  A h o l d e r  o f  p a r a l l e l  
p a t e n t s  g r a n t e d  t h r o u g h o u t  t h e  C o m m u n i t y  w o u l d  b e  f a c e d  w i t h  
a t  l e a s t  t w o  d i f f e r e n t  d o c t r i n e s ,  o n e  o f  e x h a u s t i o n ,  t h e  o t h e r  
o n e  o f  t h e  i m p l i e d  l i c e n c e  . . " .
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w i t h  A r t i c l e  3 0  E C .  I n  t h e  l i g h t  o f  t h i s  r e a s o n i n g ,  t h e  f a c t  

t h a t  t h e  i m p o r t a t i o n  o f  u n a u t h o r i z e d  s p a r e  p a r t s  t h a t  h a v e  

b e e n  l e g i t i m a t e l y  m a r k e t e d  i n  o t h e r  M e m b e r  S t a t e s  c a n  b e  

p r o h i b i t e d  o n  t h e  b a s i s  o f  a n  e x c l u s i v e  r i g h t  i s  n o t  

i n c o m p a t i b l e  w i t h  A r t i c l e  3 0  EC - a n d  s u b s e q u e n t l y  d o e s  n o t  

h a v e  t o  b e  j u s t i f i e d  u n d e r  A r t i c l e  3 6  E C - ,  b e c a u s e  s i m i l a r  

p a r t s  c o u l d  n o t  b e  m a n u f a c t u r e d  a n d  m a r k e t e d  d o m e s t i c a l l y  

e i t h e r .  T h e  C o u r t  h a d  a l r e a d y  i m p l i c i t l y  r e j e c t e d  t h i s  

r e a s o n i n g  i n  t h e  E M I v .  P a t r i c i a  a n d  K e u r k o o p  c a s e s . 47 A l t h o u g h  

t h e  C o u r t  h e l d  t h a t  t h e  s a l e  o f  u n a u t h o r i z e d  g o o d s  t h a t  h a d  

b e e n  l e g i t i m a t e l y  p r o d u c e d  i n  a n o t h e r  M e m b e r  S t a t e  

r e s p e c t i v e l y  a f t e r  t h e  e x p i r y  o f  t h e  p a r a l l e l  p r o t e c t i o n  t h e r e  

a n d  i n  t h e  a b s e n c e  o f  p a r a l l e l  p r o t e c t i o n - ,  c o u l d  b e  

p r o h i b i t e d  o n  t h e  b a s i s  o f  t h e  e x c l u s i v e  r i g h t  i n  t h e  M e m b e r  

S t a t e  o f  i m p o r t a t i o n ,  t h e  C o u r t  r u l e d  t h a t  t h i s  w a s  c o m p a t i b l e  

w i t h  A r t i c l e  3 6  EC  s u b j e c t  t o  i t s  s e c o n d  s e n t e n c e ,  t h u s  

i m p l i c i t l y  a c c e p t i n g  t h a t  t h e  e x c l u s i v e  r i g h t  c o n s t i t u t e d  a  

m e a s u r e  h a v i n g  a n  e q u i v a l e n t  e f f e c t . 48 F u r t h e r m o r e ,  t h e  C o u r t  

h a s  e x p l i c i t l y  h e l d  i n  t h e  W a r n e r  B r o t h e r s  c a s e  t h a t  t h e  

a p p l i c a t i o n  o f  a  n a t i o n a l  r u l e  i r r e s p e c t i v e  o f  t h e  o r i g i n  o f  

t h e  p r o t e c t e d  p r o d u c t  c o m e s  u n d e r  A r t i c l e  3 0  E C  i f  i t  

i n d i r e c t l y  a f f e c t s  t r a d e . * 40 I t  s h o u l d  b e  r e c a l l e d  t h a t  t h e  

C o u r t  r u l e d  t h a t  t h e  r i g h t  t o  p r o h i b i t  t h e  h i r i n g  o u t  o f  

v i d e o - c a s s e t t e s  i n  a  M e m b e r  S t a t e s  i s  l i a b l e  t o  i n f l u e n c e  t h e  

t r a d e  i n  v i d e o - c a s s e t t e s  i n  t h a t  S t a t e  a n d  h e n c e  i n d i r e c t l y  

a f f e c t s  i n t r a - C o m m u n i t y  t r a d e . A s  s u c h , n o t  o n l y  m e a s u r e s  

w h i c h  a r e  i m p o s e d  a t  t h e  b o r d e r ,  b u t  a l s o  i n d i s t i n c t l y

C a s e  3 4 1 / 8 7 ,  E M I  E l e c t r o l a  v .  P a t r i c i a  I m - u n d  E x p o r t  
a n d  o t h e r s ,  J u d g m e n t  o f  2 1  J a n u a r y  1 9 8 9 ,  E . C . R .  ( 1 9 8 9 )  7 9 .  
C a s e  1 4 4 / 8 1 ,  K e u r k o o p  v .  N a n c y  K e a n  G i f t s ,  J u d g m e n t  o f  1 4  
S e p t e m b e r  1 9 8 2 ,  E . C . R .  ( 1 9 8 2 )  2 8 5 3 .

40 S e e  a l s o  s u p r a . r e s p e c t i v e l y  a t  C h a p t e r  V I I ,  p t .
V I I . 2 . 3 . ,  a n d  C h a p t e r  V I ,  a t  p t .  V I . 4 . 3 . 2 . D .

40 C a s e  1 5 8 / 8 6 ,  W a r n e r  B r o t h e r s  v .  E r i k  V i u f f ,  J u d g m e n t  o f  
1 7  M ay  1 9 8 8 ,  E . C . R .  ( 1 9 8 8 )  2 6 0 5 .
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a p p l i c a b l e  i n t e r n a l  m e a s u r e s  - w h i c h  c l e a r l y  a r e  n o t  

d i s c r i m i n a t o r y - ,  c a n  h a v e  a n  e f f e c t  e q u i v a l e n t  t o  q u a n t i t a t i v e  

r e s t r i c t i o n s  a n d  n e e d  j u s t i f i c a t i o n  u n d e r  A r t i c l e  3 6  E C . 50

T h e  q u e s t i o n  a r i s e s  w h e t h e r  t h i s  a p p r o a c h  t o  i n t e l l e c t u a l  

p r o p e r t y  r i g h t s  i s  s t i l l  v a l i d  a f t e r  t h e  r e c e n t  K e c k  i u d c r m e n t . 

i n  w h i c h  t h e  C o u r t  e x p l i c i t l y  r e - e x a m i n e d  a n d  c l a r i f i e d  i t s  

c a s e - l a w  o n  w h a t  c o n s t i t u t e s  a  m e a s u r e  h a v i n g  a n  e q u i v a l e n t  

e f f e c t  t o  q u a n t i t a t i v e  r e s t r i c t i o n s  u n d e r  A r t i c l e  3 0  E C . S1 T h e  

C o u r t  c o n f i r m e d  t h e  a p p l i c a b i l i t y  o f  A r t i c l e  3 0  E C  t o  n a t i o n a l  

r u l e s  t h a t  l a y  d o w n  r e q u i r e m e n t s  t o  b e  m e t  b y  g o o d s  i m p o r t e d  

f r o m  o t h e r  M e m b e r  S t a t e s ,  s u c h  a s  r e q u i r e m e n t s  a s  t o  

d e s i g n a t i o n ,  f o r m ,  s i z e ,  w e i g h t ,  c o m p o s i t i o n ,  p r e s e n t a t i o n ,  

l a b e l l i n g  a n d  p a c k a g i n g ,  e v e n  i f  t h o s e  r u l e s  a p p l y  w i t h o u t  

d i s t i n c t i o n  t o  b o t h  i m p o r t e d  a n d  d o m e s t i c  p r o d u c t s .  B u t  

c o n t r a r y  t o  i t s  e s t a b l i s h e d  c a s e - l a w ,  t h e  C o u r t  c l a r i f i e d  t h a t  

n a t i o n a l  s a l e s  a r r a n g e m e n t s  t h a t  a p p l y  t o  a l l  t r a d e r s  

o p e r a t i n g  w i t h i n  t h e  n a t i o n a l  t e r r i t o r y  d o  n o t  c o m e  u n d e r  

A r t i c l e  3 0  E C ,  o n  t h e  c o n d i t i o n  " t h a t  t h e y  a f f e c t  i n  t h e  s a m e  

m a n n e r ,  i n  l a w  a n d  i n  f a c t ,  t h e  m a r k e t i n g  o f  d o m e s t i c  p r o d u c t s  

a n d  o f  t h o s e  f r o m  o t h e r  M e m b e r  S t a t e s ” . 52 A l t h o u g h  i t  i s  t o o  

e a r l y  t o  e v a l u a t e  t h e  i m p a c t  o f  t h i s  r u l i n g ,  i t  s e e m s  a s  

t h o u g h  t h e  C o u r t  h a s  f i n a l l y  f o l l o w e d  u p  A d v o c a t e - G e n e r a l  V a n  

G e r v e n 1s  c o n t e n t i o n  t h a t  A r t i c l e  3 0  EC s h o u l d  o n l y  b e  

a p p l i c a b l e  t o  t h o s e  n a t i o n a l  m e a s u r e s  t h a t  e n d a n g e r  t h e  * 81

S e e  a l s o  s u p r a . C h a p t e r  V I I ,  a t  p t .  V I I , 3 . 3 .  M a r e n c o  
a n d  B a n k s  a c k n o w l e d g e  t h a t  t h i s  r u l i n g  i m p l i e s  t h a t  t h e  C o u r t  
h a s  e x p l i c i t l y  r e f u t e d  t h e  d i s c r i m i n a t i o n  t h e o r y ,  a l t h o u g h  
t h e y  u n d e r l i n e  t h a t  t h e  r e a s o n i n g  o f  t h e  C o u r t  i s  n o t  a l w a y s  
c o n s i s t e n t .  S e e  M AREN CO, G . ,  B A N K S ,  K . , o . c . . a t  p .  2 4 1 .

81 J o i n e d  C a s e s  C - 2 6 7  & 2 6 8 / 9 1 ,  C r i m i n a l  p r o c e e d i n g s  
a g a i n s t  B e r n a r d  K e c k  a n d  D a n i e l  M i t h o u a r d ,  J u d g m e n t  o f  2 4  
N o v e m b e r  1 9 9 3 ,  n o t  y e t  r e p o r t e d .

52 J o i n e d  C a s e s  C - 2 6 7  & 2 6 8 / 9 1 ,  o . c .  . a t  p a r a  1 6 .
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i n t e r p e n e t r a t i o n  o f  n a t i o n a l  m a r k e t s . 53 I n t e l l e c t u a l  p r o p e r t y  

r i g h t s  a r e  p a r t i c u l a r l y  a p t  t o  c l o s e  d o w n  n a t i o n a l  m a r k e t s  t o  

g o o d s  t h a t  h a v e  b e e n  l e g i t i m a t e l y  p u t  o n  t h e  m a r k e t  o f  a n o t h e r  

M e m b e r  S t a t e ,  b y  v i r t u e  o f  t h e i r  i n h e r e n t  e x c l u s i v e  n a t u r e  

c o m b i n e d  w i t h  t h e  p r i n c i p l e  o f  t e r r i t o r i a l i t y .  W h e r e a s  t h e  

K e c k  r u l i n g  i n  p r i n c i p l e  t h u s  d o e s  n o t  s e e m  t o  a f f e c t  t h e  

p r e v i o u s  c a s e - l a w  o n  t h e  a p p l i c a b i l i t y  o f  A r t i c l e  3 0  E C  t o  

i n t e l l e c t u a l  p r o p e r t y  r i g h t s ,  i t  n e v e r t h e l e s s  r a i s e s  

u n c e r t a i n t y  a b o u t  w h e t h e r  t h e  C o u r t ' s  a p p r o a c h  i n  t h e  W a r n e r  

B r o t h e r s  c a s e ,  w h i c h  c o n c e r n e d  n a t i o n a l  r e q u i r e m e n t s  o n  h i r i n g  

r a t h e r  t h a n  s a l e s  a r r a n g e m e n t s ,  i s  s t i l l  v a l i d  t o d a y .

I t  i s  n o t  s u r p r i s i n g  t h a t  t h e  C o u r t  h a s  n o t  d e v i a t e d  f r o m  i t s  

e a r l i e r  c a s e - l a w  o n  t h e  a p p l i c a b i l i t y  o f  A r t i c l e  3 0  E C  t o  

i n t e l l e c t u a l  p r o p e r t y  r i g h t s  i n  t h e  M a x i c a r  c a s e .  I t  h a s  

a v o i d e d  c l a r i f y i n g  t h e  i n c i d e n c e  b e t w e e n  A r t i c l e s  3 0  a n d  3 4  EC 

t h r o u g h  r e f o r m u l a t i n g  t h e  f a c t s  - f o l l o w i n g  A d v o c a t e - G e n e r a l  

M i s c h o ' s  o p i n i o n -  i n  t h e  s e n s e  t h a t  t h e  i n d e p e n d e n t  

m a n u f a c t u r e r s  o f  s p a r e  p a r t s  s o u g h t  t o  p r o t e c t  t h e m s e l v e s  f r o m  

i n f r i n g e m e n t  p r o c e e d i n g s  i n t e n d e d  t o  p r e v e n t  t h e m  f r o m  

m a n u f a c t u r i n g ,  f o r  t h e  p u r p o s e s  o f  s a l e s  o n  t h e  i n t e r n a l  

m a r k e t  o r  f o r  e x p o r t ,  a s  w e l l  a s  f r o m  i m p o r t i n g  u n a u t h o r i z e d  

s p a r e  p a r t s  f r o m  o t h e r  M e m b e r  S t a t e s . 54 I n  t h e  l i n e  o f  t h e  E M I 

a n d  K e u r k o o p  c a s e s ,  t h e  C o u r t  i m m e d i a t e l y  p r o c e e d e d  w i t h  t h e  

a n a l y s i s  u n d e r  A r t i c l e  3 6  E C ,  t h e r e b y  i m p l i c i t l y  r e f u t i n g  t h e  

C o m m i s s i o n ' s  v i e w  a n d ,  o n c e  a g a i n ,  s e t t i n g  t h e  d i s c r i m i n a t i o n  

t h e o r y  a s i d e .

53 J o i n e d  C a s e s  C - 2 6 7  & 2 6 8 / 9 1 ,  S e c o n d  c o n c l u s i o n  o f  
A d v o c a t e - G e n e r a l  V a n  G e r v e n ,  d e l i v e r e d  o n  2 8  A p r i l  1 9 9 3 ,  a t  
p a r a  8 .

54 C a s e  5 3 / 8 7 ,  o . c .  . a t  p a r a  9 .  S e e  a l s o  F R I D E N ,  G . ,  
" R e c e n t  d e v e l o p m e n t s  i n  E E C  i n t e l l e c t u a l  p r o p e r t y  l a w :  t h e  
d i s t i n c t i o n  b e t w e e n  e x i s t e n c e  a n d  e x e r c i s e  r e v i s i t e d " ,
C . M . L . R e v .  ( 1 9 8 9 )  1 9 3 - 2 1 7 ,  a t  p .  2 0 6 ,  w h e r e  h e  p o i n t s  o u t  t h a t  
t h e  C o u r t  d e c l i n e d  t o  d i s t i n g u i s h  b e t w e e n  A r t i c l e s  3 0  a n d  3 4  
E C  i n  t h e  M a x i c a r  c a s e .
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INGE GOVAERE CHAPTER VIII

V III. 4. JUSTIFICATION OR CONSENT FOR COMPONENTS OF COMPLEX 
PRODUCTS

V III .4 .1 . INTRODUCTION

As mentioned above, from the formulation of the preliminary 
question i t  appears that the national court asked whether the 
exercise of the design right on spare parts of cars was 
compatible with A rticle 36 EC, whereas the underlying 
motivation questioned the compatibility of the existence of 
the design right with A rticle 36 EC.55 More in particular, the 
national court was concerned with the fa c t that, in it s  view, 
the enforcement of design protection on body panels of cars 
infringed the inherent function of design r ig h ts ,86 and 
wondered whether th is is  not contrary to the second sentence 
of A rticle 36 EC.

The formulation of the preliminary question made i t  relatively  
easy for the Court of Justice to choose which approach i t  
would take to the case. On the basis of i t s  e a r lie r  case-law, 
the Court had basically three options. I t  could invoke the 
existence/exercise dichotomy and subsequently proceed to apply 
the consent-theory to see whether or not the exercise of the 
right was legitimate ( 1 consent-approach1) . The Court could 
also take the opposite approach, namely invoke the case-law 
whereby i t  put the existence/exercise dichotomy aside and 
examine whether or not the national measure conferring 
exclusive rights on components of complex products was 
ju s tifie d  under both the f ir s t  and the second sentence of

' i ;1 I
liii
18 !

56
See supra. at pt. V III .2 .2 .

On the function of design rig h ts , see supra. Chapter
I I I ,  a t pt. I I I . 3.5.

4 8 0

I
ti'!



INGE GOVAERE CHAPTER VIII

A rticle 36 EC ('ju stification -ap p roach ').57 Or the Court could 
choose to apply the haIf-way-house solution, namely to carry 
out a ju s tifica tio n -te s t under the second sentence of A rticle 
36 EC whilst upholding the existence/exercise dichotomy under 
the f i r s t  sentence of A rticle 36 EC ('marginal appraisal- 
approach 1) .

V III .4 .2 . THE CONSENT-APPROACH • •

The facts of the case obviously did not concern p arallel 
imports, so that the Court could not merely apply the consent- 
theory to hold that Renault's design right was exhausted due 
to the f i r s t  marketing with his consent.58 In theory, the 
easiest approach would have consisted in reversing the 
reasoning of the exhaustion doctrine -as was done inter a lia  
in the EMI case58- and ruling that since the spare parts were 
marketed without Renault's consent, his design right was not 
exhausted and consequently the infringement of his exclusive 
right could be prohibited.

The premise to this approach, which was proposed by Renault 
and the German government, is  of course that the 
existence/exercise dichotomy is  kept in tact, whereas the 
preliminary question precisely invokes the question of the 
compatibility of a certain feature of Ita lia n  design law -more 
precisely i t s  applicability to components of complex products- 
with Community law. This is  an issue of a similar kind as the

On the diversity of cr ite ria  used by the Court, see 
supra. Chapter VII, at pt. V II .4.

"  On the principle of exhaustion in the case-law of the 
Court, see supra. Chapter VI, at pt. V I.4 .3 . However, see also 
the Warner Brothers case, where the Court did not apply the 
principle of exhaustion although i t  concerned p arallel 
imports, supra. Chapter VII, at pt. V II.3 .3 .

“ See supra. Chapter VII, at pt. V II.2 .3 .

4 8 1



INGE GOVAERE CHAPTER VIII

one previously posed concerning design rights in the Keurkoop 
case, namely whether the principle of f i r s t - t o - f i le  -which 
implies th at the person filin g  the design and obtaining the 
exclusive right is  not necessarily the designer- comes within 
the industrial and commercial property exception of Article 36 
EC.80 In both cases, the underlying concern is that the design 
right is  not granted in conformity with the function of design 
protection.

I t  should be recalled that in the Keurkoop case, the Court 
held:

" . .  that in the present state of Community law and in the 
absence of Community standardization or of a harmonization of 
laws the determination of the conditions and procedures under 
which protection of designs is  granted is  a matter for 
national r u le s ..”81 82 *

The Court thus fa iled  to examine whether the principle of 
f i r s t - t o - f i l e  is a t a l l  ju stified  under the f i r s t  sentence of 
A rticle 36 EC, whereas i t  is  obvious that th is  principle -  
which confers exclusive rights on the basis of the fulfilment 
of a mere procedural requirement- has the potential of 
seriously jeopardizing the free movement of goods in the 
Community.88

In theory, the Court could invoke a similar reasoning in the 
Maxicar case and hold that the conditions and procedures to  
obtain design protection -thus including whether or not the 
protection extends to components of complex products- are to  
be determined solely by national law, and cannot be curtailed

Case 144/81, o . c . . See also supra, Chapter VI, at p t.
V I.4 .3 .2 .D.

81 Case 144/81, o . c . . a t para 18.

82 See the hypothesis advanced in Chapter IV, at p t.
IV .3 .3 .1 .B .

4 8 2



INGE GOVAERE CHAPTER VIII

by Community law.63 So doing, the Court would thus once again 
avoid answering the im plicit question whether the right has to 
be granted in accordance to i t s  function to come under A rticle 
36 EC, thereby neglecting the detrimental e ffect of the 
diversity in national design legislations on the establishment 
of the Common market. This would then mean that in the absence 
of harmonization, the legal protection of spare parts of cars 
would remain the same as described in Chapter IV.

However, the Court specified in the Keurkoop case that the 
existence/exercise dichotomy prevailed "in the present state  
of Community law". I t  should be pointed out that in between 
the Keurkoop case of 1982 and the Maxicar case of 1988, the 
case-law of the Court has evolved towards accepting the fact 
that in certain cases the existence of certain features of 
in tellectu al property rights might not be ju stified  under 
A rticle 36 EC.64

Although in the Keurkoop case the Court held the existence of 
the right to be unaffected by Community law, in i t s  answer to 
the question whether imports from other Member States could be 
prohibited, i t  proceeded to state that the exercise of the 
exclusive right might be curtailed, in particular i f  i t  
constituted a disguised restrictio n  on trade. This was held to 
be the case i f  the design was invoked to prohibit the 
importation of goods that had been marketed in another Member 
State with the consent of the design holder or i f  there was a 
collusion in the sense of A rticle 85 EC.65 * This is  in 
conformity with the case-law of the Court concerning the

83 This was indeed the approach taken by the Court under 
the f i r s t  sentence of A rticle 36 EC in the Maxicar case, see 
in fra , at pt. V I I I .4.4.

64 See especially supra. Chapter VII, a t pt. V II.3.

65 For the reasons underlying these examples, see supra
Chapter VI, at pt. V I.4 .3 .2 .D.

4 8 3



INGE GOVAERE CHAPTER VIII

exhaustion doctrine, which holds that derogations from the 
free movement of goods are only acceptable to the extent that 
they are necessary to safeguard the sp ecific  subject-matter of 
the in te llectu a l property rights invoked.“ Although the Court 
did not define the sp ecific  subject-matter of designs in the 
Keurkoop case, i t  im plicitly  followed Advocate-General 
R eisch l's opinion in that i t  consists in the right to f ir s t  
market the product.87

I t  has been submitted that the application of the consent- 
theory to  determine whether or not a right is  exhausted has 
essen tia lly  been elaborated in the context of curtailing the 
detrimental e ffect posed by the principle of te r r ito r ia lity  to 
the free movement of goods, whereas a l l  the other potentially 
detrimental features of in te llectu a l property legislation  were 
thereby disregarded.“ I t  is  obvious that such an approach does 
not rea lly  answer the preliminary question and does not 
correspond to the sp ecific  facts  of the Maxicar case.“ In 
other words, the consent-theory should not apply because the 
Maxicar case did not concern the compatibility of the e ffec t 
of the principle of te r r ito r ia l ity  with the rules on the free 
movement of goods.* 70 Rather, i t  clearly  invoked the issue 
whether the consequences of the scope of design protection 
offered in Ita ly  -namely extending not only to a complex 
product but also to i t s  individual components- is  compatible

See supra. Chapter VI, at pt. V I.4 .3 .1 .

87 See supra Chapter VI, at pt. V I.4 .3 .2 .D.

“ See supra. Chapter VII, a t pt. V II .1.

“ See supra. at pt. V I I I .2 .1 .,  where the difference 
between the Maxicar case and the other cases concerning 
in te llectu a l property rig h ts, so far brought to the attention 
of the Court, is  pointed out.

70 Sim ilarly, see FRANCESCHELLI, R ., "Modelli ornamental! 
di parte di carrozzeria di automobili ed abuso di posizione 
dominante", Riv. Dir. Ind. (1988-11) 175-187, a t p. 181.

4 8 4
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INGE GOVAERE CHAPTER VIII

with A rticles 30-36 EC. This is  a typical example of cases to 
which the Court has recently applied the ju stifica tio n  te s t  
rather than the consent t e s t .71

V II I .4.3. THE JUSTIFICATION-APPROACH

The opposite, and i t  is  submitted correct, approach would have 
consisted in putting the existence/exercise dichotomy aside 
and examining whether and when the grant of design rights to 
components of complex products could be ju stified  under
A rticle 3 6 EC. This would have been in lin e with the Warner
Brothers case which was decided a couple of months e a r lie r .72 
Here, the Court applied a ju s tifica tio n -te s t under both the 
f i r s t  and the second sentence of A rticle 36 EC, thereby
exp licitly  putting the consent-theory based on the sp ecific
subject-matter approach aside.73

Advocate-General Mischo, in his opinion to the Maxicar case, 
acknowledged the fact that the national court did not inquire 
about the compatibility of the exercise of the design right 
with the sp ecific  subject-matter of designs, but was rather 
concerned with the lack of ju stifica tio n  for the exclusive 
rights in terms of the function of design rig h ts .74 He pointed 
out, in the lin e of his observation to the Thetford case ,75

See supra. Chapter VII, for a categorization of cases 
that have been dealt with on the basis of either the consent- 
te s t  or the ju s tif ic a tio n -te s t .

72 Case 158/86, Warner Brothers v. Erik Viuff
Christiansen, Judgment of 17 May 1988, E.C.R. (1988) 2605.

73 See supra. Chapter VII, at pt. V II.3 .3 .

74 Case 53/87, o .c. . at para 19.

75 Case 3 5/87, Thetford v. Fiamma, Judgment of 30 June 
1988, E.C.R. (1988) 3585. In his opinion to th is  case, 
concerning patents based on the principle of relative novelty, 
Advocate General Mischo pointed out that the exercise of a

4 8 5
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that a specific problem arises i f  the holder of an 
in tellectu al property right makes a normal use of an exclusive 
right that is  improperly granted under national legislation. 
As to the competence of the Court of Ju stice  to deal with such 
a matter, he unequivocally stated:

" I consider that i t  is  c le a r , or at least has been since the 
Warner Brothers judgment, that in such a case the Court is  
entitled to consider whether the legislation  in question may 
be regarded as ju s tifie d  on the ground of protection of 
industrial and commercial property within the meaning of 
A rticle 36. ( . . ) "

"There is , therefore, nothing to prevent the Court from 
sim ilarly considering whether leg isla tion  which allows the 
prohibition of imports of unauthorized copies of bodywork 
components is  ju s tifie d  on such grounds, and whether i t  
constitutes arbitrary discrimination or a disguised 
restrictio n  on trade between Member S ta tes . ,,7e

Although the Court did not ex p lic itly  refer to the function of 
the rental right which was alleged to be incompatible with 
A rticle 36 EC in the Warner Brothers case, the Court 
im plicitly took the function into account through ruling th at 
the measure was ju s tifie d  because i t  legitim ately guaranteed a 
remuneration for the author upon each hiring-out of the 
protected work.* 77 Also in the Maxicar case, the essential 
question was whether or not granting exclusive rights to  
bodywork components of cars was necessary to safeguard the 
essential function of design rig h ts. The national court had 
advanced the view that i t  was not, because the return fo r  
research and progress in the fie ld  of aesthetics was already 
accounted for by the sale of the complex product, i .e .  th e

right might be contrary to A rticle 36 EC simply because th e  
patent was granted in circumstances indicative of a 
protectionist intention. See also supra. Chapter VII, at p t .
V II .3.2.

78 Case 53/87, o .c . . at para 21 and 22, emphasis added.

77 See supra. Chapter VII, a t pt. V II .3.3.
4 8 6
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car, and because i t  led to the exclusion of competition in 
other economic sectors.7*

Advocate-General Mischo came to the contrary conclusion that 
exclusive protection on components of complex products was 
indeed in conformity with the function of design rights. But, 
with respect, he based h is analysis on a wrong premise. 
Referring to the Centrafarm and Fharmon judgments,79 he 
maintained that the Court assigns to industrial and commercial 
property rights the function of obtaining a reward for the 
inventor * s creative e ffo r t .80 The main flaw in th is statement 
is  that the Advocate-General failed to point out that the 
Court has -correctly - held in the Merck judgment that an 
in tellectu al property right merely gives the possib ility  to 
obtain a reward, without safeguarding that th is reward w ill 
always be achieved.*1 As such, he subsequently failed  to 
examine which conditions need to be fu lfille d  under design 
protection in order to safeguard the possib ility  to obtain a 
reward for the creative e ffo rt, but to the contrary focused 
his attention on the reward i t s e l f .  He simply rejected the 
thesis of the p ossib ility  to obtain a double reward, through 
maintaining that national legislation that allows for the 
apportionment of the return between the complex product and 
i t s  components does not exceed the lim its of industrial and * 79 80 81

See also supraf at pt. V III .2.2.

79 Case 15/74, Centrafarm v. Sterling Drug, Judgment of 31
October 1974, E.C.R. (1974) 1147; Case 29/84, Pharmon v.
Hoechst, Judgment of 9 July 1985, E.C.R. (1985) 2281.

80 Case 53/87, o .c . . at para 27 and 32.

81 Case 187/80, Merck v. Stephar, Judgment of 14 July 
1981, E.C.R. (1981) 2063. See also supra. Chapter VI, a t pt.
V I.4 .3 .2 .,  and Chapter VII, at pt. V II.2 .2 . and pt. V II.2 .5 . ,  
where i t  is  submitted that the Court in the Merck case has 
subsequently fa iled  to safeguard the function of in te llectu al 
property rights through focusing on the sp ecific subject- 
matter of the right and the consent-theory.

4 8 7
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commercial property protection, whereas the cases whereby a 
double reward is  effectively  obtained are subject to A rtic le  
86 EC.“

Advocate-General Mischo suggested th at the Court should not 
express i t s e l f  on the need to protect bodywork components o f 
cars, but should merely hold in general that the leg isla tion  
concerned was ju s tifie d  under the f i r s t  sentence, subject to  
the second sentence, of A rticle 3 6 EC. However, i t  w ill be 
submitted below that he failed to recognize that the issue of 
the double reward is  stringently linked with the function of 
design rights, so that a more profound analysis would have led 
to the opposite conclusion, namely that design protection on 
bodywork components of cars exceeds the sp ecific function of 
design rig h ts .“ As such, the importance of his opinion to the 
Maxicar case lie s  essentially  in the fa c t that he acknowledged 
that i t  would have been logical -and in particular in the 
e x p lic it statement that the Court had the competence- to look 
at the ju stifica tio n  of the leg isla tio n  concerned, and not so 
much in his subsequent analysis of the function of design 
rights.

V III .4 .4 . THE »MARGINAL APPRAISAL1 -APPROACH

The third  approach which the Court could and did take in th e  
Maxicar case is  the least coherent one, because i t  embodies 
features of both the consent- and the justification-approach. 
The Court f i r s t  reiterated the existence/exercise dichotomy in  
the sense of the Keurkoop judgment under the f i r s t  sentence o f 
A rticle 36 EC, stating that the determination of th e  
conditions and procedures under which the protection i s

Case 53 /8 7 ,  o . c . . a t  para 31.

See i n f r a , a t  p t .  V I I I . 5 .
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granted is  a matter for national ru les . “ The Court
subsequently examined whether the granting -and thus the 
existence- of design rights to components of complex products 
is  compatible with the second sentence of A rticle 36 EC. As 
such, only the 1 sharp edges1 of national design law, namely 
inherently discriminatory or protectionist features of the 
law, and the way in which the exclusive right was exercised, 
could be held to be incompatible with A rticle 36 EC.“

This was basically  the same approach as followed in the 
Thetford case of June 1988,“ where the issue was raised 
whether a patent granted on the basis of the principle of 
relative novelty came under the scope of A rticle 36 EC,* 87 
S t i l l ,  there is  no obvious reason why the Court did not also 
adopt the justification-approach under the f i r s t  sentence of 
A rticle 36 EC in both the Thetford and Haxicar cases as i t  had 
done in the earlier  Warner Brothers case,“ a ll  the more so 
because the la tte r  was the approach suggested by Advocate- 
General Mischo.“ I t  seems that the only possible explanation 
for the Court's refusal to look at whether the contested

For the implications of this statement, see supra. at 
p t. V III .4 .2 .

“ See supra. Chapter VII, at pt. V II .3 .2 .,  where i t  is  
submitted that nothing in the Treaty ju s t if ie s  the approach 
whereby the existence of the right may only be curtailed under 
the second sentence of A rticle 36 EC, whereas only the 
exercise might be curtailed under it s  f i r s t  sentence.

“ Case 35/87, Thetford v. Fiamma, Judgment of 30 June 
1988, E.C.R. (1988) 3585.

87 On the Thetford case, see supra. Chapter VII, a t pt.
V II .3.2.

“ See also MARENCO, G. , and BANKS, K. , o .c . . at p. 255. 
Also Friden remarks that i t  is  extremely d iff ic u lt  to 
reconcile the Maxicar and Thetford ruling with the approach 
taken in the Warner Brothers case. See FRIDEN, G., o . c . . a t p. 
206.

"  See supra, at pt. V III .4.3.
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f e a t u r e s  o f  t h e  l e g i s l a t i o n  w e r e  j u s t i f i e d  w i t h  r e f e r e n c e  t o  

t h e  f u n c t i o n  o f  t h e  i n t e l l e c t u a l  p r o p e r t y  r i g h t  c o n c e r n e d  i n  

t h e  M a x i c a r  a n d  t h e  T h e t f o r d  c a s e s ,  i s  t h a t  t h i s  a p p r o a c h  

m i g h t  h a v e  l e d  t o  t h e  f i n d i n g  t h a t  t h o s e  f e a t u r e s  w e r e  

i n c o m p a t i b l e  w i t h  t h e  f i r s t  s e n t e n c e  o f  A r t i c l e  3 6  E C . I t  h a s  

b e e n  p o i n t e d  o u t  b e f o r e  t h a t ,  u p  t i l l  n o w , t h e  C o u r t  h a s  n e v e r  

r u l e d  t h a t  n o n - d i s c r i m i n a t o r y  i n t e l l e c t u a l  p r o p e r t y  r i g h t s  

c o u l d  n o t  b e  j u s t i f i e d  u n d e r  A r t i c l e  3 6  E C .  H o w e v e r ,  i t  w a s  

s u b m i t t e d  t h a t  i t  w o u l d  b e  f u n d a m e n t a l l y  i n c o n s i s t e n t  t o  u s e  

t h e  j u s t i f i c a t i o n - t e s t  m e r e l y  t o  u p h o l d  n a t i o n a l  l e g i s l a t i o n  

a n d  t o  u s e  t h e  c o n s e n t - t e s t  t o  c u r t a i l  t h e  e f f e c t  o f  

u n d e s i r a b l e  f e a t u r e s  o f  t h e  l a w . 00

E s p e c i a l l y  c o n s i d e r i n g  t h e  s i g n i f i c a n t  l e g a l  a n d  e c o n o m i c  

i m p o r t a n c e  o f  t h e  M a x i c a r  c a s e , 01 i t  i s  s u r p r i s i n g  t h a t  t h e  

C o u r t  d e a l t  e x t r e m e l y  b r i e f l y ,  n o t  t o  s a y  s u p e r f i c i a l l y ,  w i t h  

t h e  i s s u e s  r a i s e d  u n d e r  A r t i c l e  3 6  E C . I n  p a r t i c u l a r ,  t h e  

C o u r t  f a i l e d  t o  e x a m i n e  t h e  c e n t r a l  i s s u e  - n a m e l y  t h e  f a c t  

t h a t  t h e  d e s i g n  r i g h t s  w e r e  c o n t e s t e d  b e c a u s e  t h e y  a p p l i e d  t o  

b o t h  t h e  c o m p o n e n t s  o f  c o m p l e x  p r o d u c t s  n e e d e d  o n l y  f o r  r e p a i r  

p u r p o s e s  a n d  t h e  c o m p l e x  p r o d u c t  a s  s u c h -  u n d e r  t h e  f i r s t  

s e n t e n c e  o f  A r t i c l e  3 6  E C . I n  t h i s  r e s p e c t ,  t h e  C o u r t  m e r e l y  

s t a t e d :

" I t  i s  f o r  t h e  n a t i o n a l  l e g i s l a t u r e  t o  d e t e r m i n e  w h i c h  
p r o d u c t s  q u a l i f y  f o r  p r o t e c t i o n ,  even i f  th e y  form  p a r t  o f  a  
u n i t  a lre a d y  p ro te c te d  as su ch ."

T h i s  i m p l i e s  t h a t  t h e  u n t r a n s p a r e n t  a n d  d i v e r g e n t  p i c t u r e  a s  

i l l u s t r a t e d  i n  C h a p t e r  I V  s t i l l  p r e v a i l s  a f t e r  t h e  M a x i c a r

S e e  s u p r a . C h a p t e r  V I I ,  a t  p t .  V I I . 4 .

S e e  s u p r a . a t  p t .  V I I . 2 .

C a s e  5 3 / 8 7 ,  o . c . . a t  p a r a  1 0 ,  e m p h a s i s  a d d e d .

S e e  a l s o  s u p r a , a t  p t .  V I I I . 4 . 2 .
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A s  m e n t i o n e d  a b o v e ,  t h e  j u s t i f i c a t i o n - t e s t  w a s  l i m i t e d  t o  s e e  

w h e t h e r  o r  n o t  t h e  g r a n t  o f  t h e  d e s i g n  r i g h t  c o n s t i t u t e d  a n  

a r b i t r a r y  d i s c r i m i n a t i o n  o r  a  d i s g u i s e d  r e s t r i c t i o n  o n  t r a d e  

b e t w e e n  t h e  M e m b e r  S t a t e s .  I n  o t h e r  w o r d s ,  t h e  d e s i g n  r i g h t s  

w o u ld  o n l y  f a l l  f o u l  o f  A r t i c l e  3 6  E C  i f  t h e y  w e r e  u n d u l y  

d i s c r i m i n a t o r y ® 4 - w h i c h ,  a s  i s  c l e a r  f r o m  t h e  a n a l y s i s  u n d e r  

A r t i c l e s  3 0  a n d  3 4  E C , t h e y  a r e  n o t® 9 - o r  g r a n t e d  o n  t h e  b a s i s  

o f  a  p r o t e c t i o n i s t  i n t e n t i o n .  C o n t r a r y  t o  w h a t  t h e  n a t i o n a l  

c o u r t  s e e m e d  t o  a s s u m e ,  w h e t h e r  o r  n o t  t h e  f u n c t i o n  o f  d e s i g n  

r i g h t s  i s  a f f e c t e d  i s  t h e r e b y  i r r e l e v a n t ,  b e c a u s e  t h i s  w o u ld  

i m p l y  a n  a n a l y s i s  u n d e r  t h e  f i r s t  s e n t e n c e  o f  A r t i c l e  3  6  EC .® 8 

T h e  o b v i o u s  c o n c l u s i o n  o f  t h e  C o u r t * s  m a r g i n a l  a p p r a i s a l  o f  

t h e  d e s i g n  l e g i s l a t i o n  u n d e r  t h e  s e c o n d  s e n t e n c e  o f  A r t i c l e  3 6  

E C  t h u s  w a s  t h a t :

" . . i t  n e e d  m e r e l y  b e  s t a t e d ,  ( . . ) ,  t h a t  t h e  e x c l u s i v e  r i g h t  
g r a n t e d  b y  t h e  n a t i o n a l  l e g i s l a t i o n  t o  t h e  p r o p r i e t o r s  o f  
p r o t e c t i v e  r i g h t s  i n  r e s p e c t  o f  o r n a m e n t a l  m o d e l s  f o r  c a r  
b o d y w o r k  c o m p o n e n t s  m a y  b e  e n f o r c e d ,  w i t h o u t  d i s t i n c t i o n ,  b o t h  
a g a i n s t  t h o s e  p e r s o n s  w h o  m a n u f a c t u r e  s p a r e  p a r t s  w i t h i n  t h e  
n a t i o n a l  t e r r i t o r y  a n d  a g a i n s t  t h o s e  w h o  i m p o r t  t h e m  f r o m  
o t h e r  M e m b e r  S t a t e s ,  a n d  t h a t  s u c h  l e g i s l a t i o n  i s  n o t  i n t e n d e d  
t o  f a v o u r  n a t i o n a l  p r o d u c t s  a t  t h e  e x p e n s e  o f  p r o d u c t s  
o r i g i n a t i n g  i n  o t h e r  M e m b e r  S t a t e s " . 87 * 88

O n t h e  i n c o m p a t i b i l i t y  o f  d i s c r i m i n a t o r y  f e a t u r e s  o f  
i n t e l l e c t u a l  p r o p e r t y  l e g i s l a t i o n  w i t h  A r t i c l e  3 6  E E C ,  s e e  
s u p r a . C h a p t e r  V I I ,  a t  p t .  V I I I . 3 . 1 . .  S e e  e s p e c i a l l y  a t  p t .
V I I .  3 . 1 . 2 .  w h e r e  i t  i s  h e l d  t h a t  t h e  C o u r t  d o e s  n o t  
d i s t i n g u i s h  b e t w e e n  d i s c r i m i n a t o r y  m e a s u r e s  t h a t  c o u l d  
p o s s i b l y  b e  j u s t i f i e d  u n d e r  A r t i c l e  3 6  E E C  a n d  a r b i t r a r y  
d i s c r i m i n a t o r y  m e a s u r e s ,  b u t  t o  t h e  c o n t r a r y  s e e m s  t o  a s s u m e  
t h a t  a l l  d i s c r i m i n a t o r y  I P R  m e a s u r e s  f a l l  f o u l  o f  A r t i c l e  3 6  
E E C .

S e e  s u p r a , a t  p t .  V I I I . 3 .

88 S e e  s u p r a . a t  p t .  V I I I . 2 . 2 .  a n d  p t .  V I I I . 4 . 1 . ,  w h e r e  i t  
i s  s t a t e d  t h a t  t h e  n a t i o n a l  c o u r t  a d v a n c e d  t h e  v i e w  t h a t  t h e  
u s e  o f  t h e  d e s i g n  r i g h t  c o n t r a r y  t o  i t s  i n h e r e n t  f u n c t i o n  
m i g h t  b e  c o n t r a r y  t o  t h e  s e c o n d  s e n t e n c e  o f  A r t i c l e  3 6  E E C .

87 C a s e  5 3 / 8 7 ,  o . c . . a t  p a r a  1 2 .
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I t  i s ,  h o w e v e r ,  n o t e w o r t h y  t h a t  t h e  C o u r t  i n  t h e  T h e t f o r d  c a s e  

h e l d  t h a t  t h e  p r i n c i p l e  o f  r e l a t i v e  n o v e l t y  d i d  n o t  c o n s t i t u t e  

a  d i s g u i s e d  r e s t r i c t i o n  o n  i n t r a - C o m m u n i t y  t r a d e ,  b e c a u s e  i t s  

a i m  w a s  m e r e l y  t o  f o s t e r  c r e a t i v e  a c t i v i t y  t h r o u g h  g i v i n g  a  

r e w a r d  f o r  t h e  r e d i s c o v e r y  o f  o l d  i n v e n t i o n s . 86 I n  t h e  M a x i c a r  

c a s e ,  t h e  C o u r t  d o e s  n o t  s t a t e  w h a t  t h e  a i m  o f  t h e  d e s i g n  l a w  

g i v i n g  p r o t e c t i o n  t o  s p a r e  p a r t s  p r e c i s e l y  i s ,  b u t  m e r e l y  

p o i n t s  o u t  t h a t  i t  i s  n o t  i n t e n d e d  t o  h a v e  a  p r o t e c t i o n i s t  

e f f e c t .

A s  c o n c e r n s  t h e  p o s s i b l e  m i s u s e  o f  t h e  d e s i g n  r i g h t  b y  t h e  

h o l d e r ,  t h e  C o u r t  e s s e n t i a l l y  r e i t e r a t e d  i t s  p r e v i o u s  c a s e - l a w  

c o n c e r n i n g  t h e  n e e d  t o  s a f e g u a r d  t h e  s p e c i f i c  s u b j e c t - m a t t e r  

o f  i n t e l l e c t u a l  p r o p e r t y  r i g h t s .  I n  t h e  M a x i c a r  j u d g m e n t ,  t h e  

C o u r t  f o r  t h e  f i r s t  t i m e  g a v e  a n  e x p l i c i t  d e f i n i t i o n  o f  t h e  

s p e c i f i c  s u b j e c t - m a t t e r  o f  d e s i g n  r i g h t s :

" . . t h e  a u t h o r i t y  o f  a  p r o p r i e t o r  o f  a  p r o t e c t i v e  r i g h t  i n  
r e s p e c t  o f  a n  o r n a m e n t a l  m o d e l  t o  o p p o s e  t h e  m a n u f a c t u r e  b y  
t h i r d  p a r t i e s ,  f o r  t h e  p u r p o s e  o f  s a l e  o n  t h e  i n t e r n a l  m a r k e t ,  
o r  e x p o r t ,  o f  p r o d u c t s  i n c o r p o r a t i n g  t h e  d e s i g n  o r  t o  p r e v e n t  
t h e  i m p o r t  o f  s u c h  p r o d u c t s  m a n u f a c t u r e d  w i t h o u t  i t s  c o n s e n t  
i n  o t h e r  M e m b e r  S t a t e s  c o n s t i t u t e s  t h e  s u b s t a n c e  o f  h i s  
e x c l u s i v e  r i g h t . " 98

A s  s u c h ,  t h e  C o u r t  r e s p o n d e d  t o  t h e  s p e c i f i c  f a c t s  o f  t h e  c a s e  

b y  i n t r o d u c i n g  a  k i n d  o f  r e v e r s e d  c o n s e n t - t h e o r y .  W h e r e a s  t h e  

C o u r t  h a s  g e n e r a l l y  h e l d  t h a t  t h e  s p e c i f i c  s u b j e c t - m a t t e r  o f  

i n t e l l e c t u a l  p r o p e r t y  r i g h t s  i s  t h e  r i g h t  t o  f i r s t  m a r k e t  t h e  

p r o d u c t  b y  t h e  h o l d e r  o r  w i t h  h i s  c o n s e n t ,  t h e  C o u r t  n o w  s e e m s  

t o  a c k n o w l e d g e  t h a t  t h e  e x c l u s i v e  r i g h t s  a r e  e s s e n t i a l l y  

p r o h i b i t i v e  r i g h t s  r a t h e r  t h a n  p o s i t i v e  r i g h t s .  I n  t h e  V o l v o  

c a s e ,  i t  w a s  e v e n  m o r e  e x p l i c i t l y  s t a t e d  t h a t :

" . . t h e  r i g h t  o f  t h e  p r o p r i e t o r  o f  a  p r o t e c t e d  d e s i g n  t o  
p r e v e n t  t h i r d  p a r t i e s  f r o m  m a n u f a c t u r i n g  a n d  s e l l i n g  o r

S e e  s u p r a . C h a p t e r  V I I ,  a t  p t .  V I I .  3 . 2 .

99 C a s e  5 3 / 8 7 ,  o . c . . a t  p a r a  1 1 ,  e m p h a s i s  a d d e d .
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i m p o r t i n g ,  w i t h o u t  i t s  c o n s e n t ,  p r o d u c t s  i n c o r p o r a t i n g  t h e  
d e s i g n  c o n s t i t u t e s  t h e  v e r y  s u b j e c t - m a t t e r  o f  h i s  e x c l u s i v e  
r i g h t . " 100

A f i r s t  p r o b l e m  w i t h  t h i s  a p p r o a c h  - w h i c h  i s  i n  a c c o r d a n c e  

w i t h  t h e  d e f i n i t i o n  g i v e n  o f  t h e  s p e c i f i c  s u b j e c t - m a t t e r  o f  

o t h e r  i n t e l l e c t u a l  p r o p e r t y  r i g h t s ,  o t h e r  t h a n  t r a d e  m a r k s 101-  

l i e s  i n  t h e  f a c t  t h a t  t h e  C o u r t  h a s  n o t  d e f i n e d  t h e  s p e c i f i c  

s u b j e c t - m a t t e r  o f  d e s i g n  r i g h t s  w i t h  r e f e r e n c e  t o  t h e  s p e c i f i c  

f u n c t i o n  o f  t h e  r i g h t  c o n c e r n e d .  A s  s u c h ,  t h e  C o u r t  i n  t h e  

M a x i c a r  c a s e  d i d  n o t  e x a m i n e  w h e t h e r  o r  n o t  t h e  ' u s e '  o f  t h e  

e x c l u s i v e  r i g h t  c o n c e r n i n g  b o t h  t h e  s p a r e  p a r t s  a n d  t h e  c a r  a s  

a  w h o l e  i s  n e c e s s a r y  t o  s a f e g u a r d  t h e  f u n c t i o n  o f  d e s i g n  

r i g h t s .  I t  m e r e l y  a p p l i e d  t h e  r e v e r s e d  c o n s e n t - t h e o r y  t o  t h e  

s p a r e  p a r t s ,  a s  t h o u g h  t h e y  w e r e  i n d e p e n d e n t  p r o d u c t s  i n  t h e i r  

o w n  r i g h t  r a t h e r  t h a n  c o m p o n e n t s  o f  c o m p l e x  p r o d u c t s ,  a n d  a s  

t h o u g h  t h e  o n l y  t h r e a t  t o  t h e  f r e e  m o v e m e n t  o f  g o o d s  w a s  p o s e d  

b y  a  p o s s i b l e  e n f o r c e m e n t  o f  t h e  p r i n c i p l e  o f  t e r r i t o r i a l i t y . 102 

T h e  C o u r t  i m p l i c i t l y  r e j e c t e d  a n  a p p r a i s a l  a s  t o  t h e  f u n c t i o n  

o f  d e s i g n  r i g h t s  t h r o u g h  s t a t i n g  t h a t :

" T o  p r e v e n t  t h e  a p p l i c a t i o n  o f  t h e  n a t i o n a l  l e g i s l a t i o n  i n  
s u c h  c i r c u m s t a n c e s  ( i . e .  i f  t h e  s p e c i f i c  s u b j e c t - m a t t e r  i s  
f u l f i l l e d )  w o u l d  t h e r e f o r e  b e  t a n t a m o u n t  t o  c h a l l e n g i n g  t h e  
v e r y  e x i s t e n c e  o f  t h a t  r i g h t . " 103

H o w e v e r ,  i t  c a n n o t  g o  u n n o t i c e d  t h a t  t h e  C o u r t  o m i t t e d  t h e  

u s u a l  r e f e r e n c e  t o  t h e  o b j e c t i v e  o f  g i v i n g  t h e  p o s s i b i l i t y  t o  

o b t a i n  a  r e w a r d  i n  i t s  d e f i n i t i o n  o f  t h e  s p e c i f i c  s u b j e c t -  

m a t t e r  o f  d e s i g n  r i g h t s  i n  t h e  s p a r e  p a r t s  c a s e s .  I t  h a s  b e e n

100 c a s e  2 3 8 / 8 7 ,  o . c . . a t  p a r a  8 ,  e m p h a s i s  a d d e d .

101 S e e  s u p r a . C h a p t e r  V I ,  a t  p t .  V I . 4 . 3 . 2 .

102 O n t h i s  i s s u e ,  s e e  a l s o  s u p r a f a t  p t .  V I I I . 4 . 2 .

103 C a s e  5 3 / 8 7 ,  o . c . .  a t  p a r a  1 1 ,  e x p l a n a t i o n  i n  b r a c k e t s  
a d d e d .
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s u b m i t t e d  a b o v e  t h a t  a l r e a d y  a s  c o n c e r n s  i n d e p e n d e n t  p r o d u c t s ,  

a  r e f i n e m e n t  o f  t h e  r e w a r d - t h e o r y  m i g h t  h a v e  l e d  t o  m o r e  

a c c e p t a b l e  a n d  c o n s i s t e n t  j u d g m e n t s  t h a n  a  s t r a i g h t f o r w a r d :  

a p p l i c a t i o n  o f  t h e  c o n s e n t - t h e o r y ,  b e c a u s e  i t  w o u l d  h a v e  

r e f l e c t e d  t h e  f u n c t i o n  o f  t h e  r i g h t . 104 I t  i s  o b v i o u s  t h a t  u n d e r  

s u c h  a n  a p p r o a c h ,  t h e  f a c t  t h a t  t h e  c a s e  c o n c e r n s  d e s i g n  

p r o t e c t i o n  o n  c o m p o n e n t s  o f  c o m p l e x  p r o d u c t s  t h a t  a l s o  b e n e f i t  

f r o m  d e s i g n  p r o t e c t i o n  w o u l d  h a v e  b e e n  h i g h l y  r e l e v a n t ,  

b e c a u s e  i t  w o u l d  h a v e  r a i s e d  t h e  q u e s t i o n  w h e t h e r  a n d  w h e n  t h e  

a l l e g e d  p o s s i b i l i t y  t o  o b t a i n  a  d o u b l e  r e w a r d  c a n  b e  j u s t i f i e d  

b y  t h e  f u n c t i o n  o f  d e s i g n  r i g h t s . 105

V I I I . 5 .  R E T U R N  ON IN V E S T M E N T  AND T H E  F U N C T IO N  O F  D E S IG N  R I G H T S

V I I I . 5 . 1 .  IN T R O D U C T IO N

I t  i s  - t o  s a y  t h e  l e a s t -  s u r p r i s i n g  t h a t  t h e  C o u r t  h a s  n o t  

o n c e  u s e d  t h e  w o r d  ' r e w a r d '  i n  i t s  a n a l y s i s  u n d e r  t h e  r u l e s  o n  

t h e  f r e e  m o v e m e n t  o f  g o o d s  i n  t h e  M a x i c a r  c a s e .  T h e  a l l e g e d  

p o s s i b i l i t y  a n d / o r  n e e d  t o  o b t a i n  a  d o u b l e  r e w a r d  w e r e  t h e  

c e n t r a l  a r g u m e n t s  a d v a n c e d  b y  t h e  p a r t i e s  i n  f a v o u r  o r  a g a i n s t  

u p h o l d i n g  e x c l u s i v e  d e s i g n  r i g h t s  o n  s p a r e  p a r t s  o f  c a r s ,  a n d  

h a v e  b e e n  e x t e n s i v e l y  d e a l t  w i t h  b y  A d v o c a t e - G e n e r a l  M i s c h o .  

T h e  o n l y  p l a u s i b l e  e x p l a n a t i o n  f o r  t h i s  o m i s s i o n  i s  t h a t  t h e  

C o u r t  d e l i b e r a t e l y  r e f r a i n e d  t o  e n g a g e  i n  t h e  d i s c u s s i o n  a b o u t  

t h e  p r o p e r  f u n c t i o n  o f  d e s i g n  r i g h t s ,  s o  a s  t o  a v o i d  t h e  

p o s s i b l e  c o n s e q u e n c e s  t h i s  m i g h t  e n t a i l .

O n e  c a n  b a s i c a l l y  d i s c e r n  t w o  s e t s  o f  a r g u m e n t s  t h a t  h a v e  b e e n  

b r o u g h t  t o  t h e  a t t e n t i o n  o f  t h e  C o u r t  o f  J u s t i c e  c o n c e r n i n g  

t h e  i s s u e  o f  t h e  r e t u r n  o n  i n v e s t m e n t  t h r o u g h  g r a n t i n g  d e s i g n

S e e  s u p r a . C h a p t e r  V I I ,  a t  p t .  V I I . 2 . 5 .

O n t h e  i s s u e  o f  d o u b l e  r e w a r d ,  s e e  i n f r a , a t  p t .
V I I I . 5 .
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r i g h t s  o n  s p a r e  p a r t s  o f  c a r s .  A  f i r s t  s e t  o f  a r g u m e n t s  

f o c u s e d  m a i n l y  o n  t h e  e c o n o m i c  r e p e r c u s s i o n s  o f  g r a n t i n g  

e x c l u s i v e  r i g h t s  i n  t h e  a n c i l l a r y  m a r k e t  o f  s p a r e  p a r t s  o f  

c a r s  o n  t h e  m a r k e t  o f  n e w  c a r s .  A s e c o n d  s e t  o f  a r g u m e n t s  

c o n c e r n e d  t h e  l e g a l  a s p e c t s  o f  g r a n t i n g  d e s i g n  p r o t e c t i o n  t o  

c o m p o n e n t s  o f  c o m p l e x  p r o d u c t s ,  a n d  i n  p a r t i c u l a r  t o  s p a r e  

p a r t s  o f  c a r s ,  w h e r e b y  t h e  o b j e c t i v e  t o  s a f e g u a r d  t h e  i n h e r e n t  

f u n c t i o n  o f  d e s i g n  r i g h t s  a n d  e s p e c i a l l y  t h e  r e t u r n  o n  

i n v e s t m e n t  p l a y e d  a  c e n t r a l  r o l e .

V I I I . 5 . 2 .  ECO N O M IC R E P E R C U S S IO N S  O F  D E S IG N  R IG H T S  ON CAR P A R T S

A s  s e e n  b e f o r e ,  t h e  s p a r e  p a r t s  m a r k e t  i s  a  h i g h l y  l u c r a t i v e  

m a r k e t ,  w i t h  a n  e s t i m a t e d  t u r n o v e r  o f  3 0 . 0 0 0  m i l l i o n  U SD  i n  

1 9 8 4 . 100 I t  i s  o b v i o u s  t h a t  f o r  t h e  c a r  m a n u f a c t u r e r s  o b t a i n i n g  

e x c l u s i v i t y  o v e r  c e r t a i n  p a r t s  i m p l i e s  a  s e c u r e d  m a r k e t  s h a r e  

o f  t h e  p r o f i t s  t o  b e  m a d e ,  w h e r e a s  f o r  t h e  i n d e p e n d e n t  

m a n u f a c t u r e r s  i t  m e a n s  t h a t  a  c o r r e s p o n d i n g  p a r t  o f  t h e  m a r k e t  

i s  f o r e c l o s e d .  H o w e v e r ,  t h e  a i m  o f  d e s i g n  l e g i s l a t i o n  i s  n o t  

t o  p r o t e c t  o n e  b r a n c h  o f  t h e  i n d u s t r y  a g a i n s t  c o m p e t i t i o n  f r o m  

o t h e r s ,  b u t  r a t h e r  t o  p r o t e c t  i n d u s t r i a l  d e s i g n s  a n d  m o d e l s  

a g a i n s t  p i r a c y .  A s  s u c h ,  i t  i s  u n d i s p u t e d  t h a t  d e s i g n  

l e g i s l a t i o n  c a n n o t  b e  u s e d  s i m p l y  t o  e n f o r c e  a  s e c t o r a l  

i n d u s t r i a l  p o l i c y .

O n e  o f  t h e  r e a s o n s  g i v e n  t o  e x p l a i n  w h y  i n t e l l e c t u a l  p r o p e r t y  

r i g h t s  a r e  c u r r e n t l y  e n f o r c e d  o n  s p a r e  p a r t s  o f  c a r s  i s  t h a t  

i t  e n a b l e s  t h e  c a r  m a n u f a c t u r e r s  t o  k e e p  d o w n  t h e  p r i c e s  o f  

t h e  n e w  c a r s  t h r o u g h  p a s s i n g  o n  ( p a r t  o f )  t h e  p r o d u c t i o n  c o s t s  

t o  t h e  a n c i l l a r y  m a r k e t  i n  s p a r e  p a r t s . * * 107 T h i s  p a s s i n g  o n  o f

IAA
S e e  s u p r a . a t  p t .  V I I I . 2 . 1 .

107 O n t h e  e c o n o m i c  c o n t e x t  t o  t h e  s p a r e  p a r t s  i s s u e ,  s e e  
s u p r a , C h a p t e r  I I .
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t h e  p r o d u c t i o n  c o s t s  w o u ld  o f  c o u r s e  n o  l o n g e r  b e  p o s s i b l e  i f  

t h e  c a r  m a n u f a c t u r e r s  h a d  t o  e n g a g e  i n  p r i c e  c o m p e t i t i o n  w i t h  

i n d e p e n d e n t  m a n u f a c t u r e r s  o f  s p a r e  p a r t s .  R e n a u l t  m a i n t a i n e d  

i n  t h e  M a x i c a r  c a s e  t h a t  i t s  d i f f i c u l t i e s  i n  s p r e a d i n g  i t s  

p r o d u c t i o n  c o s t s  w o u l d  f u r t h e r m o r e  b e  e n h a n c e d  t h r o u g h  t h e  

f a c t  t h a t  t h e  i n d e p e n d e n t s  w o u l d  l e a v e  t h e  m a n u f a c t u r i n g  o f  

s l o w - m o v i n g  p a r t s  t o  t h e  c a r  m a n u f a c t u r e r . 10* T h u s ,  t h e  a r g u m e n t  

g o e s  t h a t  d e n y i n g  d e s i g n  p r o t e c t i o n  o n  b o d y w o r k  c o m p o n e n t s  

w o u l d  e n t a i l  t h a t  t h e  p r i c e  o f  n e w  c a r s  w o u l d  n e c e s s a r i l y  n e e d  

t o  b e  i n c r e a s e d .

T h e  m a j o r  f l a w  i n  t h i s  r e a s o n i n g ,  c o n s i d e r e d  f r o m  a  l e g a l  

p o i n t  o f  v i e w ,  i s  t h a t  t h e  p u r p o s e  o f  d e s i g n  r i g h t s  i s  

d e f i n i t e l y  n o t  t o  e n a b l e  t h e  s p r e a d i n g  o f  a l l  p r o d u c t i o n  

c o s t s ,  e i t h e r  b e t w e e n  c a r s  a n d  s p a r e  p a r t s  o r  b e t w e e n  s l o w  a n d  

f a s t  m o v i n g  p a r t s .  D e s i g n  r i g h t s  a r e  e s s e n t i a l l y  m e a n t  t o  

p r o v i d e  a  s t i m u l u s  t o  i n v e s t  i n  t h e  e l a b o r a t i o n  o f  a e s t h e t i c a l  

f e a t u r e s  w h i c h  m a k e  f u n c t i o n a l  p r o d u c t s  m o r e  a t t r a c t i v e ,  a n d  

a s  s u c h  m e r e l y  a l l o w  f o r  t h e  r e c u p e r a t i o n  o f  c o s t s  w h i c h  a r e  

l i n k e d  t o  t h e  a e s t h e t i c  s u r p l u s  v a l u e  t h e  d e s i g n  c o n f e r s  t o  a  

t e c h n i c a l  o r  f u n c t i o n a l  p r o d u c t . * 108 109 W h e t h e r  o r  n o t  i t  i s  i n  

c o n f o r m i t y  w i t h  t h e  f u n c t i o n  o f  d e s i g n  p r o t e c t i o n  t o  s p r e a d  

t h e  i n v e s t m e n t  m a d e  f o r  r e s e a r c h  a n d  d e v e l o p m e n t  o f  n e w  

d e s i g n s , w h i c h  c a n  b e  c o n s i d e r e d  a s  a  p a r t  o f  t h e  p r o d u c t i o n  

c o s t s ,  w i l l  b e  d e a l t  w i t h  b e l o w . 110

S e e n  f r o m  a n  e c o n o m i c  p o i n t  o f  v i e w ,  t h e  a r g u m e n t  b a s e d  o n  t h e  

n e e d  t o  s u b s e q u e n t l y  r a i s e  t h e  p r i c e  o f  n e w  c a r s  w o u l d  n o t  

h a v e  m u c h  w e i g h t  e i t h e r ,  i f  o n e  m e r e l y  l o o k e d  a t  i t s  i m p a c t  o n  

t h e  c o m p e t i t i o n  b e t w e e n  C o m m u n i t y  c a r  m a n u f a c t u r e r s ,  b e c a u s e

O n R e n a u l t 1 s  e c o n o m i c  a r g u m e n t s ,  s e e  C a s e  5 3 / 8 7 ,  o . c . . 
R e p o r t  o f  t h e  H e a r i n g ,  a t  p .  6 0 4 6 .

108 O n  t h e  f u n c t i o n  o f  d e s i g n  r i g h t s ,  s e e  s u p r a . C h a p t e r
I I I ,  a t  p t .  I I I . 3 . 5 .

110 S e e  i n f r a , a t  p t .  V I I I . 5 . 3 .
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t h e y  w o u l d  a l l  b e  s u b j e c t  t o  t h e  s a m e  c o n d i t i o n s  a n d  r e m a i n  

c o m p e t i t i v e  i n  t h e  v e h i c l e  m a r k e t .  H o w e v e r ,  R e n a u l t  s p e l l e d  

o u t  t h a t  t h e  l o s s  o f  e x c l u s i v e  r i g h t s  o n  c a r  b o d y w o r k  

c o m p o n e n t s ,  a n d  t h e  s u b s e q u e n t  n e e d  t o  r a i s e  t h e  p r i c e  o f  n e w  

v e h i c l e s ,  w o u l d  b e  t a n t a m o u n t  t o  w e a k e n i n g  t h e  p o s i t i o n  o f  t h e  

E u r o p e a n  c a r  i n d u s t r y  v i s - à - v i s  c o m p e t i t i o n  f r o m  J a p a n  a n d  

o t h e r  E a s t e r n  c o u n t r i e s .  T h i s  w a s  p r o b a b l y  t h e  m o s t  d e c i s i v e  

a r g u m e n t  a d v a n c e d  i n  t h e  p r o c e e d i n g s ,  b e c a u s e  i t  m a d e  i t  s e e m  

a s  t h o u g h  t h e  d e c i s i o n  n o t  t o  u p h o l d  d e s i g n  r i g h t s  w o u l d  r u n  

c o u n t e r  t o  t h e  o b j e c t i v e  a n d  u n d e r m i n e  t h e  d i f f i c u l t  

a c h i e v e m e n t s  o f  t h e  C o m m u n it y  i n  t h e  f i e l d  o f  c o m m e r c i a l  

p o l i c y  a s  r e g a r d s  t h e  i m p o r t a t i o n  a n d  s a l e s  o f  c a r s  f r o m  

J a p a n . 111 T h i s  r a i s e s  t h e  d i f f i c u l t  i s s u e  w h e t h e r  a n d  t o  w h a t  

e x t e n t  c o m m e r c i a l  p o l i c y  o b j e c t i v e s  s h o u l d  b e  t a k e n  i n t o  

a c c o u n t  i n  t h e  a n a l y s i s  u n d e r  t h e  r u l e s  w h i c h  a p p l y  t o  i n t r a -  

C o m m u n i t y  t r a d e .  A  c l e a r  a n s w e r  t o  t h i s  q u e s t i o n  h a s  u p  t i l l  

n o w  n o t  b e e n  - a n d  i s  n o t  l i k e l y  t o  b e -  p r o v i d e d  b y  t h e  

C o u r t s . 112 H o w e v e r ,  i t  i s  c l e a r  f r o m  A r t i c l e  3  E C  t h a t  t h e  

i n t e r n a l  m a r k e t  o b j e c t i v e s  s h o u l d ,  i n  p r i n c i p l e ,  n o t  b e

111 O n t h i s  i s s u e ,  s e e  s u p r a . C h a p t e r  I I ,  a t  p t .  I I . 2 . 1 .

112 A l t h o u g h  c a s e s  h a v e  b e e n  b r o u g h t  b e f o r e  t h e  C o u r t  i n  
w h i c h  i t  w a s  m a i n t a i n e d  t h a t  t h e  C o m m i s s i o n  u n d u l y  t o o k  r e f u g e  
t o  t h e  a r g u m e n t  t h a t  a  p o t e n t i a l  c a r t e l  b y  i m p o r t e r s  o f  A s i a n  
v e h i c l e s  r e s t r i c t i n g  i n t r a - C o m m u n i t y  t r a d e  w a s  d u e  t o  n a t i o n a l  
c o m m e r c i a l  p o l i c y  m e a s u r e s  a n d  t h u s  n o t  s u b j e c t  t o  A r t i c l e  8 5  
E C ,  t h e  r e l a t i o n s h i p  b e t w e e n  c o m p e t i t i o n  p o l i c y  a n d  c o m m e r c i a l  
p o l i c y  h a s  n o t  b e e n  c l e a r l y  e s t a b l i s h e d .  S e e  e s p e c i a l l y  C a s e  
T - 7 / 9 2 ,  SA  A s i a  M o t o r  F r a n c e  a n d  o t h e r s  v .  C o m m i s s i o n ,  
J u d g m e n t  o f  2 9  J u n e  1 9 9 3 ,  n o t  y e t  p u b l i s h e d .  T h e  C o u r t  f o u n d  
t h a t  t h e  C o m m i s s i o n  h a d  n o t  e x a m i n e d  w h e t h e r  o r  n o t  t h e r e  w a s  
t h e  p o s s i b i l i t y  t h a t  t h e  a l l e g e d  c o n c e r t e d  p r a c t i c e  h a d  
e f f e c t i v e l y  o c c u r r e d .  I t  i s  i n t e r e s t i n g  t o  n o t e  t h a t  t h e  
C o m m i s s i o n  h a d  p r e v i o u s l y  r e f r a i n e d  t o  i n i t i a t e  p r o c e e d i n g s  
a g a i n s t  t h e  F r e n c h  g o v e r n m e n t  f o r  i n f r i n g e m e n t  o f  A r t i c l e s  3 0 -  
3 6  E C  f o l l o w i n g  a  c o m p l a i n t  b y  t h e  s a m e  a p p l i c a n t s ,  s e e  C a s e  
C —7 2 / 9 0 ,  A s i a  M o t o r  a . o .  v .  C o m m i s s i o n ,  O r d e r  o f  t h e  C o u r t  o f  
2 3  M a y  1 9 9 0 ,  E . C . R .  ( 1 9 9 0 )  1 - 2 1 8 1 .  O n t h e  r e l a t i o n s h i p  b e t w e e n  
c o m m e r c i a l  p o l i c y  a n d  c o m p e t i t i o n  p o l i c y ,  i t  w i l l  b e  
i n t e r e s t i n g  t o  s e e  t h e  ju d g m e n t  o f  t h e  C o u r t  i n  t h e  C a s e  T -  
3 2 / 9 2 ,  BEU C  a . o .  v .  C o m m i s s i o n ,  n o t  y e t  d e c i d e d  ( f o r  t h e  
a r g u m e n t s ,  s e e  O . J .  C 1 6 0 / 1 4  o f  2 6 . 6 . 1 9 9 2 ) .
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s u b o r d i n a t e  t o  c o m m e r c i a l  p o l i c y  o b j e c t i v e s ,  b e c a u s e  a l l  t h e  

C o m m u n i t y  o b j e c t i v e s  m e n t i o n e d  i n  t h a t  p r o v i s i o n  a r e  o f  e q u a l  

r a n k . 113

S t i l l ,  t h e  i s s u e  o f  t h e  i m p a c t  o f  d e s i g n  p r o t e c t i o n  o n  s p a r e  

p a r t s  o f  c a r s  o n  t h e  c o m p e t i t i v e  p o s i t i o n  o f  t h e  E u r o p e a n  c a r  

i n d u s t r y  i s  o n e  t h a t  c o u l d  n o t  e a s i l y  b e  n e g l e c t e d .  W e a k e n i n g  

t h e  m a r k e t i n g  p o s s i b i l i t i e s  o f  E u r o p e a n  c a r s  w o u l d  l o g i c a l l y  

s p e a k i n g  b e  t a n t a m o u n t  t o  r e d u c i n g  t h e  d e m a n d  i n  t h e  a n c i l l a r y  

m a r k e t  f o r  s p a r e  p a r t s  o f  t h o s e  c a r s ,  a n d  w o u l d  b e  p r e j u d i c i a l  

t o  t h e  E u r o p e a n  e c o n o m y  a n d  e m p l o y m e n t  s i t u a t i o n  i n  g e n e r a l .  

S e e n  f r o m  t h i s  a n g l e ,  b o t h  t h e  i n d e p e n d e n t  m a n u f a c t u r e r s  a n d  

t h e  c a r  m a n u f a c t u r e r s  h a v e  a  l o n g - t e r m  i n t e r e s t  i n  s u s t a i n i n g  

o r  i m p r o v i n g  t h e  s a l e s  o f  n e w  E u r o p e a n  c a r s .  T h e i r  d i v e r g e n c e  

i n  v i e w  l i e s  e s s e n t i a l l y  i n  h o w  t h i s  s h o u l d  b e  a c h i e v e d .

T h e  C o m m i s s i o n  h a s  a c k n o w l e d g e d  t h a t  t h e  m a j o r  p r o b l e m  t h e  

E u r o p e a n  c a r  i n d u s t r y  f a c e s  i s  o f  a  s t r u c t u r a l  n a t u r e ,  a n d  h a s  

p r o p o s e d  a c t i o n s  w h i c h  s h o u l d  a l l o w  t h e  i n d u s t r y  t o  b e  

c o m p e t i t i v e  b y  1 9 9 9 ,  t h e  d a t e  o n  w h i c h  t h e  v o l u n t a r y  e x p o r t  

r e s t r a i n t  a g r e e m e n t  w i t h  J a p a n  e x p i r e s . 114 I t  i s  s u b m i t t e d  t h a t  

k e e p i n g  t h e  p r i c e s  o f  n e w  c a r s  - a r t i f i c i a l l y -  lo w  t h r o u g h  

p a s s i n g  o n  p r o d u c t i o n  c o s t s  t o  s p a r e  p a r t s  d o e s  n o t  s o l v e  t h e  

s t r u c t u r a l  d e f i c i e n c i e s  o f  t h e  E u r o p e a n  c a r  i n d u s t r y  a n d  

t h e r e f o r e  i s  n o t  a  v i a b l e  l o n g - t e r m  s o l u t i o n .  F u r t h e r m o r e ,  

n o t h i n g  w o u l d  p r e v e n t  n o n - E u r o p e a n  c a r  m a n u f a c t u r e r s  f r o m

S e e  a l s o  B O U R G E O IS , J . ,  » » C o m p e t i t i o n  p o l i c y  a n d  
C o m m e r c i a l  p o l i c y " ,  i n  M a r e s c e a u ,  M . ,  ( e d . ) ,  T h e  E u r o p e a n  
C o m m u n i t y » s  c o m m e r c i a l  p o l i c y  a f t e r  1 9 9 2 :  t h e  l e g a l  d i m e n s i o n . 
M a r t i n u s  N i j h o f f  P u b l i s h e r s ,  1 9 9 3 ,  p p .  1 1 3 - 1 3 3 ,  a t  p .  1 2 0 .  
A l t h o u g h  h i s  a n a l y s i s  b e a r s  o n l y  o n  t h e  b a l a n c e  b e t w e e n  
c o m m e r c i a l  p o l i c y  a n d  c o m p e t i t i o n  p o l i c y ,  i t  i s  o b v i o u s  t h a t  
t h e  s a m e  a r g u m e n t  a p p l i e s  a s  f a r  a s  t h e  f r e e  m o v e m e n t  o f  g o o d s  
i s  c o n c e r n e d ,  w h i c h  i s  a l s o  m e n t i o n e d  i n  A r t i c l e  3  E C .

114 S e e  e s p e c i a l l y  COM ( 9 2 )  1 6 6  f i n a l  o f  8  M a y  1 9 9 2 ,  " T h e  
E u r o p e a n  m o t o r  v e h i c l e  i n d u s t r y :  s i t u a t i o n ,  i s s u e s  a t  s t a k e ,  
a n d  p r o p o s a l s  f o r  a c t i o n " .  F o r  m o r e  d e t a i l s ,  s e e  s u p r a , 
C h a p t e r  I I ,  a t  p t .  I I . 2 . 2 .
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a d o p t i n g  a  s i m i l a r  s t r a t e g y .  W h e t h e r  a n d  t o  w h a t  e x t e n t  d e s i g n  

p r o t e c t i o n  o n  s p a r e  p a r t s  o f  c a r s  i s  u p h e l d  u n d e r  C o m m u n i t y  

l a w  i s  t h e r e f o r e  n o t  t h e  d e c i s i v e  f a c t o r  t h a t  w i l l  d e t e r m i n e  

t h e  E u r o p e a n  c a r  m a n u f a c t u r e r s  c o m p e t i t i v e  p o s i t i o n  i n  t h e  

f u t u r e .

V i l i .  5 . 3 .  TH E C O N C EPT 'R E W A R D 1 AND T H E  F U N C T IO N  O F  D E S IG N  

R I G H T S

T h e  k e y  i s s u e  r a i s e d  i n  t h e  M a x i c a r  c a s e  w a s  w h e t h e r  o r  n o t  

t h e  p r o t e c t i v e  d e s i g n  r i g h t s  c o u l d  b e  e n f o r c e d  b o t h  o n  t h e  c a r  

a n d  o n  t h e  s u b s e q u e n t l y  s o l d  s p a r e  p a r t s  w i t h o u t  i n f r i n g i n g  

t h e  i n h e r e n t  f u n c t i o n  o f  d e s i g n  r i g h t s .  T h i s  s i n g l e  q u e s t i o n  

e m b o d i e s  e s s e n t i a l l y  t h r e e  s u b - q u e s t i o n s ,  w h i c h  c a l l  f o r  a  

d i f f e r e n t i a t e d  r e s p o n s e .  F i r s t l y ,  t h e  v a l i d i t y  o f  g r a n t i n g  

d e s i g n  p r o t e c t i o n  t o  s p a r e  p a r t s  o f  c a r s  i n  g e n e r a l  i s  

c h a l l e n g e d .  S e c o n d l y ,  i t  h a s  t o  b e  e s t a b l i s h e d  w h e t h e r  a  

d e s i g n e r  c a n  o n l y  o b t a i n  t h e  r e w a r d  o n c e  - o n  t h e  c o m p l e x  

p r o d u c t -  a f t e r  w h i c h  h i s  r i g h t  i s  ' e x h a u s t e d ' ,  w h e t h e r  h e  c a n  

a m o r t i z e  t h e  r e s e a r c h  a n d  d e v e l o p m e n t  c o s t s  o v e r  t h e  c o m p l e x  

p r o d u c t  a n d  t h e  c o m p o n e n t s ,  o r  w h e t h e r  h e  c a n  o b t a i n  a  d o u b l e  

r e w a r d .  A n d  f i n a l l y ,  i t  h a s  t o  b e  e s t a b l i s h e d  h o w  t h i s  a l l  

f i t s  i n  w i t h  t h e  f u n c t i o n  o f  d e s i g n  r i g h t s .

P r o b a b l y  t h e  m o s t  d e l i c a t e  a r g u m e n t  r a i s e d  i n  t h e  M a x i c a r  c a s e  

b y  M a x i c a r  a n d  t h e  C e n s o r z i o  w a s  t h a t  t h e  f o r m  o f  a  b o d y w o r k  

s p a r e  p a r t  d o e s  n o t  c o n s t i t u t e  a n  i n t e l l e c t u a l  c r e a t i o n  

c a p a b l e  o f  p r o t e c t i o n ,  b e c a u s e  i t  d o e s  n o t  h a v e  a n  a e s t h e t i c  

v a l u e  o f  i t s  o w n  a n d  h a s  n o t  b e e n  d e s i g n e d  i n d i v i d u a l l y ,  b u t  

m e r e l y  f o r m s  a  p a r t  o f  a  m o d e l  d e s i g n e d  i n  i t s  e n t i r e t y . 115 T h i s  

a r g u m e n t  c a l l s  f o r  a n  a p p r a i s a l  a s  t o  t h e  c r e a t i v e  o r  

a e s t h e t i c  m e r i t  o f  a  g i v e n  p r o d u c t ,  w h i c h  o b v i o u s l y  d o e s  n o t  

c o m e  w i t h i n  t h e  s c o p e  o f  c o m p e t e n c e s  o f  t h e  C o u r t  o f  J u s t i c e ,

C a s e  5 3 / 8 7 ,  o . c . . R e p o r t  o f  t h e  H e a r i n g ,  a t  p .  6 0 4 8 .
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especially  considering the division of competences under 
A rticle  177 EC proceedings. The Court could at the most have 
referred th is  issue back to the national court through sta tin g  
that in te lle c tu a l property rights, whether granted to  
components or complex products, have to be granted in 
accordance with their function in order to come under A rtic le  
36 EC. Although, in the lin e  of i t s  approach in the Delhaize 
case where the Court defined the function of denominations of 
o rig in ,”8 the Court could -and i t  is  submitted should- specify 
what the function of design rights is  according to Community 
law, the factual appraisal of whether or not the function is  
fu lf i l le d  obviously is  a matter for the national court to  
determine.

The inherent function of industrial design rights under 
Community law could be described as 'granting an exclusive 
right on an industrial design or model so as to provide the 
p o ssib ility  to obtain a return for investment made and 
progress achieved in the fie ld  of aesthetics, in order to 
stimulate overall research and development of aesth etic 
features of technical or functional products'.* 117 This covers 
two essen tia l c r ite r ia , which have to be fu lf il le d  
cumulatively. F irstly , there has to be 'progress in the fie ld  
of a e s th e tic s '. As seen before, th is would mean that in order 
to qualify fo r industrial property protection in the sense of 
A rticle  36 EC, the design has to be new and/or orig inal, 
without implying that the industrial design also necessarily 
has to have an aesthetic or a r t is t ic  m erit.118 Spare parts of

Case C-47/90, o . c . ; for the Court's definition of the 
function of denominations of origin under A rticle 36 EC, see 
supra, Chapter VI, at pt. V I.4 .2 .3 .

117 See also  supra. Chapter I I I ,  a t pt. I I I . 3 .5 .

118 I t  is  obvious that the function of design so described 
was not fu lf il le d  in the Keurkoop case, because the principles 
of f i r s t - t o - f i l e  and re la tiv e  novelty do not constitute a 
possible return for investment made in the fie ld  of
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cars that live up to those requirements -the appraisal of 
which is  a matter for the national court- would thus in 
principle come under the design exception of A rticle 36 EC, in 
the same way as the complex product i t s e l f .  However, th is  
finding is subject to the fulfilm ent of the second crite rio n , 
which implies that 'the exclusive right is  granted to  the 
industrial design or model to provide the p o ssib ility  to 
obtain a return for the investment made in the f ie ld  of 
aesth etics '. Whether or not the grant of design rights on both 
the spare parts and the car was necessary to f u l f i l  th is  
condition was a central issue in the debates of the Maxicar 
case.

The national court, Maxicar and the Consorzio seemed to be of 
the opinion that the sale of the car already accounted for the 
reward on the overall design of bodywork components of cars, 
so that they maintained that the exclusive right should be 
'exhausted* as far as the subsequent sales of spare parts was 
concerned.119 They pointed out that the additional grant of 
exclusive rights on the bodywork components would en tail that 
a double reward could be obtained in return for one and the 
same creative e ffo rt, a resu lt which is  not in accordance with 
the function of design leg isla tion . Advocate-General Mischo 
was of the contrary opinion that granting design protection to 
both the complex product and i t s  constitutive components did 
not imply granting a 'double reward'. In his view, the 
national leg islation  merely "allowed a car manufacturer to 
apportion that return or amortization between the price of the

aesthetics.

119 I t  is  obvious that 'exhaustion' should be understood in 
i t s  original meaning, namely the exhaustion due to the f i r s t  
use of the exclusive right with the consent of the holder, and 
not in the meaning given to i t  by the Court of Ju stice , namely 
exhaustion due to the f i r s t  marketing of a protected product 
by the holder or with his consent. On th is  difference, see 
suora. Chapter VII, at pt. V II .2.5.

5 0 1



INGE GOVAERE CHAPTER Vili

vehicle as a whole, on the one hand, and the price of the 
spare parts, on the other”. 120

I t  is  submitted that both these approaches were incorrect in 
that they imply that the reward is  merely a return on the 
actual costs made to design a particular product, and hence is  
quantifiable. This is  illu stra ted  by the use of concepts such 
as 'double reward1 and 'apportionment of reward', which 
heavily rely on the acceptance that a ' ju s t ' reward for the 
creative e ffo r t  concerned can be established in the f i r s t  
p lace .121 Such an approach neglects the main objective of design 
law, which is  to stimulate investment into research and 
development of new designs. The la tte r  w ill only be fu lly  
achieved i f  there is  the prospective that the return made on a 
successful design might be substantial enough to compensate 
for p otentially  le ss - or unsuccessful designs. This means that 
the interpretation of the concept 'reward' should not be based 
on an ex-post analysis of the real costs related to the

Case 53/87, o .c. , at para 31. See also supra. a t pt.
V III .4 .3 . ,  where i t  is  maintained that the Advocate-General, 
through focusing on the reward i t s e l f ,  ignored the Merck 
judgment of the Court.

121 This notion of 'ju s t ' and unique reward is  also - i t  is  
submitted wrongly- the premise to F io rid ia ' s critiqu e 
(Fioridia represented CICRA and Maxicar before the Court) of 
Advocate-General Mischo*s concept of amortization of return. 
He held: "Questa considerazione è contradittoria perchè la 
ripartizone d ella  esclusiva brevettuale non equivale a lla  
ripartizione di un unico compenso. Al contrario, poiché ogni 
esclusiva è strumento di realizazione del compenso dovuto 
a ll'a u to re  d ella  innovazione, m oltiplicare l'esclu siv a  
s ig n ifica  m oltiplicare i l  compenso: i l  quale, cosi, non s i 
esaurisce mai ma permane indefinitamente anche dopo la prima 
messa in commercio del prodotto brevetato", see FLORIDIA, G ., 
"Corte di G uistizia, Causa N° 53/87, Maxicar contro Renault: 
Osservazioni a l le  conclusioni dell 'avocato generale Jean 
Mischo, presentate all'udienza del 21.6.1988", paper presented 
a t a Conference in Sienna, 8/9 July 1988, p. 9, emphasis 
added.
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development of a particular design.122

The 'reward*-concept under industrial design law is  in 
principle stringently linked with the appraisal of the fin a l 
consumer as to  the surplus value the design confers on the 
functional product. In other words, the reward achieved w ill 
be dependent on whether and to what extent the consumer is  
willing to buy or even to pay a higher price for the product 
embodying the protected design as compared to  sim ilar products 
that do not embody the design.123 This means that design 
protection merely provides in the conditions necessary to 
confer the 'p o ss ib ility ' to obtain 'a ' reward, without 
determining what constitutes a ju st reward nor that a reward 
should always be obtained. I t  is  interesting to note the 
resemblance of th is  finding with the Court's approach to the 
reward-function of patents in the Merck case .124 However, as has 
been pointed out before, the Court in i t s  Merck judgment 
failed  to subsequently examine whether the conditions proper 
to patent law had also been fu lf i l le d .125 I t  merely continued to 
apply the consent-theory on the basis of the need to safeguard 
the specific subject-matter of patents, thereby diverting 
patent law from i t s  inherent function.

See also KORAH, V ., "No duty to license independent 
repairers to make spare parts: The Renault, Volvo and Bayer & 
Hennecke cases", E .I.P .R . (1988) 381-386, at p. 383. She
w rites: "Economists analyse transaction costs ex ante -  what 
incentive is  required to induce investment. Such lawyers as 
are not used to economic analysis often analyse ex post -  now 
that th is investment has paid off and the costs have been 
recovered, there is  no need for a further reward". However, 
she merely invokes th is  issues in relation  to the Court's 
analysis under A rticle 86 EC, namely the abuse of a dominant 
position through charging 'u n fair' prices.

123 See also supra. Chapter I I I ,  at pt. I I I . 3 .5 .

124 Case 187/80, o .c . . See also supra. Chapter VI, at p t.
V I.4 .3 .2 .,  and Chapter VII, at pt. V II.2 .2 .

125 See especially supra, Chapter VII, at pt. V II .2 .5 .
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Patent law confers an exclusive right on a new product (or 
process) that lives up to the rather stringent conditions of 
patentability . The level of reward that can possibly be 
obtained is  dependent on whether or not there are 
substitutable products on the market which do not infringe the 
patent and with which the protected product has to compete. 
This means that in the absence of substitutable products, the 
patent confers a legal monopoly on a product. However, whether 
or not monopoly prices can also be charged largely depends on 
the value of the functional product as perceived by potential 
customers. 128

The objective of design law is  to the contrary not to confer 
an exclusive, le t  alone a monopoly right on a product, but 
merely to grant exclusivity on a new and/or original design. 
As mentioned before, the level of reward that can possibly be 
obtained is  dependent on the appraisal by potential customers 
of the surplus value the design confers to a functional 
product, in comparison to  another functional product that does 
not incorporate the protected design. The underlying condition 
to the fulfilm ent of the function of design rights is  
therefore that there are -or can be- competing products on the 
market, or in other words that the design is  not an imperative 
feature of the product. I t  is  obvious that in the absence of 
alternative ways to design a product, the grant of design 
protection comes down to the grant of an exclusive right on a 
product. This would en tail that instead of presenting a 
stimulus to competition between products, competition would be 
to ta lly  inh ib ited .* 127 Design protection would then no longer

See suprar Chapter I I I ,  at pt. I I I . 3 .2 .

127 On the necessary balance between competition and design 
rig h ts, see also THE CONFEDERATION OF BRITISH INDUSTRY, 
"Design right: designed wrong", February 1988, at pt. 1, where 
i t  is  held th at: "the balance between encouraging innovative 
design and promoting competition is  a d if f ic u lt  but crucial
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confer a reward for the surplus value of the design, but would 
relate to the functional product i t s e l f  in the same way as 
patents do. However, i t  should be recalled  that design 
protection does not pose the same stringent conditions for 
protectability  as patent law does.

As far as the market in new cars is  concerned, the development 
of new designs of cars is  an important factor of non-price 
competition between d ifferent brands. The grant of design 
rights makes i t  possible to give a surplus value to the car 
through excluding the use of the design by competitors, 
without, however, excluding the p o ssib ility  for competitors to 
market cars with d ifferen t designs. The choice of the car 
purchaser re fle c ts  the appraisal of both the surplus value 
conferred by the car design, as well as the functional 
product, i .e .  the 'basic features' of the car. Design rights 
on cars thus f u l f i l  th eir essential function.

But the same does not always hold true as far as the spare 
parts of cars are concerned. Spare parts are indispensable 
components of the car, which, i f  they break down, need to  be 
repaired and often replaced in order to  restore the car in i t s  
original function or appearance.12® The only other option is  to 
buy a new car, which of course implies a much higher cost and 
thus cannot be retained as an overall valuable alternative. 
Most of the car owners are therefore a t one stage or another * * 128

one. Design protection is  i t s e l f  a v ita l driver of enterprise
and competition, encouraging innovation and thereby 
stimulating enterprising companies and increasing consumer 
choice. At the same time there are circumstances where 
protection can o ffer a manufacturer a monopoly advantage which 
could inhibit competition. This situ ation  has arisen 
particu larly  in the provision of spare parts, most notably for 
motor vehicles."

128 This is  a major difference with a se t of matching 
single products. For instance, the loss of a knife in a 
cutlery set does not mean that the other knives and forks can 
no longer be used.
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confronted with the necessity to buy replacement parts for the 
sp e c ific  type of car they have purchased. Although th e ir  
choice of a l l  subsequently purchased spare parts is  thus 
naturally limited by their in i t ia l  choice when purchasing the 
car, i t  is  submitted that in the debate about the legitimacy 
of enforcing design protection on replacement parts of cars, a 
d istin ction  needs to be made between two types of spare parts.

F irs t ly , there are those parts for which the design is  not an 
imperative feature to restore the car in i t s  original function 
or appearance. This means that competing spare parts can be 
marketed which do not incorporate the design. I t  is  obvious 
that in th is  case the design confers a surplus value to the 
functional aspect of the spare part, and thus is  liab le  to be 
protected by design rights in the same way as the car i t s e l f .

Secondly, there are those parts, such as bodywork components, 
for which the design is  imperative to restore the car in i t s  
orig inal function or appearance. Generally speaking, these are 
parts that come under the 'm ust-fit* and ‘must-match* 
exception to design protection in the United Kingdom.129 Since a 
car owner has to purchase the replacement part in order to 
restore the car and since the spare part necessarily h a s  to 
have a certain  design, granting exclusive protection to th is  
design would be tantamount to granting an exclusive right on 
the spare part concerned. The enforcement of design protection 
on these parts would as a corollary en tail the exclusion of 
a l l  potential competitors in the market. Design protection 
would thus be exceeding i t s  function in that the conferment of 
an exclusive right on a design, comes down to granting a 
monopoly right on a product, for which subsequently monopoly 
prices can be charged. In other words, in th is  case the design 
protection no longer fu l f i ls  i t s  inherent function which is  to 
give the p o ssib ility  to reward the surplus value the design

See supra. Chapter IV, a t pt. IV .3 .1 .2 .
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confers on the functional product in order to stimulate 
investment in the fie ld  of aesthetics, simply because the 
design does not confer a surplus value to  the functional 
product but is  in trin s ica lly  linked with the function of the 
spare part i t s e l f .

I t  is  most interesting to note that M. Franzosi, who 
represented Renault before the Court in the Maxicar case, 
expressed a sim ilar viewpoint at a colloquium organised by the 
CUERPI in June 1988. He rather unequivocally suggested th at 
design protection on bodywork components is  not in accordance 
with the sp ecific  function of design rights. In his own words:

11 . . s i  nous estimons que la fonction spécifique du droit des 
modèles est ce lle  de stimuler la recherche esthétique, de 
stimuler la création des nouvelles formes esthétiques, on d oit 
s* interroger s i  la protection de la partie de la  carrosserie 
est conforme à la fonction spécifique. Si la fonction 
spécifique de la protection des modèles e s t de stimuler l a  
"non price competition", c 'e st-à -d ire  de stimuler la  
concurrence avec des produits de forme d ifféren te , pas de 
fa ire  une b a ta ille  de prix, mais de fa ire  une b a ta ille  de 
d ifférents produits. Alors on d o i t  s e  dem ander s i  l a  f o n c t i o n  
de l a  p r o p r i é té  i n d u s t r i e l l e  e s t  a s s u ré e  lo r s q u 'o n  empêche l a  
f a b r i c a t i o n  des p i è c e s  q u i o n t  l a  même n a t u r e  e t  lo rs q u e  l a  
b a t a i l l e  s e  p o se  sur l e  problèm e de l a  " p r i c e  c o m p e t i t i o n " .1,130

However, he was right in pointing out that anyhow, the Court 
does not take the function of design rights into account but 
lim its  i t s  analysis under A rticle 36 EC to  the sp ec ific  
subject-matter of industrial property rights.

I t  should moreover be pointed out that the grant of design 
rig h ts  on bodywork components is  not indispensable to allow 
fo r the recuperation of the investment made for the aesth etic 
development, because the sale of the new car also accounts for 130

130 See the commentary by FRANZOSI, M., in C .U .E.R .P.I. ,  La 
protection des créations d 'esthétique ind u strie lle  dans le  
cadre de la CEE: o b jec tif 1992. 1988, pp. 67-69, a t pp. 67-68, 
emphasis added.
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the surplus value the design confers to a functional product.131 
I t  seems that i t  would not only be d if f ic u lt  to ju s tify  in 
terms of the function of design rights, but that i t  would 
furthermore be contrary to the principle of proportionality, 
to  uphold design rights which exceed the function of 
industrial designs and which are not even necessary to provide 
the p o ssib ility  to obtain a reward for a creative e ffo rt.

As such, i t  is  submitted that the problem is  neither whether 
or not the spare parts are 'worthy of p rotection ', nor whether 
or not the actual costs of the elaboration of the design has 
been achieved or exceeded. The real problem is  whether or not 
the design protection creates the conditions necessary to 
provide the p o ssib ility  that a reward is  given for the surplus 
value the design confers on a functional product. I t  is  
submitted that design protection clearly  exceeds i t s  function 
i f  i t  grants exclusive rights on a product and thus allows for 
a reward which no longer stands in relation  to the surplus 
value the design confers on a functional product. This is  
exactly  the case as far as design protection on bodywork 
components of cars is  concerned.

I t  is  therefore submitted that a ju st i f  ica tio n -test under the 
f i r s t  sentence of A rticle 36 EC, whereby due regard is  given 
to  the inherent function of design rights, could but have led 
to  the conclusion that granting design protection to bodywork 
components of cars is  not in accordance with the objective to 
safeguard the protection of industrial and commercial 11

11 In his reaction to the B ritish  Levland judgment of the 
House of Lords (See supra. Chapter IV, at p t. IV.3 .1 .1 .C. ) , 
Mr. Don PLASTER, Chairman of the Industrial Copyright Reform 
Association, held that: "Those who complain that research and 
development w ill suffer as a resu lt (of the BL~Judgment) 
should surely review their costing p o lic ies . R and D costs 
should be amortised by sales resulting from new designs, not 
subsidised by the sales of spare parts in which, in many 
cases, R and D costs should have been amortised long ago", see 
Financial Times of 6.3.1986.

w
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property. Through not engaging in the discussion about the 
ju stifica tion  for, and function of, design rights and through 
upholding the existence/exercise dichotomy under the f ir s t  
sentence of A rticle  36 EC in the Maxicar case,1” the Court 
passed on the d iff ic u lt  issue of finding ways to curtail the 
obviously detrimental effects posed by granting design 
protection on a product -and not merely on a design-, to its  
analysis under A rticle 86 EC.* 133 134

V III. 6. CONSUMER PROTECTION AND THE FUNCTION OF DESIGN RIGHTS

V III .6.1. INTRODUCTION

As mentioned before, both the car manufacturers and the 
independents claimed to safeguard the interests of consumers 
in the Maxicar case through obtaining or refuting design 
protection on bodywork components of cars.13* Although neither 
the Court nor the Advocate-General in their analysis under 
A rticle  36 EC exp licitly  referred to the effect granting 
design protection on bodywork components of cars has on the 
consumer, i .e .  the car owner, i t  is submitted that there is a 
causal e ffect which is  far from negligible and therefore needs 
to be taken into account.

Basically  two sets of arguments were forwarded in the Maxicar 
proceedings which directly invoked the consumers' interests. A 
f i r s t  issue concerned the alleged relationship between design 
protection and quality/safety considerations. A second matter 
was the impact design protection on bodywork components has on

See supra. a t pt. V III.4.4.

133 On the Court's approach under Article 86 EC, see infra. 
Chapter IX.

134 See supra. at pt. V III,2.2.
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t h e  c h o i c e  and th e  p r i c e  t o  be p aid  by consum ers f o r  th o s e  
p a r t s .

V I I I . 6 . 2 .  DESIGN PROTECTION AND QUALITY/SAFETY CONSIDERATIONS

R e n a u lt  m a in ta in e d  t h a t  th e  s p a r e  p a r t s  m an u factu red  by th e  
in d ep en d en t m a n u fa c tu re rs  a r e  o f  a low er q u a l i t y  th a n  th o s e  
s o l d  by c a r  m a n u fa c tu re rs , so  t h a t  th e  r e f u s a l  t o  g r a n t  d e s ig n  
p r o t e c t i o n  on s p a r e  p a r t s  -w h ich  in  t h i s  p a r t i c u l a r  c a s e  
e n s u r e s  a  m onopoly p o s i t i o n -  would be tan tam ou n t t o  
je o p a r d iz i n g  th e  co n su m er's  i n t e r e s t s . 135 In  o t h e r  w ords, th e  
argu m en t g o e s  t h a t  d esig n  p r o t e c t i o n  on bodywork com ponents i s  
n eed ed  t o  s a fe g u a rd  th e  q u a l i t y  o f  th e  p ro d u c ts  and th e  s a f e t y  
o f  th e  co n s u m e rs .136

W hether o r  n o t s p a r e  p a r t s  m an u factu red  by in d ep en d en ts  a r e  in  
f a c t  o f  a low er q u a l i t y  ca n n o t be answ ered u n c o n d it io n a lly  in  
t h e  n e g a tiv e  o r  in  th e  p o s i t i v e ,  b u t h as t o  b e  e s ta b l is h e d  on 
a  c a s e - t o - c a s e  b a s i s .  F o r exam p le , a s  th e  C o n so rz io  and  
M a x ic a r  p o in t  o u t ,  a lre a d y  s e v e r a l  s o - c a l l e d  sp u rio u s  s p a r e  
p a r t s  a r e  m an u factu red  by th e  same m a n u fa c tu re rs  t h a t  a l s o  
s u p p ly  th e  c a r  m a n u fa c tu re rs , s o  t h a t  th e y  ca n  be e x p e c te d  t o  
b e o f  th e  same q u a l i t y . 137 B ut even  in  th e  h y p o th e s is  t h a t  th e  
in d ep en d en t m a n u fa c tu re rs ' s p a re  p a r t s  w ere t o  be o f  a low er

C ase 5 3 / 8 7 ,  o . c . . R ep o rt o f  th e  H e a rin g , a t  p . 6 0 4 6 .

136 T h is  view  i s  sh ared  by B o n e t, who m a in ta in s  t h a t  th e  
g r a n t  o f  d e s ig n  p r o t e c t i o n  t o  bodywork com ponents i s  th e  o n ly  
way t o  s a fe g u a rd  consum er p r o t e c t i o n . See BONET, G. ,  "L e s  
c r é a t i o n s  d 1 e s th é t iq u e s  i n d u s t r i e l l e  au r e g a r d  des r è g l e s  de  
l i b r e  c i r c u l a t i o n  e t  de l i b r e  c o n c u rre n c e  dan s l e  M arché 
Commun", in  C . U . E . R . P . I . , La p r o t e c t i o n  d e s  c r é a t i o n s  
d * e s th é t iq u e s  i n d u s t r i e l l e  dans l e  c a d re  de l a  CEE: o b j e c t i f
1 9 9 2 . 1 9 8 8 ,  pp.  4 5 - 6 3 ,  a t  p .  5 1 .

t37 àCase 5 3 / 8 7 ,  o . c . . R e p o rt o f  th e  H e a rin g , a t  p . 6 0 4 5 .
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q u a l i t y ,138 i t  s t i l l  rem ain s t o  be e s ta b l is h e d  how t h i s  a c t u a l l y  
a f f e c t s  th e  co n su m ers ' i n t e r e s t s .  Though i l l u s t r a t i n g  th e  
co m p le x ity  o f  t h e  n o tio n  'co n su m ers ' i n t e r e s t s '  on t h i s  i s s u e ,  
when d e a lin g  w ith  d i f f e r e n t  groups o f  consum ers in  te rm s  o f  
income and s o c i a l  s t r a t i f i c a t i o n ,  J o e rg e s  c o n v in c in g ly  a rg u e s  
t h a t  a d i s t i n c t i o n  sh ou ld  be made between in d is p e n sa b le  s a f e t y  
c o n t r o ls  and m ere q u a l i t y  i n t e r e s t s .  W hereas th e  l a t t e r  in  h i s  
view  shou ld  be l e f t  t o  m ark et m echanism s, he p le a d s  f o r  a 
r e g u l a t io n  o f  s a f e t y  w hich he d e fin e s  a s :

t h a t  re a lm  o f  consum er p o l i c y  which m ust n o t d i s c r i m i n a t e  
betw een consum er g ro u p s , b u t in s te a d  w h eth er by s p e c i f i e d  
s a f e t y  s ta n d a rd s  o r  by m andatory r u l e s  o f  l i a b i l i t y ,  e n s u re s  
o r  t r i e s  t o  e n s u re  minimum sta n d a rd s  i r r e s p e c t i v e  o f  th e  c o s t  
t o  consum ers, e n t e r p r i s e s  o r  g a r a g e s " .138

In  o th e r  w o rd s, minimum s a f e t y  norms sh ou ld  be e s ta b l is h e d  f o r  
-an d  r e s p e c te d  b y - a l l ,  w hereas q u a l i t y  norms t h a t  e x ce e d  t h i s  
s ta n d a rd  sh o u ld  be l e f t  t o  m arket m echanism s, and in  
p a r t i c u l a r  t o  th e  consum ers' w illin g n e s s  - o r  n o t -  t o  p ay  a  
h ig h e r  p r i c e  f o r  a h ig h e r  l e v e l  o f q u a l i t y .  As su ch , th e  ow ner 
o f  a seco n d  hand c a r  m ight n o t  be w i l l in g  t o  in v e s t  money i n  a  
s p a re  p a r t  o f  h ig h  q u a l i t y ,  b u t th e  minimum s a f e t y  norms w i l l  
h av e t o  be r e s p e c t e d  and w i l l  th u s  n e c e s s a r i l y  be r e f l e c t e d  in  
t h e  c o s t .

138 I t  sh o u ld  be em phasised t h a t  t h i s  i s  m e re ly  a  
h y p o th e s is  and n o t  a s ta te m e n t . Su rveys show t h a t  some s p a r e  
p a r t s  a r e  indeed o f  a low er q u a l i t y ,  w h ereas o th e r s  a r e  o f  an  
e q u a l o r  s u p e r io r  q u a l i t y .  See f o r  in s ta n c e  JARVIS, B . ,  "Cheap  
and n a s t y " ,  C om m ercial M otor , 20 Septem ber 1 9 8 6 ,  pp.  5 1 - 5 2 ;  
ALBERT, P . , " L 'é t r a n g e  d u e l: p i è c e s  d 'o r i g i n e  ou p a r a l l è l e s ? " ,  
F e rq a b e l R evue. Ju ly /A u g u s t 1 9 8 7 ,  pp. 1 3 - 1 5 .

138 See JOERGES, C .,  " S e l e c t i v e  d i s t r i b u t i o n  schem es in  th e  
m o to r -c a r  s e c t o r :  European co m p e titio n  p o l i c y ,  consum er  
i n t e r e s t s  and th e  d r a f t  r e g u l a t io n  on th e  a p p l ic a t io n  o f  
A r t i c l e  85 (3) o f  th e  T re a ty  t o  c e r t a i n  c a t e g o r i e s  o f  m o to r-  
v e h i c l e  d i s t r i b u t i o n  and s e r v i c i n g  a g re e m e n ts " , in  G oyens, M. 
( e d . ) ,  EC c o m p e titio n  p o l i c y  and th e  consum er i n t e r e s t . 1 9 8 5 ,  
B r u y la n t , pp. 1 8 7 - 2 3 6 ,  a t  pp.  1 8 9 - 1 9 0 .
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B u t how d oes t h i s  then r e l a t e  t o  d e sig n  p r o t e c t i o n  on s p a r e  
p a r t s  o f  c a r s .  I t  o b v io u sly  i s  n o t th e  p u rp o se  o f  d e s ig n  
l e g i s l a t i o n  t o  p ro v id e  a monopoly o v e r  a  p ro d u ct so  t h a t  
q u a l i t y  s ta n d a rd s  can  be e n f o r c e d . T h is a ls o  h o ld s  t r u e  i f  th e  
q u a l i t y  s ta n d a rd s  in clu d e  s a f e t y  s ta n d a rd s , w h ich , i t  h as been  
s u b m itte d , sh o u ld  be s u b j e c t  t o  r e g u l a t i o n  and u n ifo rm  
a p p l i c a t i o n .

The C ou rt h as  c o n s i s t e n t l y  r e j e c t e d  th e  u se  o f  th e  i n d u s t r i a l  
and co m m ercial p r o p e r ty -e x c e p t io n  o f  A r t i c l e  36 EC t o  p r o t e c t  
t h e  p u b lic  a g a i n s t  th e  r i s k s  a r i s i n g  from f a u l t y  p r o d u c ts . F o r  
i n s t a n c e ,  in  th e  C en trafarm  v . S t e r l i n g  Drug c a s e ,  th e  C o u rt  
r e f u t e d  th e  u se  o f  p a te n t  law t o  s a fe g u a rd  t h e  p u b lic  a g a i n s t  
d e f e c t i v e  p h a rm a c e u tic a l  p ro d u c ts  on th e  fo llo w in g  te rm s :

11. .  th e  m easu res n e c e s s a ry  t o  a c h ie v e  t h i s  m ust be such  a s  may 
p r o p e r ly  be ad o p ted  in  th e  f i e l d  o f  h e a l th  c o n t r o l ,  and m ust 
n o t  c o n s t i t u t e  a  m isuse o f  th e  r u l e s  c o n c e rn in g  i n d u s t r i a l  and  
co m m ercia l p r o p e r t y .

M o re o v e r, th e  s p e c i f i c  c o n s id e r a t io n s  u n d e rly in g  th e  
p r o t e c t i o n  o f  i n d u s t r i a l  and co m m ercial p r o p e r ty  a r e  d i s t i n c t  
from  th e  c o n s id e r a t io n s  u n d e rly in g  th e  p r o t e c t i o n  o f  th e  
p u b l i c  and any r e s p o n s i b i l i t i e s  w hich t h a t  may im p ly ." 140

T h is  means t h a t  s a f e t y  c o n t r o l  can n o t be invoked a s  a  
j u s t i f i c a t i o n  t o  uphold d e s ig n  p r o t e c t i o n  on s p a re  p a r t s  o f  
c a r s  under A r t i c l e  36 EC. I t  i s  i n t e r e s t i n g  t o  r e c a l l  in  t h i s  
r e s p e c t  t h a t  th e  C o u rt o f  F i r s t  I n s ta n c e  h e ld  in  th e  H i l t i  
c a s e  t h a t  s a f e t y  c o n t r o l  c o u ld  n o t be invoked as  a  
j u s t i f i c a t i o n  f o r  a b u siv e  b e h a v io u r by an u n d e rta k in g  in  a 
dom inant p o s i t i o n  e i t h e r . 141 The is s u e  o f  s a fe g u a rd in g  s a f e t y  
i n t e r e s t s  h a s  t o  be d e a l t  w ith  on i t s  own te rm s . More 
p r e c i s e l y ,  i t  h a s  t o  be r e g u l a te d  in  a  way w hich s e t s  o u t

C ase 1 5 / 7 4 ,  C en trafarm  v .  S t e r l i n g  D rug, Judgment o f  
3 1 . 1 0 . 1 9 7 4 ,  E . C . R .  (1974)  1 1 4 7 ,  a t  p a ra  28 and 2 9 , em phasis
a d d e d .

141 See s u p r a . C h ap ter V I , a t  p t .  V I . 4 . 4 . 4 . C.
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o b je c tiv e  minimum s ta n d a rd s  t h a t  ap p ly  t o  a l l  sp a re  p a r t s ,  

whether p r o t e c t e d  by d e sig n  r i g h t s  o r  n o t and r e g a r d le s s  o f  
whether th e y  a r e  su p p lie d  by th e  c a r  m an u fa ctu re r o r  
m anufactured by o t h e r s . 142 T h is im p lie s  t h a t  s a f e t y  r e g u la t io n s  
should em anate from  and be c o n t r o l le d  by an in d ep en d en t, 
p re fe ra b ly  p u b l i c ,  a u t h o r i t y .143

A p art from th e  s a f e t y  c o n s id e r a t io n s , R e n a u lt h eld  t h a t  th e  
poor q u a l i t y  o f  s p a re  p a r t s  produced by in d ep en d en ts m ight 
a ls o  damage th e  r e p u t a t i o n  o f  th e  c a r  m a n u fa c tu re rs , b ecau se  
th e  consum er d o e s  n o t alw ays know which s p a re  p a r ts  a r e  used  
t o  r e p a i r  h i s  c a r .  The argum ent based on consum er e x p e c ta t io n s

142 I t  i s  a g a in  i n t e r e s t i n g  t o  n o te  t h a t  M. F r a n z o s i ,
though he r e p r e s e n te d  R e n a u lt b e fo re  th e  C o u rt, co u n te re d  th e  
view  advanced by P r o f .  B onet t h a t  d e s ig n  p r o t e c t io n  i s
n e c e s s a r y  t o  s a fe g u a rd  th e  s a f e t y  o f  consum ers (s e e  s u p ra ) . In  
F r a n z o s i * s  w o rd s: HJ e  c r o i s  que l e s  argum ents t i r é s  de l a  
p r o t e c t i o n  des consom m ateurs ne so n t pas v a l a b le s  e t  j e  me 
p erm ets  d * ê t r e  en  d é s a c co rd  a v e c  Me B o n e t. En e f f e t ,  l e s
problèm es de l a  p r o t e c t i o n  d es consom m ateurs s e  p r é s e n te n t  de  
l a  même fa ço n  s i  l a  p iè c e  e s t  p ro té g e a b le  que s i  l a  p i è c e  
n ' e s t  pas p r o t é g é e . P ar exem ple, l a  p r o t e c t i o n  d e s
consom m ateurs d o i t  ê t r e  a s s u ré e  de l a  même fa ço n  s ' i l  s ' a g i t  
d ' u n  p o t d 'é ch a p p e m e n t. I l  y a  l à  dans ce  c a s ,  un problèm e de 
p r o t e c t i o n  des consom m ateurs m ais on ne p e u t p as in v o q u er l a  
t h é o r i e  de l a  p r o t e c t i o n  des consom m ateurs p ou r p r o té g e r  ou 
p o u r n i e r  l a  p r o t e c t i o n .  Donc j e  tro u v e  que l a  p r o t e c t i o n  d es  
consom m ateurs c ' e s t  une ch o se  d i f f é r e n t e  de la  p r o p r i é t é  
i n d u s t r i e l l e . " ,  s e e  FRANZOSI, M ., o . c . . a t  p .  67 ,  em phasis
ad d ed .

143 T h is  i s  in  th e  l i n e  o f  th e  o p in io n  g iv e n  by A d v o ca te -
G e n e ra l T ra b u c ch i in  th e  C en trafarm  c a s e .  He h e ld : " I f  a 
c e r t a i n  p a r a l l e l  im p o rte r  d is r e g a r d s  th e  p r o v is io n s  in  th e  
c o u n tr y  co n ce rn e d  g o v ern in g  th e  s a l e  o f  p h a rm a c e u tic a l
p r o d u c ts ,  o r  a t  l e a s t ,  beh aves in  such a way a s  t o  com prom ise  
o r  endanger th e  p r o t e c t i o n  o f  p u b lic  h e a l t h ,  t h i s  w i l l ,  
j u s t i f y  th e  co m p eten t a u t h o r i t i e s  in  in te r v e n in g  t o  remove th e  
d a n g e r . And, by th e  same to k e n , t h e r e  may even be
j u s t i f i c a t i o n  f o r  r e s t r i c t i v e  m easu res d i r e c t e d  t o  t h a t  en d . 
B u t t h i s  w i l l  ta k e  p la c e  in d ep en d en tly  o f  th e  p r o t e c t i o n  o f  a  
p r i v a t e  p a r t y  on th e  b a s i s  o f  an e x c l u s i v e  r i g h t  a s s o c i a t e d  
w ith  a  p a te n t  o r  t r a d e  mark and w i l l ,  ( . . ) ,  in  no e v e n t
j u s t i f y  th e  u se  o f  such r i g h t s  t o  p re v e n t t h i r d  p a r t i e s  from
im p o rtin g  p r o d u c ts , w h atever t h e i r  n a t u r e . " ,  c a s e  1 5 / 7 4 ,  o . c .  f 
a t  p a ra  9 , em phasis added.
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and g o o d w ill i s  e s p e c i a l l y  r e l e v a n t  f o r  cu sto m e rs  t h a t  h a v e  
t h e i r  c a r  r e p a ir e d  in  approved w orkshops. However, i t  i s  
o b v io u s t h a t  t h e  m ost a p p ro p r ia te  resp o n se  t o  t h i s  a rg u m en t i s  
t h a t  th e  consum er should be d u ly  inform ed a b o u t -an d  p o s s i b l y  
hav e th e  c h o ic e  a c c o rd in g  t o -  th e  o r i g i n  o f  th e  p a r t s  u se d  f o r  
r e p a i r . 144 The m ajo r problem  i s  t h a t  th e  w orkshops do n o t  a lw a y s  
p a s s  on th e  - p r i c e -  a d v a n ta g e s  o f  u s in g  sp u rio u s  p a r t s  t o  
t h e i r  c u s to m e r s , and hen ce a r e  w eary t o  in fo rm  t h e i r  c u s to m e rs  
a b o u t th e  u se  o f  such p a r t s .  However, l i v i n g  up t o  q u a l i t y  
e x p e c t a t i o n s  and p ro v id in g  ad eq u ate  in fo rm a tio n  t o  co n su m ers  
a r e  problem s w hich a re  n o t s p e c i f i c a l l y  r e l a t e d  t o  -a n d  sh o u ld  
n o t be so lv e d  th ro u g h - th e  en fo rcem en t o f  e x c l u s i v e  d e s ig n  
p r o t e c t i o n  in  o rd e r  to  o b ta in  a monopoly s i t u a t i o n  o v e r  th e  
s p a r e  p a r t s  co n ce rn e d . As f o r  s a f e t y  s ta n d a r d s , i t  i s  a  
problem  t h a t  i s  posed r e g a r d l e s s  o f  w h eth er o r  n o t t h e  s p a r e  
p a r t s  can  be p r o t e c t e d  by d e s ig n  r i g h t s .  The Commission h a s  
d u ly  ta k e n  t h i s  m a tte r  in to  a c c o u n t when d r a f t i n g  i t s  b lo c k  
exem p tio n  f o r  s e l e c t i v e  d i s t r i b u t i o n  a g reem en ts  in  th e  c a r  and  
a f t e r  s a l e s  m a rk e t, th rough  p ro v id in g  t h a t  a u th o r iz e d  .d e a l e r s  
sh o u ld  be f r e e  t o  p u rch ase  s p a re  p a r t s  o f  an e q u a l o r  s u p e r i o r  
q u a l i t y  from  s o u r c e s  o th e r  th a n  th e  c a r  m a n u fa c tu re r , b u t may 
be c o n t r a c t u a l l y  o b lig e d  t o  in fo rm  th e  cu sto m e r about th e  u se  
o f  such  p a r t s . 145 Though i t  i s  ob v io u s t h a t  t h i s  s o l u t i o n  
becom es o b s o le te  f o r  th o s e  p a r t s  t h a t  do become c a p t i v e  p a r t s

See a l s o  JOERGES, C .,  o . c . f a t  p .  2 1 5 ,  w here he w r i t e s :  
" T h is  i s  th e  o n ly  s o lu tio n  w hich a l s o  makes a llo w a n ce  f o r  
t h o s e  cu sto m e rs  who want t o  p u t up w ith  a  s p a re  p a r t  o f  
i n f e r i o r  q u a l i t y ,  b u t who a l s o  a t t a c h  im p o rta n ce  t o  th e  e x p e r t  
know-how p ro v id e d  by ap p o in ted  w ork sh ops. T h is  p ro p o s a l d o es  
n o t  a f f e c t  th e  m a n u fa c tu re r ’ s  i n t e r e s t s ,  b e c a u s e  a cu s to m e r  
o r d e r in g  r e p a i r s  c a n , when n e c e s s a r y ,  i d e n t i f y  th e  o u ts id e  
s u p p l i e r " .

145 A r t .  3 ,  4 °  and 4 (1 ) 8 o f  R e g u la tio n  1 2 3 / 8 5 ,  O . J .  L
1 5 / 1 6  o f  18 Ja n u a ry  1 9 8 5 .  On t h i s  s o l u t i o n ,  s e e  DUBOIS, J . ,  
"C a s  d 'a p p l i c a t i o n :  l a  d i s t r i b u t i o n  au to m o b ile  dans l e  m arché  
commun: l e  p o in t  de vue de l a  Commission Européenne, in  
P i z z i o ,  J . ,  ( e d . ) ,  D ro it d e s  con som m ateu rs. 1 9 8 7 ,  S to r y
S c i e n t i a ,  p p . 9 1 - 9 7 ,  a t  p .  9 3 .  S ee a l s o  s u p r a . C h ap ter I I ,  a t  
p t .  I I . 3 . 3 .
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th rough  th e  e n fo rce m e n t o f  d e sig n  r i g h t s .

V I I I . 6 . 3 .  DESIGN PROTECTION AND CONSUMER T IE -IN

As seen  b e f o r e ,  th e  s t r a t e g y  o f th e  c a r  m a n u fa c tu re rs  i s  t o  
keep down th e  p r i c e  o f  new c a r s  th rough  p a s s in g  on ( p a r t  o f )  
th e  p ro d u c tio n  c o s t s  t o  th e  subsequent s a l e s  o f  s p a re  p a r t s . 146 
A n e c e s s a r y  c o n d it io n  t o  p u rsu e  t h i s  p o l ic y  i s  o f  c o u r s e  t h a t  
th e  c a r  m a n u fa c tu re rs  o b ta in  a monopoly p o s i t i o n  on c e r t a i n  
s p a re  p a r t s  th ro u g h  th e  e x c lu s io n  o f  a l l  p o t e n t i a l  
c o m p e ti to r s . I t  was i l l u s t r a t e d  above t h a t  t h i s  p o s i t i o n  ca n  
be o b ta in e d  th ro u g h  e n f o r c in g  e x c lu s iv e  d e sig n  r i g h t s  on
p a r t s ,  such  a s  bodywork com ponents, w hich ca n n o t be d e sig n e d  
in  any o th e r  way t o  r e s t o r e  th e  c a r  in  i t s  o r i g i n a l  f u n c tio n  
and a p p e a r a n c e .147 In  o th e r  w ords, d e sig n  p r o t e c t i o n  in  su ch  a 
c irc u m s ta n c e  e x c lu d e s  sp u rio u s  p a r t s  from th e  m a rk e t, so  t h a t  
bodywork com ponents become c a p t i v e  p a r t s .

I t  i s  o b v io u s t h a t  th e  g r a n t  o f e x c l u s i v i t y  on bodywork
com ponents o f  c a r s  -w h ich  r e s u l t s  in  a  monopoly p o s i t i o n -  
le a d s  t o  a t i e - i n  o f  th e  c a r  ow ners. Having f r e e l y  ch o sen  t o  
p u rch a se  a c e r t a i n  ty p e  o f  c a r ,  th e y  a r e  su b se q u e n tly  no 
lo n g e r  f r e e  t o  ch o o se  th e  way in  which t o  have t h e i r  c a r  
r e p a i r e d . T h is  means t h a t  th e y  do n o t pay a c e r t a i n  p r i c e  f o r  
a sp a re  p a r t  h av in g  re g a rd  t o  i t s  f u n c t i o n a l  c h a r a c t e r i s t i c s  
and th e  s u rp lu s  v a lu e  th e  d e sig n  c o n f e r s ,  b u t a r e  c o n fin e d  t o
pay th e  p r i c e  demanded by th e  s u p p lie r  o f  th e  a u th o r iz e d
p r o d u c ts . I t  h a s  been su b m itted  above t h a t  t h i s  i s  n o t  in  
a c co rd a n c e  w ith  th e  fu n c tio n  o f  d esig n  r i g h t s .

M a x ica r  and CICRA p o in te d  o u t t h a t  a llo w in g  f o r  t h i s  s i t u a t i o n

See s u p r a . a t  p t .  V I I I . 5 . 2 .  

See s u p r a . a t  p t .  V I I I . 5 . 3 .

t
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t o  o c c u r  th ro u g h  th e  u se  o f  d e sig n  p r o t e c t i o n  would e n t a i l  
s e v e r a l  d e tr im e n ta l  co n seq u en ces f o r  th e  c a r  o w n er.14* F i r s t l y ,  
a  monopoly p o s i t i o n  means t h a t  monopoly p r i c e s  can  be c h a r g e d .  
The p r i c e  o f  s p a r e  p a r t s  c o u ld  th u s be in c r e a s e d  up t o  t h e  
l i m i t  t h a t  t h e  c a r  owners r e f r a i n  from e f f e c t i n g  f u r t h e r  
r e p a i r s .  T h is  m igh t be an i n d i r e c t  manner t o  p re m a tu re ly  
e lim in a te  c e r t a i n  ty p e s  o f  o l d e r  v e h ic le s  from  th e  m ark et in  
fa v o u r  o f  t h e  p u rch a se  o f  new v e h i c l e s .  S e co n d ly , th e  
co n ferm en t o f  an e x c lu s iv e  r i g h t  im p lie s  t h a t  th e  p o t e n t i a l  
c o m p e ti to r s  ca n  be exclu d ed  from  th e  m a rk e t, even th ough th e  
h o ld e r  o f  th e  r i g h t  does n o t supply a l l  p o s s i b l e  s p a re  p a r t s  
h im s e lf . T h is  i s  h eld  t o  be th e  c a s e  e s p e c i a l l y  a s  c o n c e rn s  
c o r r o s i o n  p a n e ls  which a r e  w elded t o  th e  e x i s t i n g  com ponent 
in s te a d  o f  r e p l a c i n g  th e  l a t t e r  in  c a s e  o f  r u s t ,  and p a r t s  
t h a t  can  be s o ld  s e p a r a te ly  w h ereas th e  c a r  m a n u fa c tu re rs  o n ly  
s e l l  th e  w hole u n i t ,  such as  c a r  d o o rs . The u n a v a i l a b i l i t y  o f  
su ch  s m a lle r  p a r t s  would th u s le a d  t o  an in c r e a s e  in  th e  p r i c e  
o f  th e  r e p a i r s .

The n e g a tiv e  con seq u en ces f o r  th e  consum ers a r e  th u s  
s t r i n g e n t l y  l in k e d  w ith  th e  e x c lu s io n  o f  c o m p e ti to rs  from  th e  
s p a re  p a r t s  m ark et and th e  t i e - i n  o f  th e  s p a re  p a r t s  m ark et t o  
t h e  c a r  m a rk e t. But t h i s  i s  m ere ly  th e  r e s u l t  o f e n f o r c in g  
e x c l u s i v e  r i g h t s  on bodywork com ponents o f c a r s  th e  shape o f  
w hich i s  im p e ra tiv e  t o  r e s t o r e  th e  c a r  in  i t s  o r i g i n a l  
a p p e a ra n c e . I t  h a s  been h eld  t h a t  where no a l t e r n a t i v e  d e s ig n s  
a r e  f e a s i b l e ,  th e  g r a n t  o f  e x c l u s i v e  d e sig n  p r o t e c t i o n  i s  n o t  
in  a c co rd a n c e  w ith  th e  in h e re n t f u n c tio n  o f  d e s ig n  r i g h t s .  I t  
i s  t h e r e f o r e  su b m itte d  t h a t  i t  i s  th e  v e ry  g r a n t  o f  d e s ig n  
r i g h t s  on bodywork com ponents t h a t  sh ou ld  n o t have been  
c o n s id e re d  a s  a  m easure needed t o  en su re  th e  p r o t e c t i o n  o f  
i n d u s t r i a l  and com m ercial p r o p e r t y , and th u s  sh o u ld  f a l l  fo u l  
o f  A r t i c l e  36 EC. As w i l l  be s e e n  below , in  th e  M axicar and 
V olvo c a s e s ,  th e  C o u rt h as  m e re ly  t r i e d  t o  sm oothen o u t th e s e

14A C ase 5 3 / 8 7 ,  o . c .  R e p o rt o f  th e  H e a rin g , a t  p . 6 0 4 4 .

5 1 6



INGE GOVAERE CHAPTER Vili

d e tr im e n ta l  e f f e c t s  th ro u gh  ap p lyin g  th e  r u l e s  on c o m p e ti t io n ,  
and e s p e c i a l l y  A r t i c l e  86  EC co n ce rn in g  th e  ab u se o f  a  
dominant p o s i t i o n ,  t o  th e  b eh av io u r o f  th e  c a r  m a n u f a c tu r e r s .148 
However, w ith  r e s p e c t ,  i t  i s  sub m itted  t h a t  t h i s  a p p ro ach  was 
wrong in  t h a t  th e s e  con seq u en ces c l e a r l y  ensue from th e  g r a n t  
o f d e sig n  p r o t e c t i o n  t o  bodywork com ponents o f  c a r s .

See i n f r a . C h ap ter I X .
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CHAPTER I X . THE PC »DESIGN RIGHT -  ANTITRUST DEBATE* 

CONCERNING SPARE PARTS OF CARS

I X , 1 .  INTRODUCTION

The r e f u s a l  by th e  Court o f  J u s t i c e  t o  lo o k  a t  w hether o r  n o t  
t h e  g r a n t  o f  d e s ig n  p r o te c t io n  t o  bodywork com ponents o f  c a r s  
was j u s t i f i e d  in  te rm s o f  th e  need t o  s a fe g u a rd  th e  f u n c tio n  
o f  d e s ig n  r i g h t s  under A r t i c l e  36 E C , 1 had c o n s id e r a b le  
co n se q u e n ce s  f o r  th e  su b seq u en t a n a l y s is  o f  th e  c a r  
m a n u f a c tu r e r s 1 b eh av io u r under th e  r u l e s  on c o m p e ti t io n , and 
e s p e c i a l l y  under A r t i c l e  86 EC. From th e  a n a l y s i s  o f  th e  
p r e v io u s  c a s e s  b rou gh t b e fo re  th e  C o u rt c o n c e rn in g  th e  
a p p l i c a t i o n  o f  A r t i c l e  86 EC t o  i n t e l l e c t u a l  p r o p e r ty  r i g h t s ,  
i t  became a p p a re n t th a t  i f  th e  en fo rcem en t o f  th e  r i g h t  i s  
h e ld  n o t t o  be le g i t i m a t e  under A r t i c l e  36 EC, th e n  i t  ca n n o t  
becom e la w fu l u n d er A r t i c l e  86 E C. 2 T h is s t r a ig h tf o r w a r d  r u l e  
w ould p ro b a b ly  h av e  been a p p lic a b l e  in  th e  s p a r e  p a r t s  c a s e s  
h ad  th e  C o u rt ta k e n  a j u s t i f i c a t i o n - a p p r o a c h  t o  th e  g r a n t  o f  
d e s ig n  r i g h t  t o  bodywork com ponents o f  c a r s  u n d er A r t i c l e  36  
E C . 3

H ow ever, th e  a d o p tio n  by th e  C o u rt o f  what h as been c a l l e d  th e  
'm a r g in a l  a p p r a is a l -a p p r o a c h ' in  th e  M axicar c a s e ,  has le d  t o  
u p h o ld  b o th  th e  e x is te n c e  and th e  e x e r c i s e  o f  th e  d e s ig n  
r i g h t s  co n cern ed  under A r t i c l e  36 EC .4 T h is  i s  e x tre m e ly  
im p o r ta n t , b e ca u se  in  i t s  a n a l y s i s  under A r t i c l e  86 EC, th e  
C o u rt  h as c o n s i s t e n t l y  ta k e n  a s  a  p rem ise  t h a t  i f  th e  
e x i s t e n c e  and th e  e x e r c i s e  a r e  h e ld  t o  be l e g i t i m a t e  under 
A r t i c l e  36 EC, th e n  an a d d it i o n a l  e lem en t w i l l  be needed f o r

1 See s u o r a . C h ap ter V I I I .

2 See s u p r a . C h ap ter V I, a t  p t .  V I . 4 . 4 . 2 . C.

3 See s u p r a . C h ap ter V I I I ,  a t  p t .  V I I I . 4 . 3 .

4 See s u p r a . C h ap ter V I I I ,  a t  p t .  V I I I . 4 . 4 .
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the e x e r c i s e  o f  t h e  r i g h t  t o  be c o n tr a r y  t o  a r t i c l e  86 EC.5 * The 

main is s u e  u n d er t h e  c o m p e titio n  r u le s  th e  C o u rt had t o  d e a l  
| with in  th e  CICRA and M axicar v .  R enault* and Volvo v .  Vena7
| c a se s  th u s was w h eth er and when t h i s  a d d it io n a l  elem ent co u ld
I c o n s is t  in  th e  f a c t  t h a t  e x c lu s iv e  d esig n  r i g h t s  were invoked  
I to  e l im in a te  c o m p e titio n  in  th e  a f t e r - s a l e s  m arket o f
J rep lacem en t p a r t s .

| As seen  b e f o r e , th e  C ou rt o f  F i r s t  I n s ta n c e  acknow ledged in
j th e  T e tra  Pak c a s e  t h a t  th e  a d d it io n a l  elem en t f o r  th e  f in d in g
j of an abuse c o u ld  be c o n s t i t u t e d  by th e  f a c t u a l  background
| a g a in s t  w hich th e  a c q u i s i t i o n  o f  an i n t e l l e c t u a l  p r o p e r ty
| r i g h t  to o k  p l a c e . 8 F u rth e rm o re , th e  C ou rt o f  F i r s t  In s ta n c e  h a s
| a c c e p te d  in  th e  H i l t i  c a s e  t h a t  th e  u se o f  i n t e l l e c t u a l
| p ro p e r ty  r i g h t s  t o  e l im in a te  c o m p e titio n  on a r e l a t e d  m ark et
| in  u n p ro te c te d  a c c e s s o r i e s ,  and in  th e  Magi 11 c a s e s  t h a t  th e
| u se o f  c o p y r ig h t  t o  p re v e n t th e  c r e a t i o n  o f  a d e r i v a t i v e
| m ark et in  a new p ro d u c t , c o n s t i t u t e s  an abu se o f  a dom inant
I p o s i t i o n .9 I t  i s  p a r t i c u l a r l y  s i g n i f i c a n t  t h a t  in  th e  M a g ill
I c a s e s ,  th e  C o u rt o f  F i r s t  In s ta n c e  e x p r e s s l y  b ased  i t s
I a n a l y s i s  on th e  need t o  s a fe g u a rd  th e  e s s e n t i a l  fu n c tio n  o f
I c o p y r i g h t s .10 The CFI b a s i c a l l y  h eld  t h a t  th e  u se  o f
| i n t e l l e c t u a l  p r o p e r ty  r i g h t s  beyond what i s  n e c e s s a r y  t o

f u l f i l  th e  e s s e n t i a l  f u n c tio n  o f th e  e x c l u s i v e  r i g h t  i s  
m a n if e s tly  c o n t r a r y  t o  A r t i c l e  86 EC.

5 See s u p r a . C h ap ter V I, a t  p t .  V I . 4 . 4 . 2 . C.

8 Case 5 3 / 8 7 ,  CICRA and M a x ica r v . R e n a u lt , Judgm ent o f  5 
O cto b e r 1 9 8 8 ,  E . C . R .  ( 19 8 8)  6 0 3 9 .

7 Case 2 3 8 / 8 7 ,  AB V olvo v . E r ik  Veng (UK) L td , Judgm ent o f  
5 O cto b er 1 9 8 8 ,  E . C . R .  ( 19 8 8)  6 2 1 1 .

8 See s u p r a . C h ap ter V I, a t  p t .  V I . 4 . 4 . 5 . C. !T

9 See s u p r a . C h ap ter V I, a t  p t .  V I . 4 . 4 . 4 .

10 See s p e c i f i c a l l y  s u p r a , C h ap ter V I, a t  p t .  V I . 4 . 4 . 4 . E.
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The underlying reason for taking the function of in te llectu a l 
property rights into account under the competition rules, is  
th at in te llec tu a l property rights essentially  constitute a 
legitim ate temporary restrain t on competition in order to 
stimulate innovation and development, be i t  in the technical, 
aesth etica l, or cultural f ie ld .11 The exact balance between the 
two apparently conflicting systems of free competition and 
in te llec tu a l property rights has been topic of much debate.12 
As far as the European Community is concerned, the Court 
c la r ifie d  in the Continental Can case that safeguarding an 
e ffectiv e  competitive structure in the Common Market is  both 
in the consumers' interests and an essential objective of the 
Treaty. In the words of the Court:

" . .  i f  A rticle  3 (f) provides for the in stitu tion  of a system 
ensuring that competition in the Common Market is  not 
d istorted , then i t  requires a fo r tio r i that competition must 
not be elim inated."

"As may further be seen from le tte rs  (c) and (d) of A rticle 86
(2) , the provision is  not only aimed at practices which may 
cause damage to consumers d irectly , but also a t those which 
are detrimental to them through their impact on an effective 
competitive structure, such as is  mentioned in A rticle 3 (f) 
of the Treaty."13

In te llec tu a l property rights, which are inherently exclusive 
r ig h ts , are particularly apt to change the competitive market 
structure. Being an exception to the principle of free 
competition, in te llectu a l property rights should thus 
obviously be interpreted re str ic tiv e ly . I t  is  submitted that 
th is  means that they should only be cleared under the rules on 
competition i f  they are enforced in such a way as needed to 
f u l f i l  the objectives for which the exception was granted. I t

See also supra. Chapter I I I ,  at pt. I I I . 3 .1 .

12 See suprar Chapter I I I .

13 Case 6/72, Europemballage and Continental Can v.
Commission, Judgment of 21 February 1973, E.C.R. (1973) 215,
at para 24 and 26 respectively, emphasis added.
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is  rather obvious that any other approach is  tantamount to 
legitimizing abuses of in tellectu al property rights aimed at 
circumventing the rules on, and possibly eliminating a l l ,  
competition. But i t  is  not surprising that, having failed  to 
examine whether the function of design rights was fu lf il le d  
under A rticle 36 EC, the Court in the spare parts cases 
subsequently also failed  to examine whether the use of those 
exclusive rights was necessary to safeguard the inherent 
function of design rights.

IX .2. THE SPARE PARTS CASES

IX.2.1 THE BACKGROUND *

Both the factual background and the legal issues raised were 
d ifferent in the Volvo and the Maxicar cases. Whereas the 
Maxicar case concerned a claim made by the independents for 
the annulment of design rights on bodywork components that had 
been granted to  the car manufacturer,14 the Volvo case 
concerned proceedings in itia ted  by a car manufacturer against 
an independent for alleged infringement of h is design rights 
on bodywork components through importation and sale and 
unauthorized parts.

As mentioned before, the Ita lia n  court in the Maxicar case, 
though ruling that design rights on bodywork components of 
cars were in conformity with Ita lian  law, wondered whether or 
not the exercise of such an exclusive right which appears to  
be contrary to the inherent function of such a right, was in 
conformity with A rticles 30 and 86 EC.15 Concerning the rules 
on competition, the following question was referred to the

See supra. Chapter V III, at pt. V II I .2 .1 .

See supra. Chapter V III, at pt. V III .2 .1 .
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Court of Ju stice :

•'Is or is  not A rticle 86 of the EEC Treaty applicable so as to 
prohibit the abuse of the dominant position held by each car 
manufacturer in the market for spare parts for cars of i t s  
manufacture which consists in pursuing, by means of 
registering  protective rights, the aim of eliminating 
competition from independent manufacturers of spare parts?"18

In other words, the national court sought an answer to the 
question whether obtaining and subsequently enforcing 
exclusive design protection could in the given circumstances 
amount to an abusive manner of eliminating competition.

Also in the Volvo case, Veng in it ia lly  denied to have 
infringed a design right by importing and se llin g  unauthorized 
p arts , through challenging the validity of Volvo's design 
rig h ts  on the Volvo 200 series front wing. However, Veng 
subsequently seemed to accept the validity of the exclusive 
r ig h t and undertook to abandon a l l  allegations of abuse under 
A rtic le  86 EC, except for the alleged abuse of a dominant 
position resulting from Volvo's refusal to grant a licence 
under the registered design. As such, the UK court referred 
the following questions to the Court of Ju stice :

"(1 ) I f  a substantial car manufacturer holds registered 
designs which, under the law of a Member State, confer on i t  
the sole and exclusive right to make and import replacement 
body panels required to e ffect repair of the body of a car of 
i t s  manufacture ( i f  such body panels are not replaceable by 
body panels of any other design) , is  such a manufacturer, by 
reason of such sole and exclusive rights, in a dominant 
position within the meaning of A rticle 86 of the EEC Treaty 
with respect to such replacement parts?

(2) Is  i t  prima fac ie  an abuse of such dominant position for 
such a manufacturer to refuse to license others to  supply such 
body panels, even where they are w illing to pay a reasonable 
royalty for a l l  a r tic le s  sold under the licence (such royalty 
to  represent an award which is  ju s t and equitable having 
regard to the merits of the design and a l l  the surrounding 
circumstances, and to be determined by arb itration  or in such * 522

Case 53/87, o . c . .
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other manner as the national court shall d irect)?

(3) Is  such abuse lik ely  to a ffect trade between Member States 
within the meaning of A rticle 86 by reason of the fact that 
the intending licensee is  thereby prevented from importing the 
body panels from a second Member States?,,t7

In other words, the national court's questions in the Volvo 
case were complementary to the question posed in the Maxicar 
case. In the assumption that the registered design could in 
principle be used to eliminate competition under Community 
law, the UK court sought to know whether the refusal to 
license design rights on bodywork components of cars whereby a 
ju s t and equitable royalty would be paid, nevertheless 
amounted to an abuse of a dominant position.

IX .2 .2 . INTRODUCTION TO THE LEGAL ISSUES

I t  is  well known that A rticle 86 EC only applies when three 
conditions are cumulatively fu lfille d . The undertaking alleged 
to behave anti-competitively has to occupy a dominant position 
on the relevant market, th is  dominant position has to be 
abused, and trade between Member States has to be appreciably 
affected .

The Ita lian  court in the Maxicar case assumed that Renault 
occupied a dominant position in the spare parts market, 
because i t  held that i t  is  that company that consumers 
approach when they need to replace a bodywork component.18 The 
UK court in the Volvo case thought that Volvo might be in a 
dominant position concerning replacement parts by reason of 
the conferment of sole and exclusive rights. A f i r s t  issue 
which thus needs to be considered under A rticle 86 EC,

Case 238/87, o .c.

Case 53/87, o .c . . Report of the Hearing, at p. 6041.
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although the Court did not engage in th is debate, is  whether 
or not car manufacturers occupy a dominant position in the 
relevant market. The crucial issue is  of course how the 
relevant market, and especially the relevant product market, 
has to be determined.19 This is  rendered more d iff ic u lt  in view 
of the fa c t that spare parts are components of complex 
products. Theoretically, one could envisage the relevant 
market as being the market in both the car and the spare parts 
needed to repair that car, or -as the national courts suggest- 
the market in replacement parts needed to repair a given brand 
of car. Having established the relevant market, one 
subsequently needs to examine whether or not the car 
manufacturers also hold a dominant position on that market, 
and which role in tellectual property rights thereby f u l f i l . 20 
Although the Court has consistently held that the conferment 
of in te llectu a l property rights does not automatically imply 
th at the holder also has a dominant position on the market,21 
the Court of Ju stice  has never before been confronted with the 
question whether a holder can abuse the system of in tellectu al 
property rights to  obtain a dominant position.

Assuming that the car manufacturers do occupy a dominant 
position in the relevant market, the Ita lia n  court asked 
whether the enforcement of design rights on bodywork 
components of cars constitutes an abuse, whereas the UK court 
asked whether the refusal to grant a licence on reasonable 
terms amounts to an abuse. As mentioned before, the Court has 
consistently  held that an additional element to the normal 
exercise of in tellectu al property rights is  needed to

See in fra , a t pt. IX .3 .2 .

20 See in fra , a t pt. IX .3 .3 .

21 See Case 102/77, Hoffman-La-Roche, supra. Chapter VI, 
at p t. V I.4 .4 .2 .C.
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establish abusive behaviour under Article 86 EC.22 This means 
that the answer to  be given to what constitutes an abuse by 
the holder of design rights of course largely depends on 
whether the function or the sp ecific subject-matter of design 
rights is  taken into account.23 I f  the function is  taken into 
account, anti-competitive behaviour which is not in accordance 
with the objectives of design legislation can be struck down. 
But i f  the sp ecific  subject-matter te s t is  applied, as the 
Court did in the spare parts cases, then i t  is  more d if f ic u lt  
to draw a line between acceptable and abusive behaviour. This 
is  illu strated  by an analysis of the three examples of abusive 
behaviour by holders of design rights on bodywork components 
of cars as advanced by the Court.24

The third issue then is  to establish whether or not the abuse 
of the dominant position also appreciably a ffects  in tra - 
Coramunity trade.25 Basically two approaches can be adopted, 
namely the structural te s t  or the ‘pattern of trade' te s t ,  but 
the outcome of these tests  as concerns replacement parts of 
automobile vehicles is  of course largely dependent on what 
precisely is  held to constitute the abusive conduct by the car 
manufacturers.

22 See supra, at pt.

23 See in fra . a t pt.

24 See in fra . a t pt.

25 See in fra . a t pt.

IX .1.

IX .4 .2 .

IX .4 .3 .

IX .5.
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IX. 3. THE CONCEPT 1 DOMINANT POSITION1 AND BODYWORK COMPONENTS 
OF CARS

IX .3 .1 . THE RELEVANT MARKET CONCEPT

Before one can establish whether or not one or more 
undertakings hold a dominant position in the sense of A rticle 
86 EC, and the role in te llectu al property rights thereby 
f u l f i l ,  i t  has to be established on which market th is alleged 
dominant position takes place. This implies that both the 
relevant geographical and the relevant product market need to 
be defined.

The debates in the spare parts cases did not substantially 
deal with the definition of the relevant geographical market. 
Veng's statement that the relevant geographical market in the 
Volvo case was constituted by the United Kingdom market does 
not seem to have been challenged.” Sim ilarly, having regard to 
the principle of te r r ito r ia lity  inherent to design rights, 
the relevant market in the Maxicar case could be held to be 
the Ita lia n  market. The absence of debate about th is  issue is  
most lik ely  to be explained by the fact that the Court has 
consistently  held that the market of one Member State may 
constitu te a substantial part of the Common Market in the 
sense of A rticle 86 EC.27

The defin ition  of the relevant product market has to the

See Case 238/87, o . c . . Report of the Hearing, at p.
6216.

See for instance Case 322/81, Michelin v. Commission, 
Judgment of 9 November 1983, E.C.R. (1983) 34 61, at para 28. 
In the Maaill cases, the Court of Instance also had no 
d if f ic u lt ie s  in finding that the relevant geographical market 
constituted by Ireland and Northern Ireland was a substantial 
part of the Common Market, see for instance Case T-69/89, RTE 
v. Commission, Judgment of 10 July 1991, not yet published, at 
para 64.
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contrary given r is e  to controversy in the spare parts cases. 
The Court has consistently given the following explanation 
about the use of the concept 'relevant product market1 under 
the A rticle 86 analysis:

for the purposes of investigating the possibly dominant 
position of an undertaking on a given market, the 
p o ssib ilitie s  of competition must be judged in the context of 
the market comprising the to ta lity  of the products which, with 
respect to th e ir  ch aracteristics, are particularly suitable 
for satisfying constant needs and are only to a limited extent 
interchangeable with other products".28

As Frazer points out, the relevant product market concept thus 
refers to those products that "form part of group with 
characteristics which separate them in an economically 
sensible way from a ll  other products",29 which implies that 
they are necessarily interchangeable but not necessarily 
homogeneous, and are not substantially interchangeable for 
products outside the group. I t  is  well known that the Court 
uses different c r ite r ia  to delimitate the relevant product 
market.30 One criterion  is  the su bstitu tability  of the products 
on the demand-side, thus the interchangeability from the 
consumers point of view.31 The extent to which consumers

20 Case 322/81, Michelin v. Commission, Judgment of 9 
November 1983, E.C.R. (1983) 3461, at para 37. See for
instance also Case 31/80, L'Oréal v. De Nieuwe AMCK, Judgment 
of 11 December 1980, E.C.R. (1980) 3775, at para 25.

29 See FRAZER, T ., Monopoly, competition and the law: The 
regulation of business activ ity  in Britain . Europe and 
America. Wheatsheaf Books, Sussex, 1988, at pp. 14-15.

30 There are numerous a r tic le s  that give an analysis of 
the c r ite r ia  used by the Court, see for instance FISHWICK, F . , 
"Definition of monopoly power in the an titru st policies of the 
United Kingdom and the European Community", Antitrust Bull.
(1989) 451-488; GYSELEN, L. , KYRIAZIS, N. , "A rticle 86 EEC: 
the monopoly power measurements issue rev isited ", E.L.R.
(1986) 134-148.

31 See for instance Case 85/76, Hoffman-La Roche v.
Commission, Judgment of 13 February 1979, E.C.R. (1979) 461;
Case 27/76, United Brands v. Commission, Judgment of 14
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consider products to be interchangeable is  often determined 
through the use of the cro ss-e lastic ity  te s t ,  or in other 
words the willingness of consumers to turn to another product 
i f  the price is  increased, although this might be dependent on 
a tim e-fact o r.32 Another criterion , which is  sometimes used in 
addition to the f i r s t ,33 is the su bstitu tability  of the 
products on the supply-side. This te s t implies that due regard 
should be given to entry barriers, such as in te llectu al 
property righ ts, which essentially prohibit potential 
competitors to enter the market.34

February 1982, E.C.R. (1982) 207.

32 See for instance Case 27/76, o .c . . at para 34 and 35, 
where the Court made the following, by now famous, statement: 
" I t  follows from a l l  these considerations that a very large 
number of consumers having a constant need for bananas are not 
noticeably or even appreciably enticed away from the 
consumption of th is  product by the arrival of other fresh 
f r u it  on the market and that even the personal peak periods 
only a ffe c t i t  for a limited period of time and to a very 
lim ited extent from the point of view of su b stitu tab ility . 
Consequently the banana market is  a market which is  
su ffic ie n tly  d istin ct from the other fresh fru it  market".

33 See for instance Case 322/81, Michelin, o .c . . 
especially  at para 37 where the Court held: " ..a n  examination 
lim ited to the objective characteristics of the relevant 
products cannot be su ffic ien t: the competitive conditions and 
the structure of supply and demand on the market must also be 
taken into consideration". The Court found that there was 
neither interchangeability between car tyres and tyres for 
heavy vehicle from the demand side, nor cro ss-e la stic ity  on 
the supply-side.

34 See for instance Case 6/72, Continental Can, o .c . . 
especially  at para 33 where the Court held: "In order to be 
regarded as constituting a d istin ct market, the products in 
question must be individualized, not only by the mere fact 
th at they are used for packing certain products, but by 
p articu lar ch aracteristics of production which make them 
sp e c ifica lly  suitable for th is purpose. Consequently, a 
dominant position on the market for light metal containers for 
meat and fish  cannot be decisive, as long as i t  has not been 
proved that competitors from other sectors of the market for 
lig h t metal containers are not in a position to enter th is 
market, by simple adaptation, with su ffic ien t strength to 
create a serious counterweight".
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The determination of the relevant product market was a crucial 
issue to the analysis under A rticle 86 EC, because i t  is  
obvious that the wider the definition of the product market 
the less i t  is  probable that a dominant position is  withheld, 
even i f  exclusive rights are enforced, and vice versa.35 I t  is  
not surprising that consumer in terests, and especially 
consumer demand, played a crucial role in the argumentation of 
both sides. According to the car manufacturers, replacement 
parts cannot be seen as being separate from the market in new 
cars, because they offer a 'package-deal' to th eir customers. 
As such, they argue that the market in the complex products 
and i t s  components should be regarded as one and the same. 
This view is  countered by the independents, who claim that the 
market in replacement parts responds to d ifferent needs than 
the market in new vehicles. They maintain that there are 
separate markets in replacement parts sp ecific to the brand of 
car concerned.

IX .3 .2 . THE RELEVANT PRODUCT MARKET FOR SPARE PARTS OF CARS

IX .3 .2 .1 . One global market for cars and snare parts

According to the car manufacturers, the relevant product 
market is  not the market in replacement parts, but the general 
market in cars and/or maintenance and repair work which is  
very competitive. The argument goes that the consumer takes 
the price of spare parts and repair work into account when 
purchasing a car, so that he does not envisage the replacement 
parts as constituting a separate market in which 
interchangeable products should be offered and competition 38

38 Sim ilarly, see FRIDEN, G., "Recent developments in EEC 
in te llectu a l property law: the distinction between existence 
and exercise revisited", C.M.L.Rev. (1989) 193-217, at p. 209.
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should p revail. "

This viewpoint is  based on the conception of the car 
manufacturers th at they offer a 'package1 to the potential 
purchaser of a car, which consists not only in the new car, 
but also in pre-sales and especially a fter-sa les  services, 
such as guarantee and repair work. They therefore assume that 
the buyer of a new car has properly evaluated and also adhered 
to  th is  package deal through the act of purchasing the car of 
a given brand rather than another, and w ill in the future 
purchase a car of a different brand i f  th is  package proved 
inadequate or excessively expensive. This package theory is  
a lso  invoked to ju stify  the earlier  mentioned strategy of 
passing on production costs from the car to the captive 
replacement parts in order to keep the prices of new vehicles 
down and thus to enhance the competitive position of European 
car manufacturers.33 * * * 37

There seems to be a serious flaw in th is  reasoning. I f  the 
premise is  that the potential purchasers can and do evaluate 
the price they w ill eventually pay for the whole package of 
any given brand, then surely decreasing the price of the new 
cars and subsequently recuperating production costs on the 
spare parts would not enhance the sales of new cars. The 
problem is  that i t  is  impossible to know when buying a car how 
much the to ta l package w ill cost. When purchasing a new car, 
the a le rt consumer might take the estimated cost of captive 
replacement parts -accounted over the certain number of years 
he intends to use the car- into account in the determination

33 This view is  shared for instance by Bonet. See BONET,
G., "Les créations d'esthétique industrielle au regard des
règles de lib re  circulation et de lib re  concurrence dans le  
Marché Comun", in CUERPI, La protection des créations 
d'esthétique industrielle dans le  cadre de la  CEE! o b jec tif
1992. 1988, pp. 45-64, at pp. 61-62.

37 See supra, Chapter V III, a t p t. V I I I .5 .2 .
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of the price he is  willing to pay for the car. But he does not 
with certainty know how much the replacement parts w ill cost 
at the time the repair is  needed. He also cannot possibly 
foresee how often he w ill need to replace a part, due to 
either accidents or break down, nor which parts he w ill need 
to replace. I t  is  therefore submitted that the strategy of the 
car manufacturers, which consists in charging competitive 
prices for the f i r s t  sale, i . e .  the car, and higher prices for 
the spare parts la te r  on, is  based on the premise that the 
average consumer does not think of, and anyhow cannot possibly 
calculate, the cost of replacing parts when buying the car and 
w ill thus be tempted by the price/quality ra tio  of the car 
i t s e l f .  In the absence of competition, monopoly prices could 
thus be charged to every buyer of spare parts la ter on. As 
concerns th is  t ie - in , the in terests of consumers and car 
manufacturers are obviously co n flictin g .38

I t  is  furthermore obvious that th is strategy is  based on the 
understanding that due to the substantial price difference 
between the car and the spare parts at least a majority of the 
consumers do not consider the purchase of a new car -which 
constitutes a considerable investment- to be a valuable 
alternative to repairing a relatively  new car -even i f  the 
prices of spare parts are increased-, but to the contrary 
intend to keep the car running over a certain number of years. 
Having regard to the price of a new car, i t  is  clear that the 
prices for spare parts would have to be more than * 1985

38 See also SCHARPE, T ., "Comments on Christian Joerges' 
paper on selectiv e distribution in the car sector", in Goyens,
H. , (ed .), EC competition policy and the consumer in te re s t.
1985, Bruylant, pp. 249-263, at p. 261, where he illu s tra te s  
through a reference to motor spare parts that the neo
c la ss ica l theory that a monopoly price can only be charged 
once so that a t ie - in  is  unexceptional does not necessarily 
hold true. He concludes: "Radical uncertainty about the cost 
of running a motor car e x is t ; consumers can therefore be 
exploited ( . . )  The t ie  in serves to increase the
manufacturers' p ro fits".

5 3 1



IN G E GOVAERE CHAPTER DC

substantially  raised in order to make repairs economically 
u n ju stifiab le  in comparison to the market value of a 
re la tiv e ly  new c a r .39 As such, i t  can be submitted that the 
very idea of a package deal proves that the car manufacturers 
im p licitly  acknowledge the fact that, at least as far as the 
average consumer is  concerned, the purchase of a new car is  
not an overall valuable alternative to repairing the car. As 
fa r  as the consumers is  concerned, th is means th at spare parts 
cannot be substituted by cars and therefore should constitute 
a separate market under an A rticle 86 EC analysis.

I t  is  submitted that the spare parts issue is  fundamentally 
d ifferen t from the Alsatel v. Novas am case, where the Court 
held the relevant market to be the domestic market in 
telephone in sta llation s in general, and not the separate 
market in the rental and maintenance of telephone equipment as 
the Commission maintained.40 The Court came to th is  conclusion 
on the grounds that the consumer had the in i t ia l  choice 
between either a rental and maintenance contract .or the 
purchasing of the same equipment, so that these options could 
be considered to be interchangeable. This outweighed the fact 
th at consumers that had in it ia lly  opted for a rental and 
maintenance contract were subsequently dependent for the 
duration of the contract. The main difference with the spare 
parts issue is  that the matter of maintenance and repairs in 
the car sector are not linked to a rental contract -which does 
not confer ownership-, but to the purchase of the car. As 
such, under the package theory, the customer does not 
necessarily  choose to be, but is  nevertheless tied -in  as

39 However, see supra. Chapter V III, at p t. V III .6 .3 ., 
where i t  is  held that the raising of the price of spare parts 
might be a means of prematurely eliminating older types of 
veh icles, with a low market value, from the market in favour 
of the purchase of new vehicles.

40 Case 247/86, Alsatel v. Novasam, Judgment of 5 October 
1988, E.C.R. (1988) 5987, at para 17.
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concerns the subsequent purchase of spare parts. I t  is  a 
typical feature of a complex consumer durable that the 
consumer who wants to buy a motorized vehicle does not have 
th is  in i t ia l  choice between having repairs and maintenance 
carried out or not. He in it ia lly  buys the complex product, and 
is  subsequently dependent on repair and maintenance in order 
to keep the complex product function. As such, as the Court 
held in the Hug in case,41 in order to establish the relevant 
market for components of complex products i t  has to be 
established i f  there are alternatives for the repair and 
maintenance from the consumers' point of view.42 As seen 
before, the purchase of a new car is  not overall
interchangeable for repair and maintenance, so that the a fte r 
sales market, and more sp ecifica lly  the market in replacement 
parts, is  to be seen as constituting a market d istin ct from 
the market in motor vehicles in general.

The second major flaw in the determination of the relevant 
market on the basis of the package theory is  that i t  does not 
take the necessities and demands of the d ifferent categories 
of consumers into account, in terms of income and socia l 
s tra tif ic a tio n . I t  is  certain that the package deal would cost 
re la tiv ely  less to those consumers that regularly replace

41 Case 22/78, Hugin v. Commission, Judgment of 31 May 
1979, E.C.R. (1979) 1869. See in fra , at pt. IX .3 .2 .2 .

42 Korah seems to have failed  to grasp the fundamentally 
d ifferent significance of the 'maintenance' factor in the 
choice between rental/maintenance or sale on the hand and the 
compulsory relationship between the complex product and i t s  
components/maintenance on the other hand. She writes that in 
the Alsatel v, Novasam case, "the Community Court considered 
a t paragraph 17 that the relevant market should include sale 
as well as h ire. This contradicts the Huain judgment, as those 
who had already hired ALSATEL equipment remained dependent on 
i t ,  even i f  new users could buy telephone equipment 
elsewhere". See KORAH, V., "No duty to license independent 
repairers to make spare parts: the Renault, Volvo and Bayer & 
Hennecke cases", E .I.P .R . (1988) 381-386, a t p. 382, footnote 
8.
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th e ir  cars, as compared to users of older cars. In a way, the 
price of th eir new car would be subsidized by the repairs 
effected  by the users of older vehicles which naturally break 
down more often. The package deal would even be less tenable 
when taking solely the in terests of holders of second-hand 
cars into consideration, because they would pay the higher 
price for the spare parts without benefitting from the 
corollary decrease in price for the vehicle. In other words, 
including a fter-sa les  services in a package deal and 
eliminating competition with regard to spare parts would 
d efin ite ly  not respond to the needs and demand of a 
substantial part of the consumers.43

S t i l l ,  i t  cannot be contested that some consumers do take the 
a v a ila b ility  and the quality of a fter-sa les  services into 
account when purchasing their cars and might turn to another 
brand i f  the package proves to be inadequate or excessively 
expensive. But the fact that a package is  offered by the car 
manufacturers and is  perceived by some consumers as a 
marketing strategy does not imply that a l l  consumers should 
therefore also be obliged to have their cars subsequently 
repaired in an authorized workshop, nor that a l l  consumers 
necessarily consider the spare parts market to be the same as 
the one in new cars. That the package theory is  not 
universally accepted can best be illu stra ted  by the opposition 
from the consumers organizations, and especially the BEUC, to

See also JOERGES, C ., "Selective d istribution schemes 
in the motor-car sector: European competition policy, consumer 
in terests  and the draft regulation on the application of 
A rticle  85 (3) of the Treaty to certain categories of motor- 
vehicle distribution and servicing agreements", in Goyens, M., 
(ed .), EC competition policy and the consumer in te re s t. 1985, 
Bruylant, pp. 187-236, at pp. 197 where he writes: 
"Promotional e ffo rts  to s e ll new cars and encourage customers' 
loyalty by specialized service networks only e ffe c t  a small 
percentage of consumers, namely those who can afford to buy 
new cars and/or want to avoid the hazards of the used car 
market. In contrast, the a fter-sa les  market must respond to 
the sp ecific  needs of low income consumers".
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the inclusion of the after-sa les market -though with 
safeguards as concerns the purchase of spurious spare parts, 
which shows that also the Commission is  of the opinion that 
competition should not be eliminated- in the block exemption 
concerning se lectiv e  distribution in the car secto r.44

Although the Court did not engage in the debate about the 
definition of the relevant product market in the spare parts 
cases, previous case-law shows that the Court is  not inclined 
to accept the argument that the alleged fierce  competition in 
the motor vehicle market su ffices to prevent competition in 
related markets. For instance, in the General Motors and 
B ritish  Levland cases concerning type approval of motor 
vehicles,45 the Court refuted the argument that the relevant 
product market was the one in the sales of new vehicles, but 
to the contrary stated that i t  was the separate and ancillary 
market in services which are in practice indispensable for 
dealers who wish to s e ll  the vehicles manufactured by the said 
car manufacturers in a sp ecific geographical area.46

44 See for instance the following paper by a member of the
BEUC, SCHMITZ, B ., "Le point de vue des consommateurs”, in 
Pizzio, J . ,  (ed), Droit des consommateurs. 1987, Story 
Scientia, pp. 104-111. At pp. 109-110, he w rites: ”En vain,
les  organisations de consommateurs avaient plaidé pour que le  
Règlement 123/85 ne s*étende pas aux services après-vente. Ce 
marché est, en e ffe c t, déjà bien plus vivant que celu i de la 
vente de voitures neuves (de nombreuses nouvelles formes de 
service ont vu le  jour ces dernières années) e t les avantages 
o ffe r ts  par les distributeurs agréés dans ce domaine sont plus 
que contestés non seulement par les organisations de 
consommateurs, mais aussi par des autorités nationales te l le s  
que l'O ffice  of Fair Trading au Royaume-Uni”. Specifically  on 
Block exemption 123/85, see supra. Chapter I I ,  at p t.
I I . 3 .2 .2 .

45 Case 26/75, General Motors v. Commission, Judgment of
13 November 1975, E.C.R. (1975) 1367; Case 226/84, B ritish
Leyland v. Commission, Judgment of 11 November 1986, E.C.R.
(1986) 3263.

44 See especially Case 226/84, o .c . . at para 5.
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IX .3 .2.2« A market in spare parts specific to a_brand

I t  is  not surprising, therefore, that Advocate-General Mischo, 
in  h is opinion to both the Maxicar and the Volvo cases, 
e x p lic itly  rejected the definition of relevant product market 
based on the package theory. He stated:

"There is  no doubt that certain purchasers of cars, before 
making th eir  choice, also obtain information as to the price 
o f spare parts, and that factor may influence th eir  decision. 
I t  is  also certain that the owner of a vehicle of a particular 
shape may, when deciding to change a car, buy one of another 
make because the spare parts for the f i r s t  car proved, in his 
opinion, excessively expensive. I f  the time factor is  also 
taken into account, the competition prevailing in the new-car 
market thus also includes an element of competition regarding 
spare parts.

The fa c t nevertheless remains that the owner of a vehicle who, 
a t  a given moment, decides to repair the bodywork of his 
vehicle rather than change model is  obliged to purchase 
(e ith er d irectly , i f  he repairs the car himself, or indirectly 
through a garage in the manufacturer's network or through an 
independent repairer) a body panel which is  identical in shape 
to the original part. Consequently, f o r  th e  owners o f a 
v e h ic le  o f a p a r t ic u la r  make th e  'r e le v a n t  m a rke t1 i s  th e  
m arke t made up o f  th e  body p a n e ls  s o ld  by th e  m a n u fa ctu re r o f  
th e  v e h ic le  and o f  the  com ponents w h ich , b e in g  c o p ie s , a re  
c a p a b le  o f  b e in g  s u b s t itu te d  fo r  them ".47

This implies that for the determination of the relevant 
product market, i t  is  not su ffic ien t to look a t whether there 
are substitutable goods as concerns the complex product or at 
whether there is  a long- or medium-term cro ss-e la stic ity  with 
alternative 'packages' that are offered by other car 
manufacturers. One has to look at whether there is  a sp ecific

See Case 53/87, o .c . . and Case 238/87, o . c . . Opinion of 
Advocate-General Mischo delivered on 21 June 1988, 
respectively a t para 47-48 and 7-8, emphasis added. On th is 
b asis , Advocate-General Mischo also rejected  other 
th eo retica lly  possible definitions of the relevant product 
market, such as the market in spare parts in general or the 
market that has grown around the manufacture and maintenance 
of motor vehicles.
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consumer demand for spare parts of cars and at whether 
bodywork components can be substituted by other products.

This finding is  fu lly  in line with the approach taken by the 
Court concerning the application of A rticle 86 EC to 
components of complex products in the Huain case* 48 -concerning 
the refusal by Hugin to supply spare parts for cash reg isters 
of i t s  own make to independent companies-, which surprisingly 
enough Advocate-General Mischo did not re fer to although i t  
had been invoked by CICRA and Maxicar.49 In th is case, the 
Court held that the existence of a market for Hugin spare 
parts, separate from the market in cash reg isters, at the 
level of independent undertakings -which specialize in the 
maintenance and repair of cash reg isters, in the
reconditioning of used machines and in the sale of used 
machines and renting out of machines-, was su ffic ien t to 
delimitate the relevant market as being the market in spare 
parts. This market was furthermore restric tiv e ly  defined as 
the market in sp ecifica lly  Hugin spare parts, because those 
parts are not interchangeable with spare parts for cash 
registers from other makes, and thus are subject to a sp ecific  
demand.“

Case 22/78, o .c . . On the importance of th is case, see 
for instance VERSTRYNGE, J . ,  "Het begrip 'relevante markt' in 
het EEG mededingingsrecht: de stand na het Hugin arrest" ,
S.E.W. (1980) 400-418.

48 Case 53/87, o .c . . Report of the Hearing, at p. 6051. 
See also FRIDEN G., o .c . . a t p. 208, where he writes that the 
Advocate-General 'conspicuously' avoided any reference to 
Hugin. I t  is  interesting to note that Plaisant and Daverat 
advanced the following view in 1983: "Quoiqu'il en so it, ce tte  
espèce (Hugin) n 'a  guère de relations avec la question des 
pièces détachées pour automobiles e t des exclusivités s 'y  
rapportant", see PLAISANT, R ., DAVERAT, G., "La distribution 
des pièces détachées pour automobiles et les  lo is  contre les 
pratiques re s tr ic tiv e s" , R.T.D.C. (1983) 147-187, at p. 169.

“ Case 22/78, o .c . . a t para 7. At para 8, the Court 
unequivocally stated: "Consequently the market thus 
constituted by Hugin spare parts required by independent
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Although the Huain judgment thus confirms the valid ity  of 
Advocate-General Mischo's finding as concerns the relevant 
product market, i t  has to be pointed out th at there are two 
important differences between the Maxicar and the Volvo cases 
on the one hand, and the Huain case on the other hand. 
F irstly , the structure of supply of spare parts is  not the 
same. Only Hugin manufactured and was thus in the p o ssib ility  
to supply the spare parts concerned in the Huain case, whereas 
in the car spare parts cases independent undertakings 
manufactured (Maxicar), or wanted to manufacture under licence 
(Vena) , sim ilar spare parts themselves and thus constituted an 
alternative source of supply. This is  an additional argument 
in support of the finding that the supply of spare parts of 
cars is  a sp ecific  market separate from the market in new 
cars .* 51 * Secondly, also the determination of categories of 
potential c lie n ts , and thus the demand structure, i s  
d ifferen t. The Court's ruling in the Huain case th a t, 
considering the technical nature of cash reg isters , the user 
is  not himself a purchaser of the spare parts concerned but 
avails himself either of Hugin a fte r-sa les  services or 
independent undertakings specialized in repair and maintenance 
work,92 had been critic ized  for at least two reasons. I t  was 
held that the Court failed  to  examine whether there were 
possible substitutes on the demand side for independent 
undertakings, and, more importantly, neglected the indirect

undertakings must be regarded as the relevant market for the 
purposes of the application of A rticle 86 to the facts of the 
case"•

51 Compare to the H ilti case (Case T-30/89) , where the 
Court of F irst Instance held that the existence of independent 
producers making only Hilti-compatible nails was proof of the 
fa c t that there was a sp ecific  market for those nails. See 
supra. Chapter VI, at pt. V I.4 .4 .4 .C.

92 Case 22/78, o .c . . at para 6.
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demand for spare parts by owners of Hugin cash re g is te rs .53 
This critique becomes redundant in the car spare parts cases 
because, as Advocate-General Hischo in the car spare parts 
cases correctly  pointed out, i t  is  undisputable that the car 
user not only purchases spare parts indirectly through a 
garage in the manufacturer's network or through an independent 
repairer, but also d irectly  in order to repair the car 
him self.54 I f  i t  sufficed in the Hugin case that the 
independent undertakings specialized in maintenance and repair 
work required spare parts to establish that there was a 
separate market, then this is  a ll  the more so the case where 
there is  a sp ecific  demand for spare parts not only indirectly  
from consumers and directly  from independent undertakings, but 
also from consumers d irec tly .55

53 See especially BADEN FULLER, C ., "A rticle 86 EEC: 
Economic analysis of the existence of a dominant position",
E.L.R. (1979) 423-441, at p. 426. He points out that the 
independent undertakings could have shifted their ac tiv ity  to 
the repair and maintenance of other brands of cash reg isters, 
so that su bstitu tab ility  existed on the demand side from the 
point of view of independent undertakings. At p. 427, he thus 
forwards the view that the Court should have defined the 
relevant market as "spare parts required by those who are 
owners of Hugin machines", which would have included but not 
been limited to those repairers of Hugin cash reg isters. 
Sim ilarly, see also KORAH, V ., "Concept of a dominant position 
within the meaning of A rticle 86", C.M.L.Rev. (1980) 395-414, 
a t p. 403 where she writes: "The lim itation of the demand side 
of the market to those who were currently buying spares, 
bypasses those who were most dependent on Hugin for spare 
parts: the shops that had bought it s  machines".

54 Franceschelli to the contrary maintains that car owners 
exclusively avail themselves of the services of specialized 
repairers, and thus never repair th eir cars themselves, so 
that their demand for spare parts -in  the line of the Hugin 
case- should not be taken into account. See FRANCESCHELLI, R ., 
"Modelli ornamentali di parti di carrozeria di automobili ed 
abuso di posizione dominante", Riv. Dir. Ind. (1988-11) 175- 
187, at p. 183.

55 On the sp ecific  needs and demands of car owners, and on 
the fact that for the consumers cars are not fu lly  
interchangeable for spare parts, see also supra. at pt.
IX .3 .2 .1 . Compare to the Magi11 cases (Cases T-76/89, T-70/89,
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Specifically  as concerns bodywork components of cars, i t  has 
been submitted before that th e ir  shape is  imperative to 
restore the car in i t s  original appearance.88 Similarly as in 
the Hug in case, th is  implies th at bodywork components for cars 
of different brands cannot be interchanged. But i t  has been 
pointed out before that the difference with the Huain case is  
that there are alternative sources of supply on the market. 
Advocate-General Mischo therefore correctly pointed out in the 
car spare parts cases that the relevant product market had to 
be restricted  to those body panels sold by the manufacturer of 
the vehicle as well as copies made thereof.

The Court's ruling in the Huain case had also been critic ized  
because i t  defined the relevant market with respect to a brand 
instead of a product, and thus failed  to analyze whether 
alternative sources of supply, for instance copies made by 
independent undertakings, were feasible or whether barriers to 
entry such as design protection existed .* 87 However, Advocate- 
General Reischl, in his opinion to the Huain case, did 
establish that there were important barriers to entry.88 
Amongst others, i t  is  sig n ifican t that he held that i t  was not 
necessary to examine whether or not there were in fact legal 
barriers such as design rights to prevent the manufacture of 
competing spare parts, because:

T—69/89), where the Court of F irst Instance defined the 
relevant product market as the market in advanced weekly 
listin g s because there was a sp ecific , constant and regular 
potential demand for th is product. See supra. Chapter VI, at 
pt. V I.4 .4 .4 .E.

See supra. Chapter V III, a t pt. V III .5 .3 .

87 See BADEN FULLER, C., o .c . . at p. 426 an at pp. 431-
432.

"  Case 22/78, o .c . . Opinion of Advocate-General Reischl 
delivered on 22 May 1979.
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"the impression may be gained that the existing doubts and the 
threat of considerable penalties make the attempts to 
manufacture Hugin spare parts appear too hazardous"

I f  one could challenge whether uncertainty about the existence 
of design protection was su fficien tly  a deterrent to 
constitute a barrier to future entry in the Hugin case, the 
same does not hold true for the car spare parts cases where 
precisely the enforcement of design rights was challenged.* 80 In 
th is  respect, i t  should not be neglected that the enforcement 
of design rights on the bodywork components leads to a legal 
monopoly through the elimination of competition from 
independent manufacturers of bodywork components and through 
constituting such a barrier to entry on the supply-side.81 This 
means that, especially a fter the judgments of the Court in the 
Maxicar and Volvo cases which upheld those design rights under 
Community law, the relevant market w ill in the future most 
probably be restricted  to the bodywork components of a given 
brand as in the Hugin case, simply because copies w ill be 
excluded from the market.

IX .3.3. DOMINANT POSITION AND THE ROLE OF DESIGN PROTECTION

IX .3 .3 .1 . Dominant position in absence of design protection

Having defined the relevant product market as the market in 
bodywork components of cars sold by the manufacturer of the

"  Idem, at para 2.

80 That in te llectu a l property are barriers to entry is  not 
a t a ll  disputed by economists, but is  to the contrary held to 
be a c lassic  example of barriers to entry. See for instance 
PRICE, D., "Abuse of a dominant position -  the ta le  of n a ils , 
milk cartons, and TV guides", E.C.L.R. (1990) 80-90, at p. 85. 
See also KORAH, V., o . c . r (1988), at p. 381.

81 This was exactly the situation in the Magill cases, see 
also supra. Chapter VI, at pt. V I.4 .4 .4 .D.
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car and copies thereof, the next question arising is  whether 
the car manufacturers also occupy a dominant position on that 
market. The Court has repeatedly given the following 
definition and c la rifica tio n  about the concept dominant 
position:

"The dominant position ( . . )  re la tes to a position of economic 
strength enjoyed by an undertaking which enables i t  to prevent 
effectiv e  competition being maintained on the relevant market 
by affording i t  the power to behave independently of it s  
competitors, i t s  customers, and ultimately of the consumers.

Such a position does not preclude some competition, which i t  
does where there is  a monopoly or a quas i-monopoly, but 
enables the undertaking which p rofits by i t ,  i f  not to 
determine, a t least to have an appreciable influence on the 
conditions under which that competition w ill develop, and in 
any case to act largely in disregard of i t  so long as such 
conduct does not operate to i t s  detriment".“

Although the issue of whether or not second-hand parts 
constitute an additional source of supply which has to be 
taken into account to determine the occurrence of a dominant 
position was not raised in the car spare parts cases; i t  is  
interesting to point out that the Court has not withheld the 
second-hand market as being a su ffic ien t alternative source of 
supply in the Huqin case.82 83 84 In the Michelin case, the Court 
c la rified  that the market in renovated tyres is  but a 
secondary market which depends on the supply and prices of new 
tyres, so that the undertaking holding a dominant position in 
new tyres is  in a privileged competitive position and can 
"conduct i t s e l f  with greater independence on the market than 
would be possible for a retreading undertaking".64 Although 
th is  analysis sp ecifica lly  related to vehicle tyres, i t  is

82 Case 85/76, Hoffmann-La Roche, o .c . . a t para 38 and 39. 
See also for instance Case 31/80, L'Oréal, o . c . . at para 26; 
Case 322/81, Michelin, o . c . . a t para 37 and 48.

83 See Case 22/78, Hugin, o .c . . at para 9.

84 Case 322/81, o .c . . at para 51.
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submitted that i t  set the tenor for the relationship between 
the new and the second-hand market of products under A rticle  
86 EC in general.

I t  thus has to be established whether the car manufacturers 
can behave to  an appreciable extent independently from the 
independent manufacturers on the market of bodywork components 
for their cars. I t  was argued in the Maxicar case that Renault 
held a market share of about 80-85% as concerns body panels.89 
The Court has consistently held that very large market shares 
as compared to  the next largest market shares of competitors, 
the technological lead over competitors, the existence of 
highly developed sales networks, as well as the absence of 
potential competition, are relevant factors to determine the 
existence of a dominant position.* 88 Neither the Commission nor 
the Advocate-General had any d ifficu lty  in finding that, even 
disregarding the additional economic strength conferred by 
design protection, the car manufacturers did occupy a dominant 
position on the relevant market. This was held to be the case 
because the existence and reputation of the manufacturers' 
close-knit selectiv e distribution network as compared to the 
less  known products and locations of independents,87 and

Case 53/87, o . c . . Report of the Hearing, at p. 6044.

88 See for instance Case 85/76, Hoffmann-La Roche, o . c . . 
a t para 48. For an analysis of the Court's approach, see 
KORAH, V ., "Concept of a dominant position within the meaning 
of A rticle 86", C.M.L.Rev. (1980) 395-414.

87 See especially the Opinion of Advocate-General Mischo 
in Case 238/87, o .c. . at para 11 and in Case 53/87, o .c . . at 
para 51, where he held that the parts produced by the
independents "do not enjoy the prestige associated with the 
'orig inal part' label and the places where they can be
obtained are less known". For an analysis of market power as 
conferred by a strong established brand, see PARR, N., HUGHES, 
M., "The relevance of consumer brands and advertising in
competition in qu iries", E.C.L.R. (1993) 157-163. In footnote
35, they point out that "even i f  consumers loyalty and
advertising do not create barriers to entry per se . they may 
do so combined with barriers at the manufacturing and/or
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especially the car manufacturers* system of guarantee which is  
dependent on the use of orig inal p arts,“ induce consumers to 
obtain spare parts supplied by the car manufacturer rather 
than spurious parts, and thus en tails a large market share in 
bodywork components for the car manufacturers.

IX. 3 .3 .2 . The impact of design protection on the dominant 
position

I t  is  logical that i f  the car manufacturers already occupy a 
dominant position in the market for bodywork components for 
th eir cars without design protection, that th is w ill be a ll 
the more so when design protection -which confers market 
power- is  obtained and enforced. As seen before, the Court has 
consistently held that the mere enforcement of in tellectu al 
property rights to exclude competitors from the market -as 
allowed under A rticle 36 EC- is  not necessarily tantamount to 
conferring a dominant position in the sense of A rticle 86 EC.“ 
However, i t  should immediately be added that the Court has 
never stated that in te llectu a l property protection is  an 
obstacle to establishing a dominant position .70 The Court has * 18

distribution lev e l". On the impact of the selective 
distribution network on the spare parts market, see also 
in fra . Chapter X.

“ See for instance the arguments of the Commission in the 
Maxicar case, Case 53/87, o . c . . Report of the Hearing, at p. 
6052-6053. See also the Opinion of Advocate-General Mischo in 
Case 238/87, o . c . . at para 11 and in Case 53/87, o . c . . at para 
51, where he held that "a t a time when manufacturers offer 
anti-rust guarantees of up to  six  years, that fact is  not 
without significance”.

“ See for instance Case 40/70, Sirena v. Eda, Judgment of
18 February 1971, E.C.R. (1971) 69, at para 16. See supra. 
Chapter VI, a t p t. V I.4 .4 .2 .C.

70 See also supra. Chapter VI, at pt. - VI.4 .4 .4 .E ., 
concerning a sim ilar issue raised before the Court of F irst 
Instance in the Maaill cases.
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consistently held about A rticle 86 EC in general that:

"The fact that the absence of competition or it s  restric tio n  
on the relevant market is  brought about or encouraged by 
provisions laid  dovn by national law in no way precludes the 
application of A rticle 86".71

With regard to in tellectu al property rights, the Court has 
c la rified  that one has to look at whether the right holder can 
impede the maintenance of effective competition in a 
substantial part of the relevant market.72 This means that 
in tellectu al property rights are neither an indication of, nor 
an obstacle to , the finding of a dominant position. But th is  
does not imply that the enforcement of in te llectu a l property 
rights cannot influence the finding of a dominant position. 
This is  best illu strated  by the Magi 11 cases, where the 
p la in tiffs  were held to be in a dominant position, not because 
of, but rather as a consequence of th e ir  copyright on advance 
weekly lis tin g s  of TV programmes.73

In most cases, the enforcement of in te llectu a l property rights 
does not sign ificantly  a ffect the definition of the relevant 
product market, because competitors are not necessarily 
excluded from the market and are thus in the p ossib ility  to 
manufacture interchangeable products. This is  typical for 
those in te llectu al property rights the objective of which is

Case 311/84, Telemarketing, Judgment of 3 October 1985,
E.C.R. (1985) 3261, at para 16. On the applicability  of
A rticle 86 EC to monopolies conferred by national law other 
than in te llectu al property rights, see EHLERMANN, C-D., 
"Managing monopolies: the role of the State in controlling
market dominance in the European Community", E.C.L.R. (1993) 
61-69.

See for instance Case 78/70, Deutsche Grammophon 
Gesellschaft, Judgment of 8 June 1971, E.C.R. (1971) 487, at
para 17; Case 51/75, EMI v. CBS, Judgment of 15 June 1976,
E.C.R. (1976) 811, at para 36. See also supra. Chapter VI, at 
p t . VI.4 .4 .2 .C.

73 See su p ra . Chapter VI,  a t  p t .  V I . 4 . 4 . 4 . E.
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not so much to  confer an exclusive right on a product, but 
merely on the form in which an idea is  expressed (copyright) , 74 * * * 
on the shape or configuration of an industrial product (design 
rights) ,n or on the use of d istin ctiv e  signs (trademarks) ,78 
This means th at the holder of such an exclusive right w ill not 
automatically hold a dominant position, but that th is  finding 
w ill depend on to what extent he can also prevent the 
maintenance of effectiv e  competition on the relevant market. 
This is  the case, for instance, as concerns design protection 
on cars or on spare parts for which the shape is  not 
imperative to  restore the car in i t s  original function or 
appearance. To assess the impact of the design rights on the 
establishment of a dominant position, one has to consider to  
what extent the exclusive right confers economic strength upon 
i t s  holder in comparison to i t s  competitors.

But there are other, and i t  is  submitted exceptional, cases 
whereby the enforcement of in te llectu a l property rights does 
fundamentally a ffe c t the definition of the relevant market, 
because the exclusive right is  granted on a product for which 
no non-infringing substitutes e x is t. In other words, in those 
cases the conferment of an in te llectu a l property rights comes 
down to the grant of a legal monopoly on the relevant market, 
because a l l  competitors can be legitim ately excluded from the

See supra. Chapter I I I ,  at pt. I I I .  3 .3 . See also 
FORRESTER, I . ,  "Software licensing in the lig h t of current EC 
competition law considerations", E.C.L.R. (1992) 5-20, a t pp.
5-6. At p. 6, he points out that when the expression and the
idea merge, the merger doctrine is  applicable which implies 
that copyright cannot be enforced against unauthorized use by 
others•

75 See supra. Chapter I I I ,  a t pt. I l l .3 .5 .

78 See supra. Chapter I I I ,  a t pt. I I I . 3 .4 . In th is  sense, 
i t  is  submitted that Subiotto was not quite accurate in 
maintaining th at copyright and design rights confer temporary 
exclusive rights on a product, although i t  i s  correct that the 
Court has interpreted IPR in th is  way. See SUBIOTTO, R ., o . c . . 
a t p. 237.
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market. This is  a situation which is  most lik e ly  to occur with 
regard to patents, the objective of which is  precisely to 
confer an exclusive right on a product or a process, although 
th is  finding is  s t i l l  subject to whether or not there are 
other products on the market that could be used for the same 
purpose and that are regarded as being interchangeable by the 
consumers.77

The Court of Ju stice  had essentially  been confronted with 
these two rather straightforward types of in te llectu al 
property rights cases under A rticle 86 EC prior to the Maxicar 
and Volvo cases. The peculiarity of the car spare parts cases, 
sim ilarly as for the Maqill cases which were dealt with by the 
Court of F irs t Instance, lie s  in the fact that they concerned 
in te llectu a l property rights which essentially  belonged in the 
f i r s t  group mentioned, but represented the features 
detrimental to  competition typical of the second group 
mentioned. I t  should be recalled that in the Maqill cases, the 
grant and enforcement of copyrights on fa c ts , namaly weekly 
advance lis tin g s  for TV programmes, led to the finding of a 
monopoly position by the copyright holders on the relevant 
product market which was necessarily re str ic tiv e ly  defined as 
the market in their own listin g s, because for the fin a l 
consumers these could not be substituted by other information. 
I t  has been submitted before that th is was the consequence of 
granting copyrights to mere fac ts , rather than on the form in 
which an idea is  expressed as is  the objective of copyrights.7* 
Sim ilarly, i t  has been pointed out before that the enforcement 
of design rights on bodywork components of cars, the shape of 
which is considered by the consumers to be imperative in order 
to  restore the car in i t s  original appearance, w ill 
necessarily lead to the exclusion of competitors from the

See a l s o  supra . Chapter I I I ,  a t  p t .  I I I . 3 . 2 .

See su p ra . Chapter VI,  a t  p t .  V I . 4 . 4 . 4 . E.
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market, so that the relevant market w ill in the future be 
restricted  to the bodywork components of a given brand, simply 
because interchangeable copies w ill be excluded from the 
market.79 As both the Commission and Advocate-General Mischo 
im plicitly acknowledged, th is  means that the enforcement of 
design rights on bodywork components of cars implies a s h if t  
from a mere dominant position for the car manufacturers to a 
monopoly position. In the words of Advocate-General Mischo:

" . .  in the present case, the industrial property rights re la te  
to body panels for a motor vehicle and the only products which 
can be substituted for them are products having exactly the 
same shape as the parts produced by the manufacturer. As the 
Commission rightly  pointed out, in the circumstances of th is  
case no substitutable goods ex is t which do not encroach upon 
the registered rights of the manufacturer. Accordingly, as 
soon as the proprietor exercises his rights deriving from h is 
registered design and substitutable parts can no longer be 
produced, there is  no doubt that the manufacturer holds a 
dominant position in the market in the spare parts for which 
he registered his design and which is ,  in the la s t analysis, 
the 1 relevant market' in the present case".80

Also here, th is  monopoly position is  clearly  the consequence 
of the grant -and subsequent enforcement- of design rights on 
a product which cannot be substituted by others, rather than 
on a shape or configuration as is  the objective of design 
rights. As such, i t  is  submitted that in both the Macrill and 
the Maxicar and Volvo cases, i t  is  the abuse of the system of 
in tellectu al property rig h ts, through enforcing exclusive 
rights on a product and thereby disregarding the essential 
function of copyrights and design rights respectively, th at 
necessarily en ta ils  the finding of not only a dominant, but 
even a monopoly position on the relevant market.

See supra, at pt. IX .3 .2 .2 .

80 Opinion of Advocate-General Mischo in Case 238/87,
o . c . . at para 14; See also h is opinion in Case 53/87, o .c . . a t 
para 54.
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IX. 4. THE 'ABUSE1 OF THE DOMINANT POSITION ON THE MARKET FOR 
BODYWORK COMPONENTS OF CARS

IX .4 .1 . INTRODUCTION

The Court did not exp licitly  deal with the issue of whether or 
not the car manufacturers occupied a dominant position and how 
the relevant market for components of complex products such as 
bodywork components for cars should be determined. Rather, the 
Court immediately answered the essential questions posed by 
the national courts. In the Maxicar case th is  was whether 
obtaining and subsequently enforcing exclusive design rights 
on bodywork components of cars amounts to an abusive way of 
eliminating competition, and in the Volvo case whether the 
refusal to license the design right on reasonable terms 
amounts to an abuse of a dominant position.*1

As seen before, the Court has consistently held that the mere 
exercise of an in tellectu al property right which is  lawful 
under A rticle 36 EC is  not contrary to A rticle  86 EC either i f  
the exclusive right has not been used as an instrument for the 
abuse of such a position.“ The analysis under A rticle 86 EC is  
thus f i r s t  of a l l  dependent on the analysis under A rticle 36 
EC. I t  has been illu strated  that on the basis of i t s  ea rlie r  
case-law, the Court in i t s  analysis under A rticle  36 EC could, 
in the Maxicar case, choose between either to uphold or to 
declare design rights on bodywork components of cars to be 
incompatible with Community law.*3 I t  was furthermore submitted 
that the rights should not have been upheld because they are 
not in accordance with the inherent function of design rights

See also supra. at pt. IX .2.1.

“ Case 102/77, Hoffmann-La-Roche, see supra, Chapter VI, 
a t pt. V I.4 .4 .2 .C.

See sup ra . Chapter V I I I ,  a t  p t .  V I I I . 4 .
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and hence are d iff ic u lt  to ju s tify  in terms of the need to  
safeguard the protection of industrial and commercial 
property.®4 I t  is  obvious that under the la tte r  approach th e 
question as to  the compatibility of the enforcement of design 
rights on bodywork components with A rticle  86 EC would have 
become redundant, because the detrimental e ffec ts  ensuing from 
the monopoly position on the competitive structure in general 
and for the consumers in particular would not have occurred.“

However, the Court has fa iled  to apply a ju s tif ic a tio n -te s t  in  
the Maxicar case and consequently held that the grant and 
enforcement of design rights on bodywork components of ca rs  
was compatible with A rticle 36 EC. This means that i t  has to  
be established whether and to what extent the detrimental 
e ffects  that are likely  to occur can be curtailed under 
A rticle 86 EC. The Court has consistently given the following 
definition of the concept 'abuse':

"The concept of abuse is  an objective concept relating to th e  
behaviour of an undertaking in a dominant position which i s  
such as to influence the structure of a market where, as a 
result of the very presence of the undertaking in question, 
the degree of competition is  weakened and through recourse to  
methods which, d ifferent from those which condition normal 
competition in products or services on the basis o f 
transactions of commercial operators, has the e ffe c t o f 
hindering the maintenance of the degree of competition s t i l l  
existing in the market or the growth of that competition".“ * 1991

See sunra. Chapter V III, at pt. V I I I .5.

“ See also supra. Chapter V III, a t pt. V III .6 .3 .

“ Case C-62/86, Akzo v. Commission, Judgment of 3 Ju ly
1991, E.C.R, (1991) 1-3359, a t para 69. On the Commission's
approach in th is  case, which stressed the importance o f 
maintaining a competitive market structure, see SMITH, P . , 
"The Wolf in Wolf's clothing: the problem with predatory
pricing", E.L.R. (1989) 209-222. On the relationship between
abusive behaviour and dominant position, see VOGELENZANG, P. , 
"Abuse of a dominant position in A rticle 86: the problem of 
causality and some applications", C.M.L.Rev. (1976) 61-78.
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Although the enforcement of in tellectu al property rights is  
particularly apt to a ffect the competitive market structure, 
i t  has been pointed out before that i f  the exercise of the 
right is  covered by the sp ecific subject-matter of the right, 
then the behaviour w ill not be automatica 1 ly legitimate or 
illeg itim ate under the rules on competition. Rather, an 
additional element w ill be needed to hold that the right 
holder has made a use of his right which amounts to an abuse 
of his dominant position under A rticle 86 EC.87 I t  should be 
recalled that the Court has held in the car spare parts cases 
that the very subject-matter of design rights is  constituted 
by "the right of the proprietor of a protected design to 
prevent third parties from manufacturing and selling  or 
importing, without i t s  consent, products incorporating the 
design."“ I t  is  therefore important to examine which 
'additional element1 to the normal use of design rights under 
A rticle 36 EC is  needed to hold that there has been an abusive 
behaviour by the car manufacturers under A rticle  86 EC.08

IX .4 .2 . ABUSE OF THE MONOPOLY POSITION CONFERRED BY DESIGN 
PROTECTION

IX .4 .2 .1 . Abuse in relation to the function of design rights

The Ita lian  court seemed to assume that the fact that a l l  
competition is  eliminated through the grant and the

On the need for an additional element, see also supra. 
Chapter VI, at pt. V I.4 .4 .2 .C.

“ See for instance Case 238/87, o . c . . a t para 8. See also 
supra. Chapter V III, at pt. V I I I .4.4.

"  See also Advocate-General Hischo, who writes that the 
mere acquisition and exercise of IPR do not constitute an 
abuse of a dominant position, but that "a further element is  
required". See his opinion to Case 53/87, o . c . . at para 59, 
and to Case 238/87, o . c . . at para 21.
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enforcement of design rights on bodywork components of cars, 
which appears to be contrary to  the function of design rights, 
could be a su ffic ien t additional element to  establish abusive 
behaviour under A rticle 86 EC.90

The Court ex p lic itly  acknowledged in the Akzo case that the 
elimination of competitors "by using methods other than those 
which come within the scope of competition on the basis of 
quality", is  prohibited by A rtic le  86 EC.91 In th is regard, i t  
is  interesting to re ca ll the Court of F irst Instance's 
judgment in the Tetra Pak case .92 As seen before, the CFI held 
that the acquisition of an exclusive patent licence from a 
competing firm by an undertaking who already occupied a 
dominant position in that market amounted to an abuse.93 
Although the CFI acknowledged that an additional element to 
the acquisition of the patent licence was needed to establish 
abusive behaviour, i t  held that th is  additional element 
precisely lay in i t s  detrimental e ffe c t on the competitive 
market structure, because consequently a l l  competition was 
eliminated.94 The question is  whether the same reasoning can be

Case 53/87, o .c. . Report of the Hearing, at pp. 6041-
6042.

91 Case C-62/86, o .c . . a t para 70. On the abusive 
behaviour through the elimination of competition, see for 
instance also Joined Cases 6 and 7/73, Commercial Solvents, 
Judgment of 6 March 1974, E.C.R. (1974) 223, at para 25. On 
th is  case, see BENTIL, J . , "Control of abuse of monopoly power 
in EEC business law: a commentary on the Commercial Solvents 
case", C.M.L.Rev. (1975) 59-75.

92 Case T-51/89, Tetra Pak Rausing SA v. Commission, 
Judgment of 10 July 1990, E.C.R. (1990) 11-309.

93 See supra. Chapter VI, a t pt. VI. 4 .4 .5 . C.

94 On th is  issue, see DALTROP, J . , FERRY, J . , "The
relationship between A rticles 85 and 86: Tetra Pak (T-51/89)",
E .I.P .R . (1991) 31-33; JAMES, H., "Tetra Pak: exemption and
abuse of dominant position”, E.C.L.R. (1990) 267-270. At p.
269, she w rites: "an in teresting feature of the judgment is  an 
emerging principle whereby a dominant undertaking has a
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applied i f  the undertaking alleged to abuse it s  dominant 
position is  not a licensee, but the holder of the exclusive 
rig h t.

The Ita lian  cou rt's  question, which referred to the function 
of design righ ts, was most probably based on the understanding 
that a balance needs to be maintained between the conflicting  
legitim ate objectives of both the Community competition rules 
and the national design rig h ts. The competition rules are 
essentially  aimed at safeguarding an effectiv e  competitive 
structure in the Common Market, 99 whereas industrial property 
rights confer temporary exclusive rights and thus are 
particularly  apt to a ffect th is  competitive market structure. 
I t  is  therefore necessary to determine how these two 
potentially  conflicting  systems of rules should in te ra c t.98 
Considering that free competition is  the rule and legally  
granted exclusive rights the exception, i t  is  submitted that 
the approach taken should consist in analyzing whether the 
restra in t on competition posed by the enforcement of 
in te llectu a l property rights is  in accordance with the 
objective for which those exclusive rights are granted, or 
whether to the contrary the system of in tellectu al property 
rights is  (ab)used to unduly gain market power.*7 I t  has been 
pointed out that the use of design rights in accordance with * 95 96 97

special responsibility not to allow it s  conduct to impair 
genuine competition".

95 Case 6/72, Continental Can, o . c . . see supra. at pt.
IX .1.

96 On the patent-antitrust debate, see also supra. Chapter 
I I I ,  at pt. I I I . 3 .2 .

97 On the fu nctionality -test as applied to the rules on 
competition, see supra, Chapter VI, at pt. V I.4 .2 .3 .
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their function does not exclude competitors from the market,“ 
and should thus also be upheld under the rules on competition. 
However, the use of design rights which clearly  exceed their 
function in that they confer a monopoly on a product, and in 
th is  sp ecific case moreover t ie - in  the consumers in the a fter
sales market for cars, c learly  a ffe c ts  the competitive 
structure in a way which is  not intended by design law, and 
should thus be struck down under the rules on competition.

This was precisely the approach taken by the Court of F irst 
Instance in the Maaill cases.“ The CFI essentially  held that 
the behaviour by copyright holders, which consisted in 
invoking th eir  exclusive right to prohibit others from 
producing a new product for which there was a potential 
consumer demand in an ancillary  market, exceeded the function 
of copyright and was therefore contrary to A rticle 86 EC. Or 
in other words, the exercise of copyright in a manner which 
did not correspond to i t s  essen tia l function was held to be 
abusive exercise which was 'm anifestly' contrary to A rticle 86 
EC.* 100 But the major problem in applying th is  ju s tifica tio n -te s t 
under A rticle 86 EC in the car spare parts cases lays in the 
fact that the Court has not applied the justification-approach 
under A rticle 36 EC.101 I t  is  therefore not surprising that the 
need to safeguard the function of design rights was equally

“ On the inherent function of design rights, see supra. 
Chapter I I I ,  at pt. I I I .  3 .5 . and Chapter V III, at pt.
V III .5 .3 .

See supra. Chapter VI, a t  pt. V I.4 .4 .4 .E.

100 See also SMITH, J . , "Television guides: the European 
Court doesn't know 'th ere 's  so much in i t '  " ,  E.C.L.R. (1992) 
135-138, at p. 137, where he points out that the CFI 
considered the use of copyright as a tool of the abuse under 
A rticle 86 EEC.

101 On the need for the elaboration of a coherent 
'fu n ctio n a lity -test' under both A rticles 36 and 86 EEC, see 
also supra. Chapter VI, a t pt. V I.4 .2 .3 .
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disregarded under the rules on competition.

IX .4 .2 .2 . Abuse in relation to the specific subject-matter of 
design rights

Instead of talcing an approach whereby the need to safeguard 
the competitive structure in the market was the premise and 
subsequently examining to what extent the exception invoked 
based on design rights could be upheld, the Court in the 
Maxicar and Volvo cases took as a premise that the exclusive 
design rights needed to be safeguarded and only subsequently 
examined to what extent the rules on competition could 
constitute an exception to th is  rule. In other words, rather 
than considering that the enforcement of design rights 
constitutes an exception to the rule that competition has to 
prevail in the Common Market, i t  seemed that the Court held 
that the rules on competition merely constitute an exception 
to the rule that exclusivity as conferred by in tellectu al 
property rights should prevail.

This is  best illu strated  by the fact that the Court in the 
Volvo case, which merely concerned A rticle 86 EC, f i r s t  of a l l  
reiterated  i t s  findings under the A rticle 36 EC analysis in 
the Maxicar case ,102 namely that the existence of design rights 
is  a matter for the national legislature and that the exercise 
of design rights which consists in prohibiting the 
unauthorized use of i t s  design constitutes the sp ecific  
subject-matter of design r ig h ts .103 As to the question whether 
or not the refusal to grant a licence on reasonable terms is

102 For an analysis of the Court's approach under A rticle 
36 EEC in the Maxicar case, see supra, Chapter V III, at p t.
V I I I .4.4.

103 Case 238/87, o .c . . at para 7 and 8.
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in accordance with the sp ec ific  subject-matter of the 
exclusive rig h t, Advocate-General Mischo pointed out that the 
Court already held in the Pharmon v. Hoechst case that to 
prohibit the importation of goods marketed under compulsory 
licences, regardless of whether a reasonable royalty was 
payed, would deprive the proprietor of the substance of his 
r ig h t.104 The Court subsequently held in the Volvo case that:

" I t  follows th at an obligation imposed upon the proprietor of 
a protected design to grant third  parties, even in return for 
a reasonable royalty, a licence for the supply of products 
incorporating the design would lead to the proprietor thereof 
being deprived of the substance of his exclusive right, and 
that a refusal to grant such a licence cannot in its e lf  
constitute an abuse of a dominant p osition".105 106 *

The fact that the Court - in  line with Advocate-General 
Mischo1 s approach108-  did not consider the possible abuse of 
design rights, in the sense that their function was exceeded, 
to be relevant for the analysis under A rticle  86 EC, is 
clearly illu stra ted  by the following statement in the Maxicar 
judgment:

On the reasoning of the Advocate-General, Case 238/87,
o .c . . especially at para 22-27. For an analysis of the Pharmon 
v. Hoechst case (Case 19/84) , which concerned the e ffect of 
compulsory licences on the principle of exhaustion, see supra. 
Chapter VII, a t pt. V II.2 .4 .

108 Case 238/87, o .c . . at para 8. I t  is  interesting to note 
that the Commission, in the Maxicar case, 'wondered1 whether 
the refusal to grant licences might not be held to be contrary 
to A rticle 86 EC, so that not a l l  competition in the spare 
parts market would be eliminated. See Case 53/87, o .c . . Report 
of the Hearing, at p. 6053. On the Commission's approach to 
the refusal to license, see in fra . Chapter X, at pt. X .4.2.2.

106 Advocate-General Mischo held: "The elimination of that 
competition is  the necessary consequence of an industrial 
property right in respect of a product which can have no other
form than that which was endowed upon i t  by i t s  creator, the 
proprietor of the exclusive right", thereby fa ilin g  to 
acknowledge that design rights do not have the objective to 
grant an exclusive right on a product, but merely on it s  shape 
or configuration. See his opinion to Case 53/87, o .c. . at para
60, emphasis added.
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" I t  should be noted from the outset that the mere fact of 
securing the benefit of an exclusive right granted by law, the 
e ffe c t of which is  to enable the manufacture and sale of 
protected products by unauthorized third parties to be 
prevented, cannot be regarded as an abusive method of 
eliminating competition". 107

The result of th is  approach is  that the Court in principle 
accepted that through the use of design rights, the 
competitive structure in the after-sa les market for bodywork 
components could be appreciably altered, in the sense that a l l  
competition could be eliminated and a legal monopoly position 
conferred on the car manufacturers. This also meant that 
consumers could be tied -in , with a ll  the potential negative 
consequences for car owners as set out before.10®

Having thus im plicitly  rejected the contention that the use of 
design rights in a way which clearly  goes beyond th e ir  
function can constitute the additional element for the finding 
of an abuse, the Court was faced with the d iff ic u lt  task of 
determining how the detrimental e ffects  on competition, and 
especially on the consumers, could nevertheless be curtailed 
by virtue of the rules on competition. This implied that the 
Court had to establish what th is  additional element to the use 
of design rights in accordance with th eir sp ecific subject- 
matter, needed for the finding of abusive behaviour on behalf 
of the holder of the legal monopoly, could b e .10® Rather than 
unequivocally stating what exactly th is  additional element * 106

Case 53/87, o .c . . at para 15.

106 See supra. Chapter V III, at pt. V III. 6 .3 .

100 See also VINJE, T ., "Magill: i t s  impact on the 
information technology industry", E .I.P .R . (1992) 397-402, at
p. 399. He writes that in the Volvo case "the d iff ic u ltie s  of 
applying the existence/exercise doctrine, especially in 
A rticle 86 cases, became particularly apparent", and that the 
Court "appears to have acknowledged the lim its of the 
1 sp ecific subject-m atter' concept".
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represents, the Court, on the basis of the examples already 
mentioned in A rticle  86 EC, merely gave examples of situations 
which are manifestly detrimental to the consumers' in terests 
and might be indicative of abusive behaviour, but the actual 
occurrence of which has to be appreciated by the national 
courts.110 The only guidelines given by the Court of Ju stice  to 
the national courts as concerns the application of A rticle 86 
EC to the enforcement of design rights on bodywork components 
of cars by the car manufacturers, in both the Maxicar and 
Volvo cases, were as follows:

"Exercise of the exclusive right may be prohibited by A rticle 
86 i f  i t  gives r is e  to certain  abusive conduct on the part of 
an undertaking occupying a dominant position such as an 
arbitrary refu sal to deliver spare parts to independent 
repairers, the fixing of prices for spare parts at an unfair 
level or a decision no longer to produce spare parts for a 
particular model even though many cars of that model remain in 
circulation, provided that such conduct is  liab le  to a ffe c t  
trade between Member S ta te s" .111

Before looking at whether or not the enforcement of design 
rights on bodywork components of cars appreciably a ffe c ts  
trade between Member States i t  is  useful to f i r s t  analyze the 
impact, and especially  the workability, of the three examples 
of abusive behaviour given by the Court. In th is  respect, i t  
is  important to underline th at, considering the in trin s ic  
relationship between the car and the a fter-sa les  market, 
whether or not abusive behaviour of the kind mentioned by the 
Court w ill also  occur in practice w ill of course be largely 
dependent on the extent to  which the fact that car 
manufacturers behave independently of consumers' in terests in

II See also FRIDEN, G, o . c . . at p. 210, where he writes 
that one should not read too much in these examples because 
"the Court probably f e l t  obliged, a fter having given an 
example of what was not abusive conduct, to give a few 
examples of what would be considered as abusive".

III Case 53/87, o . c . . a t para 16, emphasis added. 
Sim ilarly, see Case 238/87, o . c . . at para 9.
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the a fter-sa les market influences their position in the market 
for new ca rs .112 But to the extent that car manufacturers can 
and do disregard consumers• in terests in the a fter-sa les  
market without sign ificantly  affecting th e ir  competitive 
position in the market for new cars, i t  is  submitted that 
rather than giving clear guidelines to the national courts, 
the Court's examples raise  fundamental questions which prevent 
the finding of abusive behaviour by car manufacturers in the 
market for bodywork components, or at lea st render such a 
finding precarious in practice.

IX .4 .3 . ANALYSIS OF THE EXAMPLES OF ABUSIVE BEHAVIOUR GIVEN BY 
THE COURT

IX .4 .3 .1 . Arbitrary refusal to  s e ll  to independent repairers

The f i r s t  example of abusive behaviour given by the Court, 
which is  clearly  inspired by A rticle 86 (c) EC, is  the
arbitrary refusal by the car manufacturers to  deliver bodywork 
components of cars to independent repairers. I t  is  clear from 
the Volvo judgment that th is  does not imply that the car 
manufacturer cannot arb itra rily  refuse to give a licence to 
independent repairers, because the Court ex p lic itly  held that 
the refusal to grant a licence is in conformity with the 
sp ecific  subject-matter of design rights and does not as such 
constitute abusive behaviour under A rticle 86 EC.113 Contrary to 
what the Court of F irst Instance maintained, when stating in 
the Maaill cases that the finding of an abusive behaviour 
based on the refusal to grant a copyright licence was 1borne

112 On the relationship between the car market and the 
a fter-sa les  market, see in fra . Chapter X.

113 See supra. at pt. IX .4 .2 .2 .
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out' of the Volvo judgment,114 * * the Court of Justice in the Volvo 
case only referred to the refusal to supply the physical goods 
manufactured by the car manufacturers, and did not imply that 
the car manufacturers could be obliged to share their design 
rights with the independents.118 In other words, the car 
manufacturers may invoke their design rights to remain the 
only manufacturer and source of supply of bodywork components 
under Article 86 EC, but they may not arbitrarily refuse to 
supply those body panels to independent repairers. As Reindl 
points out, the right holders would otherwise be able to 
extend their manufacturing monopoly which ensues from the 
design right to the derivative market of automobile 
maintenance.118

From the wording used by the Court, it is clear that the bare 
refusal to supply bodywork components of cars to independent 
repairers does not suffice to conclude that there is abusive 
behaviour iiT theT^sense of Article 86 EC.117 The Court has 
specified that this will only be the case if the refusal is 
1 arbitrary1. Korah has convincingly illustrated that it will 
be difficult in practice to evaluate whether or not the 
refusal to supply bodywork components of cars to independent 
repairers is 1 arbitrary*, through pointing out that the car

See supra. Chapter VI, at pt. VI.4.4.4.E. However, it 
is submitted that the approach taken in the Maaill case was 
the right one.

1,5 See also SUBIOTTO, R., "The right to deal with whom one 
pleases under EEC competition law: a small contribution to a 
necessary debate”, E.C.L.R. (1992) 234-244, at p. 241; FLYNN,
J., "Intellectual property and anti-trust: EC attitudes”,
E.I.P.R. (1992) 49-54, at p. 53.

118 See REINDL, A., "The magic of Magill: TV program guides 
as a limit of copyright law?”, I.I.C. (1993) 60-82, at p. 75.

117 Similarly, see VADJA, C., "The application of Community 
competition law to the distribution of computer products and 
parts", E.C.L.R. (1992) 110-119, at p. 116; FORRESTER, I.,
o.c.. at p. 17.
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manufacturers can always invoke to have an objective interest 
in stimulating the development of their own distribution 
network and in safeguarding the reputation of their brand.11"

It should not be disregarded in this respect that the after
sales, thus including the spare parts, market has been 
included in the scope of the block exemption concerning 
selective distribution agreements in the motor vehicle 
sector.11“ It seems that both the 'selective1 and the 
'exclusive' features of the distribution network, which are 
held to be compatible with Article 85 EC, could be invoked by 
the car manufacturers to 'objectively' justify the refusal to 
supply bodywork components of cars to independent repairers. 
Although the selective car distribution system is based on 
quantitative rather than qualitative criteria, the Commission 
motivated the exclusion of wholesalers not belonging to the 
authorized network on the basis that this is essential to 
maintain the system of rapid availability of spare parts 
originating from the motor vehicle manufacturer.118 * 120 It seems 
that it would be conceptually difficult to maintain that there 
is an objective justification to exclude independent repairers 
as potential resellers of bodywork components from the

118 See KORAH, V., "No duty to license independent 
repairers to make spare parts: the Renault, Volvo and Bayer & 
Hennecke cases", E.I.P.R. (1988) 381-386, at p. 382. She 
invokes the following questions: "Is a refusal to supply body 
panels to an independent repairer arbitrary if it is costly to 
test his ability to fit the parts properly, and the car 
producer wants to smaintain the reputation of his brand without 
incurring that co£t by supplying only his franchised dealers 
whose skills and stock of tools and parts he controls? Is it 
more arbitrary if thex brand owner wants to ensure sufficient 
turnover for his network of appointed dealers in order to 
persuade them to make the necessary investment in personnel, 
equipment and spares?". ^ • V“-■ A

118 On Regulation N° 123/85, see supra Chapter II and infra 
Chapter X.

120 See point 6 of the preamble to Regulation N° 123/85. 
See also infra. Chapter X, at pt. X.3.1.2.
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selective distribution network, whereas the same exclusion 
would be held to be arbitrary and thus abusive under Article 
86 EC. But this still leaves open the possibility for the car 
manufacturer to supply independent manufacturers with bodywork 
components not for resell, but specifically for repair 
purposes. However, the block exemption explicitly allows for 
the contractual obligation imposed on the supplier of spare 
parts, thus the car manufacturer, only to supply the
contracting party within a given territory and to refrain from 
selling contract goods to final consumers -which in this 
context most likely includes independent repairers- or 
providing them with servicing for contract goods.121 It is 
furthermore interesting to note that as concerns the supply of 
spare parts by appointed dealers, it is held in the block 
exemption that the obligation may be imposed on the dealers to 
supply spare parts to a reseller “only where they are for the 
purpose of repair or maintenance of a motor vehicle by the 
reseller”.122 This implies that a dealer may be contractually 
obliged to supply bodywork components of cars to independent 
repairers only for repair purposes and not for further sale, 
without, however, the block exemption giving guarantees as 
concerns the conditions of resell or deals with the refusal by 
dealers to sell to independent repairers or final customers.123

Still it is clear, especially since the Tetra Pak judgment,124 
that the fulfilment of the conditions to resort under a block

121 Articles 1 and 2 of block exemption N° 123/85.
122 See Article 3, 10 (b) of Regulation N° 123/85.
123 See also SCHMITZ, B., "Le point de vue des

consommateurs", in Pizzio, J., (ed.), Droit des consommateurs. 
1987, Story Scientia, pp. 104-111, at p. 110.

Case T-51/89, o.c.. for the relationship between 
Articles 85 and 86 as explained in the Tetra Pak case, see 
supra. Chapter VI, at pt. VI.4.4.5.C.
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exemption does not confer immunity as to a possible 
application of Article 86 EC, so that a national court might 
in certain circumstances find the refusal to supply 
independent repairers by the car manufacturers to be arbitrary 
despite the arguments based on the need to live up to 
obligations contracted under the selective distribution 
agreements. However, it is important to underline that still 
an additional factor__of uncertainty resides in the fact that 
the Court of Justice__has, up till now, only held the refusal 
by a dominant undertaking to supply already existing customers 
to be contrary to Article 86 EC, whereas it has never imposed 
the obligation to deal with third parties.1“ / ■/'

IX.4.3.2. Unfair prices

The second example of abusive behaviour given by the Court, 
which is also mentioned in Article 86 (a) EC, is the fixing of 
prices for bodywork components of cars at an unfair level. 
However, a similar problem of interpretation arises with 
regard to the meaning of 'unfair prices', as was the case for 
the concept 'arbitrary refusal' in the first example.

The Court clarified in the United Brands case that the concept 
unfair prices under Article 86 EC relates to the trading 
benefits an undertaking in a dominant position reaps which it 
would not have reaped if there had been normal and 
sufficiently effective competition in the market.126 The Court 
held that the excess benefit, in relation to the economic 
value of the product, could be determined objectively, for 
instance by making a comparison between the selling price and 
the production cost or by making a comparison with the selling * 128

“ See also SUBIOTTO, R., o.c. . at p. 234-237; KORAH, V. ,
o.c.. at p. 382.

128 Case 27/76, o.c.. at para 249.
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price of competing products.127

However, a practical problem arises where the excess benefit 
has to be determined not only in relation to the economic 
value of the product, but also having regard to the reward the 
owner of an intellectual property right may obtain for his 
investment in research and development. It is not surprising, 
therefore, that the Court reiterated its established case-law 
as concerns the concept 1unfair prices' with regard to 
intellectual property rights in the Maxicar case,128 in the 
sense that:

"With reference (..) to the difference in prices between 
components sold by the manufacturer and those sold by the 
independent producers, it should be noted (..) that a higher 
price for the former than for the latter does not necessarily 
constitute an abuse, since the proprietor of protective rights 
in respect of an ornamental design may lawfully call for a 
return on the amounts which he has invested in order to 
perfect the protected design".129

This clearly means that the national court cannot merely 
compare the prices of the car manufacturers with those of the 
independent manufacturers to determine whether or not there is 
abusive behaviour, even if, as Veng maintained in the Volvo 
case, the price of the car manufacturers is almost twice the 
price demanded by independents for the same bodywork 
component. However, it is obvious that he is also in the 
impossibility to determine what should constitute a 1 just 
reward* for the creative effort, when trying to reconstruct 
the fair price that could be demanded for a protected product 
on the basis of its economic value.

Case 27/76, o.c,. at para 250-253.
128 On the previous case-law of the Court concerning IPR 

whereby^ the example of abusive behaviour through the 
imposition of unfair prices was given, see supra. Chapter VI, at pt. VI.4.4.2.C.

129 Case 53/87, o.c. . at para 17.
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It has been submitted before that a 'just* reward for design 
rights cannot be calculated or quantified at any given time, 
but is usually determined by the willingness of the consumers 
to pay for the surplus value the design confers on a product 
as compared to another product that does not incorporate the 
protected design.130 But this is based on the understanding that 
the design right is used in conformity with its function and 
does not lead to the elimination of the competitive market 
structure. Once all competition is removed through the use of 
design rights and monopoly prices can be charged in a tied-in 
market, as will be the result of the Court's ruling in Maxicar 
and Volvo, it is virtually impossible to determine how much 
benefit the proprietor reaps that he would not have obtained 
if there had been normal and sufficiently effective 
competition in that market.131

Although it would theoretically be possible for a national 
court to take the actual cost of the investment made to 
develop a particular bodywork component into account when 
determining what constitutes a 'fair price', he could not 
possibly calculate which reward is needed to induce further 
investment, which is a major objective of design law.* * * * 138 It is

See supra. Chapter VIII, at pt. VIII.5.3.
131 See also KORAH, V., o.c. . (1988), at p. 382, where she

writes: "..I am concerned by the very concept of unfair prices
in the absence of a competitive market".

138 See supra. Chapter III, at pt. III.3.5. See also at pt. 
Ill .3.2. where it is held that economists have tried 
repeatedly, though without success, to find a method to 
calculate the just reward conferred by patents. See also 
FRIDEN, G., o.c.. at p. 211, where he writes: "It represents 
not the possibility to charge 'reasonable' prices and obtain 
'reasonable' profits, but rather the possibility, for the 
holder of an exclusive right, to charge whatever the market 
will pay, one of the main justifications being the need to 
give the innovator an incentive to bear the risk of 
innovation, which he might refuse to do if only promised a 
'reasonable* profit". Korah to the contrary maintains that
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furthermore submitted that his task to determine what 
constitutes a fair price for bodywork components of cars would 
become even more difficult if he had to take into 
consideration that body panels are components of complex 
products on which probably already a part of the 'just' reward 
for the design effort had been recovered through the sale of 
the car itself, as Advocate-General Mischo rather laconically 
suggested in the Maxicar case.* 133 In other words, it is 
maintained that the concept unfair prices in relation to 
protected products -already when it relates to simple or to 
the complex product but all the more so when it relates to the 
components of the latter-, is unworkable because it is based 
on the untenable presumption that a ' just1 reward can be 
calculated for the innovative effort.

IX■4.3.3. Prematurely terminating production

According to Korah, the Court's third example of abusive 
behaviour, which is based on Article 86 (b) EC,134 namely
prematurely terminating production of body panels whereas many

"the concept of costs can be reconciled with providing 
incentives to investment, provided that factors for the risk 
of failure and delay in obtaining a return are included in the 
costs that can be recovered before prices are considered 
unreasonable", see KORAH, V., o.c.. (1988), at p. 383.
However, she fails to indicate how the risk factors can be 
calculated.

133 See his opinion to Case 53/87, o.c.. at para 63 where
he writes: "As regards the bodywork components sold as spare
parts the problem displays an unusual aspect in so far as part 
of that expenditure has probably already been recovered from 
the sale of new cars. It is therefore necessary, when fixing 
the prices of spare parts, to take due account of that factor. 
It is the responsibility of the national court hearing the 
main proceedings to establish whether or not that has been done".

134 See also FRANçON, A., "Propriété littéraire et 
artistique", R.T.D.C. (1992) 372-378, at pp. 373-374.
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cars are still in circulation, is unlikely to give rise to 
difficulties.* 138 The argument goes that if the car manufacturer 
no longer produces the body panels himself, it is unlikely 
that he will enforce his design rights to prohibit the making 
of those parts by independents. However, this rather 
simplistic statement disregards the fact that the car 
manufacturers may at a certain stage precisely want to prevent 
all production of body panels through both terminating 
production themselves and enforcing their exclusive rights 
against independent manufacturers,138 in order to induce owners 
of older cars to buy a new car. Selling new cars is after all 
the car manufacturers' primary objective.

The problem the national court faces is once again of a 
conceptual nature, namely the appraisal of the notion 
'prematurely* in relation to the number of cars that are still 
on the market. The Court did not state that production of body 
panels had to continue as long as there still were cars of a 
given model on the market, but merely that the termination of 
production may be abusive if there are still 'many' cars in 
circulation. This obviously extends beyond the termination of 
the production of the specific car itself, but does not limit 
the production of spare parts in time, for instance to 10 or 
15 years after the last new car is sold. It seems that it will 
depend on the market, including the market in second-hand 
cars, to determine for each specific type of car how long 
spare parts will have to be provided for by the car 
manufacturers.

135 KORAH, V., o.c.. at p. 383.
138 By way of analogy to the CFI's finding in the Maaill 

cases, it is interesting to note that Vinje argues that whilst 
this third example in the spare parts cases explicitly refers 
to "the right holder's decision not to produce parts itself, 
it clearly implied that the right holder's refusal to license 
others to produce the parts would under some circumstances 
constitute an abuse", see VINJE, T., o.c. . at p. 400.
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As a corollary, the national court in a particular case will 
have to determine more or less exactly how many 'many* cars 
is, or in other words the number of cars that have to be in 
circulation for the termination of production of bodywork 
components to be abusive. The national court could simply take 
the quantity of cars on the market into account -for instance 
it might be held to suffice that 50 cars are still on the 
market-, or the percentage the car represents in the total of 
comparable types cars of a given brand on the market -for 
instance 2% of all Renault passenger cars-, or still the 
percentage the car concerned represents in the total car park 
of a given Member State -for instance 1% of all passenger cars 
in circulation. It thus seems that each national court might 
set a different level and base its finding of abuse on 
different approaches. It goes without saying that this is a 
situation which does not enhance legal certainty.

It should furthermore be pointed out that in order to avoid 
the finding of abusive behaviour through prematurely 
terminating production of spare parts, the car manufacturers 
could obtain the same result through setting the prices of 
bodywork components for cars at such a level that for the 
owners of older cars it becomes economically unjustifiable - 
having regard to the market value of the car- to have their 
car repaired rather than buying a new car.137 This approach, 
which consists in artificially putting-off consumer demand for 
spare parts of older vehicles rather than terminating their 
production and supply, would clearly not be covered by this 
example, whereas it was mentioned before that it would equally 
be difficult for a national court to come to the finding that 
the price is unfair and thus that the car manufacturer so-

See also supra. Chapter VIII, at pt. VIII.6.3.
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doing behaves abusively.13*

IX.5. THE NOTION * AFFECTING TRADE BETWEEN MEMBER 8TATE81

IX.5.1. INTRODUCTION

The question remains of course whether abusive behaviour by 
the car manufacturers of the type mentioned above, and on a 
relevant market which is limited to the territory of one 
Member State, can appreciably affect intra-Community trade, so 
that Community law should apply rather than national law. In 
this regard, the Court has clarified that:

".. It must be stated that when the holder of a dominant 
position obstructs access to the market by competitors it 
makes no difference whether such conduct is confined to a 
single Member State as long as it is capable of affecting the 
patterns of trade and competition on the common market”
"It must also be remembered that Article 86 EEC does not 
require it to be proved that the abusive conduct has in fact 
appreciably affected trade between Member States but that it 
is capable of having that effect”.130

The Court has traditionally used two tests to establish 
whether or not intra-Community trade was actually or 
potentially affected by abusive behaviour, namely the 'pattern 
of trade' and the structural or 'pattern of competition' test. 
The 'pattern of trade' test essentially consists in examining 
whether normal trade between Member States is diverted by 
virtue of the abusive behaviour.139 140 The structural test is not 
so much aimed at establishing whether the normal pattern of 
trade is diverted, but rather at whether the effective

See supra. at pt. IX.4.3.2.
139 Case 322/81, Michelin, o.c.. at para 103 and 104.
140 This was the test applied for instance in the Hilti 

case, see supra. Chapter VI, at pt. VI.4.4.4.C.
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c o m p e titiv e  m a rk e t s t r u c t u r e  i s  a f f e c t e d  by th e  a b u siv e  
b e h a v io u r. As t h e  C o u rt h e ld  in  th e  U n ited  B ran d s c a s e :

" • • if  th e  o c c u p i e r  o f  a dom inant p o s i t i o n ,  e s ta b l is h e d  in  th e  
Common M ark et, a im s a t  e l im in a t in g  a c o m p e ti to r  who i s  a l s o  
e s ta b l is h e d  in  t h e  Common M ark et, i t  i s  im m a te ria l w h eth er  
t h i s  b e h a v io u r r e l a t e s  t o  t r a d e  betw een Member S t a t e s  on ce i t  
h as been shown t h a t  such e lim in a tio n  w i l l  h av e  r e p e r c u s s io n s  
on th e  p a t t e r n s  o f  c o m p e titio n  in  th e  Common M a r k e t" .141

I t  th u s s u f f i c e s  t h a t  e i t h e r  th e  norm al p a t t e r n  o f  t r a d e  o r  
th e  norm al p a t t e r n  o f  c o m p e titio n  i s  a l t e r e d  by th e  a b u siv e  
b eh av io u r f o r  i t  t o  have an a p p re c ia b le  e f f e c t  on i n t r a -  
Community t r a d e .

IX . 5 . 2 .  THE EFFECT OF ABUSE OF DESIGN RIGHTS ON INTRA
COMMUNITY TRADE

In  th e  H uain c a s e ,  th e  C ou rt h e ld  t h a t  H u g in 's  co n d u ct w hich  
c o n s is te d  in  t h e  r e f u s a l  t o  su p p ly  s p a re  p a r t s  t o  in d ep en d en t 
r e p a i r e r s  d id  n o t  a f f e c t  t r a d e  between Member S t a t e s ,  b e ca u se  
i t  d id  n o t h av e  th e  e f f e c t  o f  d i v e r t in g  t r a d e  in  s p a re  p a r t s  
from  i t s  n orm al c h a n n e ls .142 The C ou rt came t o  t h i s  c o n c lu s io n  
on th e  b a s i s  t h a t ,  due t o  th e  r e l a t i v e l y  i n s i g n i f i c a n t  v a lu e  
o f  th e  s p a r e  p a r t s  which did  n o t re n d e r  them a commodity o f  
com m ercial i n t e r e s t  in  in tra-C om m u nity  t r a d e ,  th e r e  was no 
m ark et f o r  s p a r e  p a r t s  o f  c a sh  r e g i s t e r s  w hich exten d ed  beyond  
th e  t e r r i t o r y  o f  e a ch  Member S t a t e .  T h is  was con firm ed  by th e  
f a c t  t h a t  th e  co m m ercia l a c t i v i t i e s  o f r e p a i r e r s  o f Hugin c a s h  
r e g i s t e r s  w ere c o n fin e d  t o  th e  t e r r i t o r y  o f  one Member S t a t e  
a t  th e  m o st, w h ereas  th e  f a c t  t h a t  th e y  so u g h t t o  p u rch a se  
s p a re  p a r t s  in  o t h e r  Member S t a t e s  was h e ld  t o  be th e  d i r e c t  
r e s u l t  o f  th e  a l l e g e d  a b u s iv e  b eh av io u r and n o t th e  norm al 
p a t t e r n  o f  t r a d e .

C ase 2 7 / 7 6 ,  o . c . . a t  p a ra  2 0 1 .  

Case 2 2 / 7 8 ,  o . c . . a t  p a r a  2 5 - 2 6 .
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The main d i f f e r e n c e  betw een s p a r e  p a r t s  f o r  c a s h  r e g i s t e r s  and  
s p a r e  p a r t s  f o r  c a r s  i s  t h a t  th e  l a t t e r  do r e p r e s e n t  a  
com m odity o f  co m m ercial v a lu e  in  in tra-C om m u n ity  t r a d e .  The 
e x i s t e n c e  o f  a norm al p a t t e r n  o f  in tra-C om m u n ity  t r a d e  in  
bodywork com ponents o f  c a r s  i s  b e s t  i l l u s t r a t e d  by th e  f a c t u a l  
background t o  b o th  th e  M a x ica r  and th e  V olvo c a s e . The V olvo  
c a s e  was cau sed  by th e  f a c t  t h a t  Veng im p o rted  th e  c o n te s te d  
bodywork com ponents in to  th e  UK from  Denmark and I t a l y .  In  th e  
M a x ic a r  c a s e ,  i t  was th e  p r o h i b i t i o n  t o  m an u factu re  and e x p o r t  
t h e  c o n te s te d  body p a n e ls  t o  o th e r  Member S t a t e s  t h a t  was 
c h a lle n g e d . F u rth erm o re  M a x ica r  m ain ta in ed  t h a t  some o f  th o s e  
p a r t s  were im p o rted  in to  I t a l y  from  S p ain .

I t  h a s  been m ain ta in ed  above t h a t  th e  en fo rcem en t o f  d e s ig n  
r i g h t s  on bodywork com ponents o f  c a r s ,  th e  shape o f  which i s  
im p e r a tiv e  t o  r e s t o r e  th e  c a r  in  i t s  o r i g i n a l  a p p e a ra n ce , 
s i g n i f i c a n t l y  a l t e r s  th e  c o m p e ti t iv e  m ark et s t r u c t u r e  in  t h a t  
su b s e q u e n tly  a l l  c o m p e tito rs  a r e  e lim in a te d  from  th e  m a rk e t .143 
S im u lta n e o u s ly , th e  e x c lu s io n  o f  c o m p e tito rs  means t h a t  th e  
n o rm al p a t te r n  o f  in tra-C om m u n ity  t r a d e  a s  d e s c r ib e d  above i s  
a f f e c t e d .  I t  sh o u ld  a l s o  be r e c a l l e d  in  t h i s  r e s p e c t  t h a t  
d e s ig n  r i g h t s  c o n s t i t u t e  m easu res h av in g  an e q u iv a le n t  e f f e c t  
t o  q u a n t i t a t i v e  r e s t r i c t i o n s  t h a t  may p r o h i b i t  th e  im p o rta tio n  
o f  p ro d u c ts  t h a t  w ere l e g i t i m a t e l y  m arketed in  a n o th e r  Member 
S t a t e . ' “

H ow ever, t h i s  f in d in g  d o es n o t  s u f f i c e  t o  t r i g g e r  A r t i c l e  86  
EC i n  th e  c a r  s p a r e  p a r t s  c a s e s ,  b ecau se  th e  n o tio n  e f f e c t  on 
t r a d e  between Member S t a t e s  r e l a t e s  t o  th e  a l le g e d  a b u siv e  
b e h a v io u r  o f  th e  u n d e rta k in g  occu p y in g  a  dom inant p o s i t io n  in  
t h e  m ark et. I t  i s  su b m itted  t h a t  i f  th e  e n fo rcem en t o f  d e s ig n

See s u p r a . a t  p t .  I X . 4 . 2 . 1 .

See s u p r a . C h ap ter V I I I ,  a t  p t .  V I I I . 3 . 4 .
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r i g h t s  on bodywork components o f  c a r s  had been h eld  t o  be 
a b u siv e  b e ca u se  i t  exceed ed  th e  f u n c tio n  o f  d esig n  r i g h t s , * 148 
th e n  i t  i s  o b v io u s  t h a t  a l s o  in tra-C om m u n ity  t r a d e  would have  
been a f f e c t e d  in  th e  c a r  s p a r e  p a r t s  c a s e s .  T h is i s  
u n e q u iv o ca lly  co n firm ed  by th e  C o u rt o f  F i r s t  I n s t a n c e 's  
f in d in g  in  th e  M agi11 c a s e s ,  w here t h e  a b u siv e  b e h a v io u r, 
c o n s i s t i n g  in  t h e  en fo rcem en t o f  c o p y r ig h t  w hich  exceed ed  i t s  
fu n c tio n  in  t h a t  i t  le d  t o  th e  e x c lu s io n  o f  c o m p e ti to r s  on th e  
m a rk e t, was h e ld  t o  'u n d e n ia b ly ' a f f e c t  in tra-C om m unity  
t r a d e . 14a

I X . 5 . 3 .  THE IMPLICATIONS OF THE MAXICAR AND VOLVO CASES

The C o u rt o f  J u s t i c e  has c o n s i s t e n t l y  h e ld  t h a t  th e  
m ain ten an ce  o f  an  e f f e c t i v e  c o m p e ti t iv e  s t r u c t u r e  ensues from  
A r t i c l e  3 ( f )  EC -now A r t i c l e  3 (g ) EC- and i s  in  th e
consum ers i n t e r e s t . 147 In  th e  H offm ann-La-R oche c a s e ,  th e  C o u rt  
th u s  c l a r i f i e d  t h a t :

See s u p r a . a t  p t .  I X . 4 . 2 . 1 .

148 See f o r  in s ta n c e  C ase T - 6 9 / 8 9 ,  RTE v .  Com m ission, 
Judgment o f  10 J u l y  1991 ,  n o t y e t  p u b lish e d , w here i t  i s  h e ld  
a t  p a ra  77 t h a t :  "The a p p l i c a n t 's  r e f u s a l  t o  a u th o r iz e
i n t e r e s t e d  t h i r d  p a r t i e s  t o  p u b lish  i t s  w eekly l i s t i n g s  
(th ro u g h  in v o k in g  i t s  c o p y rig h t)  had d e c i s i v e  r e p e r c u s s io n s  on 
th e  s t r u c t u r e  o f  c o m p e titio n  in  th e  f i e l d  o f  t e l e v i s i o n  
m agazin es in  t h e  t e r r i t o r y  o f  I re la n d  and N o rth ern  I r e l a n d .  
Through i t s  l i c e n s i n g  p o l i c y  which p r e v e n te d , i n t e r  a l i a . 
M a g ill  from  p u b lis h in g  a g e n e r a l  t e l e v i s i o n  m agazine t o  be  
m ark eted  in  b o th  I re la n d  and N o rth ern  I r e l a n d ,  th e  a p p l ic a n t  
n o t o n ly  e l im in a te d  a com p etin g  u n d e rta k in g  from  th e  m ark et 
f o r  t e l e v i s i o n  g u id e s  b u t a l s o  e x c lu d e d  any p o t e n t i a l  
c o m p e titio n  from  t h a t  m a rk e t, th u s  in  e f f e c t  m a in ta in in g  th e  
p a r t i t i o n i n g  o f  th e  m a rk e ts  r e p re s e n te d  by I re la n d  and  
N o rth ern  I r e la n d  r e s p e c t i v e l y .  The co n d u ct in  q u e stio n  was 
t h e r e f o r e  u n d e n ia b ly  ca p a b le  o f  a f f e c t i n g  t r a d e  betw een Member 
S t a t e s " ,  b r a c k e ts  added.

C ase 6 / 7 2 ,  C o n tin e n ta l  Can, o . c . . s e e  s u p ra . a t  p t .
I X . 1 .
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"By p r o h ib i t in g  th e  abu se o f  a  dom inant p o s i t i o n  w ith in  th e  
m ark et in  so  f a r  a s  i t  may a f f e c t  t r a d e  betw een Member S t a t e s ,  
A r t i c l e  86 t h e r e f o r e  c o v e r s  n o t  o n ly  abu se w hich may d i r e c t l y  
p r e ju d ic e  consum ers b u t a l s o  ab u se  which i n d i r e c t l y  p r e ju d ic e s  
them by im p a irin g  th e  e f f e c t i v e  c o m p e ti t iv e  s t r u c t u r e  a s  
en v isag ed  by A r t i c l e  3 ( f )  o f  th e  T r e a t y " .148

C o n seq u en tly , th e  C ou rt o f  F i r s t  I n s ta n c e  a d d i t i o n a l l y  h eld  in  
th e  M a a ill c a s e s  t h a t  e v id e n ce  o f  th e  e f f e c t  on th e  p o t e n t i a l  
t r a d e  flo w s , o f  e n f o r c in g  c o p y r ig h t  o v e r  ad v an ce w eekly TV 
l i s t i n g s ,  was found in  th e  s p e c i f i c  consum er demand f o r  a  
com prehensive TV g u id e .148

The main d i f f e r e n c e  w ith  th e  M a a ill c a s e s  was t h a t  in  th e  
M a xicar and V olvo c a s e s  th e  a b u siv e  b e h a v io u r was n o t h e ld  t o  
be th e  en fo rcem en t o f  d e s ig n  r i g h t s  on bodywork com ponents o f  
c a r s ,  but r a t h e r  th e  r e f u s a l  t o  supply s p a r e  p a r t s ,  demanding 
u n f a i r  p r i c e s  o r  p re m a tu re ly  te rm in a tin g  p r o d u c t io n .150 T h is  
means t h a t  th e  p a t t e r n  o f  c o m p e titio n  o r  th e  s t r u c t u r a l  t e s t  
ca n n o t be a p p lie d , sim p ly  b ecau se  th e  b eh av io u r which  
c o n s is te d  in  e l im in a t in g  th e  e f f e c t i v e  c o m p e ti tiv e  m ark et 
s t r u c t u r e  was n o t  h e ld  t o  be a b u siv e . T h is  a l s o  im p lie s  t h a t ,  
a c c o rd in g  t o  th e  M axicar and V olvo ju d gm en ts, consum er demand 
f o r  sp u rio u s  p a r t s  i s  i r r e l e v a n t  f o r  t h e  a p p r a i s a l  o f  w h eth er  
o r  n o t th e  p o t e n t i a l  o r  a c t u a l  p a t te r n  o f  t r a d e  i s  a p p re c ia b ly  
a f f e c t e d .

W hether o r  n o t  a l le g e d  a b u siv e  b e h a v io u r by th e  c a r  
m a n u fa c tu re rs  a f f e c t s  in tra-C om m unity  t r a d e  th u s  h as t o  be  
d eterm in ed  s o l e l y  on th e  b a s is  o f  th e  p a t t e r n  o f  t r a d e  t e s t .  
F u rth e rm o re , t h i s  t e s t  ca n  o n ly  be a p p lie d  w ith  re g a rd  t o  th e  
norm al p a t te r n  o f  t r a d e  o f  th e  c a r  m a n u fa c tu re rs ' own bodywork 
com ponents. T h is  e s s e n t i a l l y  means t h a t  A r t i c l e  86 EC w i l l  * *

Case 8 5 / 7 6 ,  o . c . . a t  p a ra  125.

See f o r  in s ta n c e  C ase T - 6 9 / 8 9 ,  o . c . . a t  p a ra  7 7 .  

See s u p r a . a t  p t .  I X . 4 . 2 . 2 .
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o n ly  ap p ly  i f  a  c a r  m a n u f a c tu r e r ^  a b u s iv e  b eh av io u r a s  
m entioned above r e s u l t s  o r  may r e s u l t  in  a  d e f l e c t i o n  o f  
in tra -co m m u n ity  t r a d e  in  h i s  own p r o d u c ts .

In  th e  l i g h t  o f  th e  Huoin ju d gm en t, t h i s  c o n d it io n  w i l l  n o t  
l i k e l y  be f u l f i l l e d  i f  an in d ep en d en t r e p a i r e r  seek s t o  o b ta in  
s p a re  p a r t s  i n  a n o th e r  Member S t a t e  b e ca u se  th e  c a r  
m a n u fa ctu re r  a r b i t r a r i l y  r e f u s e d  t o  su p p ly  him w ith  s p a r e  
p a r t s ,  f o r  i t  m ig h t be h e ld  t h a t  t h i s  i s  th e  d i r e c t  r e s u l t  o f  
th e  a l l e g e d  a b u s iv e  b e h a v io u r and d o es n o t  c o n s t i t u t e  th e  
norm al p a t t e r n  o f  t r a d e . 151 In  th e  words o f  th e  C o u rt:

" I n  th e  p r e s e n t  c a s e  L ip to n s  tu rn e d  t o  Hugin s u b s id ia r ie s  and 
d i s t r i b u t o r s  in  c e r t a i n  o th e r  Member S t a t e s  p r e c i s e l y  b e ca u se  
H ugin1s r e s t r i c t i v e  p o l i c y  p re v e n te d  i t  from  s a t i s f y i n g  i t s  
s p a re  p a r t s  re q u ire m e n ts  th ro u g h  norm al com m ercial c h a n n e ls .  
I t s  a tte m p ts  t o  o b ta in  s p a re  p a r t s  in  th e  o t h e r  Member S t a t e s  
can  t h e r e f o r e  n o t  be re g a rd e d  a s  an i n d i c a t i o n  o f th e  
e x i s t e n c e ,  w h e th e r a c t u a l  o r  p o t e n t i a l ,  o f  a norm al p a t t e r n  o f  
t r a d e  betw een t h e  Member S t a t e s  in  s p a re  p a r t s .  In  o t h e r  
w o rd s, i f  L ip to n s  had been a b le  t o  o b ta in  s p a r e  p a r t s  from  a 
Hugin s u b s id ia r y  in  a n o th e r  Member S t a t e  i t  would have been  
b ecau se  Hugin was w i l l in g  t o  s e l l  th o s e  p a r t s  o u ts id e  i t s  own 
d i s t r i b u t i o n  n e tw o rk . In  su ch  a  c a s e ,  how ever, i t  would be  
cu stom ary  f o r  L ip to n s  t o  a p p ly  t o  th e  Hugin s u b s id ia r y  in  i t s  
own c o u n try  r a t h e r  th an  t o  a  s u b s id ia r y  in  a n o th e r  Member 
S t a t e " .

H aving r e g a r d  t o  th e  e x i s t e n c e  o f  c l o s e - k n i t  d i s t r i b u t i o n  
netw orks f o r  m o to r v e h i c l e s  and t h e i r  s p a re  p a r t s ,  i t  i s  n o t  
s u r p r i s i n g ,  t h e r e f o r e ,  t h a t  in  th e  V olvo c a s e ,  A d v o ca te -  
G en eral M ischo m e re ly  fo rw ard ed  th e  view  t h a t  i t  sh ou ld  be  
l e f t  t o  th e  n a t i o n a l  c o u r t :

" t o  i n v e s t i g a t e  w h eth er t h e  u n d e rta k in g  ab u sin g  i t s  dom inant 
p o s i t io n  im p o rts  th e  p a r t s  in  q u e s tio n  from  one Member S t a t e  
i n t o  a n o th e r  Member S t a t e s " , 153

See a l s o  s u p r a . a t  p t .  I X . 5 . 2 .

152 C ase 2 2 / 7 8 ,  o . c . . a t  p a r a  2 4 .

See h i s  o p in io n  t o  C ase 2 3 8 / 8 7 ,  o . c . . a t  p a ra  3 9 . he  
d id  n o t d e a l  w ith  t h i s  q u e s t io n  in  th e  M a x ica r  c a s e .
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w ith o u t r e f e r r i n g  t o  th e  p o s s ib le  im p o rta tio n  o f  th o s e  goods 
by t h i r d  p a r t i e s .

I t  seems t h a t  i t  w i l l  be d i f f i c u l t  in  p r a c t i c e ,  assuming t h a t  
a n a t io n a l  c o u r t  d o es come t o  th e  f in d in g  o f  a b u siv e  b eh avio u r  
by c a r  m a n u fa c tu re rs  in  th e  l i g h t  o f  th e  exam ples o f  such  
co n d u ct g iv en  by th e  C o u rt and d e s p i te  th e  co n ce p tu a l  
d i f f i c u l t i e s  a s  s e t  o u t a b o v e , t o  fu r th e rm o re  m ain tain  t h a t  
such  co n d u ct a l s o  a p p re c ia b ly  a f f e c t s  in tra-C om m unity  t r a d e .  
I t  i s  t h e r e f o r e  su b m itted  t h a t  i t  ca n  be e x p e cte d  t h a t  -  
b eca u se  th e  f u n c tio n  o f  d e s ig n  r i g h t s  h a s  been  ig n ored  by th e  
C o u rt-  ab u siv e  b e h a v io u r o f  c a r  m a n u fa c tu re rs  in  th e  m arket 
f o r  bodywork com ponents t h a t  m a n if e s t ly  g o e s  a g a in s t  th e  
i n t e r e s t s  o f  consum ers and f r e e  c o m p e titio n  w i l l  n o t l i k e l y  be  
e f f e c t i v e l y  c u r t a i l e d  by v i r t u e  o f  A r t i c l e  86 EC.

I X . 6 .  PRELIMINARY CONCLUSION

The c o n c lu s io n , which im poses i t s e l f  a f t e r  th e  p re ce d in g  
a n a l y s is  o f  th e  c a r  s p a re  p a r t s  c a s e s ,  i s  t h a t  through n o t  
ta k in g  th e  f u n c tio n  o f  d e s ig n  r i g h t s  in to  a c co u n t th e  C ou rt 
h as opened th e  d o o r t o  an a lm o st u n r e s t r i c t e d  (a b )u se  o f  th o s e  
e x c lu s iv e  r i g h t s  t o  c ircu m v e n t th e  r u l e s  on c o m p e titio n  in  th e  
m ark et f o r  bodywork com ponents o f  c a r s  by th e  c a r  
manuf a c t u r e r s .

Having upheld t h e  e x i s t e n c e  and th e  e x e r c i s e  o f  d esig n  r i g h t s  
on bodywork com ponents o f  c a r s ,  th e  sh ap e o f which i s  
im p e ra tiv e  to  r e s t o r e  th e  c a r  in  i t s  o r i g i n a l  a p p e a ra n ce , 
under A r t i c l e  36  EC in  th e  M axicar c a s e ,  th e  C o u rt  
su b se q u e n tly  f a i l e d  t o  f in d  adeq u ate  means t o  c u r t a i l  th e  
d e tr im e n ta l  e f f e c t s  on c o m p e titio n  and f o r  consum ers under th e  
r u l e s  on c o m p e titio n  in  b o th  th e  M axicar and V olvo c a s e s .  The
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exam ples o f  p o s s ib le  a b u siv e  b e h a v io u r in  th e  s e n s e  o f  A r t i c l e  
86  EC g iv e n  by th e  C ou rt r a i s e  m ore p r a c t i c a l  q u e s tio n s  th a n  
th e y  g iv e  a n sw e rs , w hereas i t  rem ain s  t o  be se e n  when i n t r a -  
Community t r a d e  w i l l  be h e ld  t o  be a f f e c t e d  when t h i s  ty p e  o f  
a b u siv e  b e h a v io u r does o c c u r .

The v i r t u a l  n o n - a p p l i c a b i l i t y  o f  A r t i c l e  86 EC t o  th e  c a s e s  
co n cern ed  e s s e n t i a l l y  en su e s  from  th e  f a c t  t h a t  th e  C ou rt h a s  
allo w ed  th e  g r a n t  and su b se q u e n t u se  o f  d e s ig n  r i g h t s  t o  
amount t o  th e  e l im in a t io n  o f  i n te r -b r a n d  c o m p e titio n  in  th e  
m ark et f o r  bodywork com ponents o f  c a r s ,  w hereas i t  i s  
p r e c i s e l y  th e  o b j e c t i v e  o f  b o th  th e  r u l e s  on co m p e titio n  and  
d e s ig n  r i g h t s  t o  enhance i n te r -b r a n d  c o m p e ti t io n . In  o t h e r  
w o rd s, th ro u g h  r e f u t i n g  th e  h y p o th e s is  t h a t  th e  system  o f  
d e s ig n  r i g h t s  m igh t be abused t o  o b ta in  a l e g a l  monopoly on 
th e  m ark et, th e  C o u rt c o u ld  n o t  p o s s ib ly  s t r i k e  th e  b a la n c e  
betw een th e  need t o  s a fe g u a rd  e x c l u s i v e  d e s ig n  r i g h t s  on t h e  
one hand and t h e  need t o  s a fe g u a rd  an e f f e c t i v e  c o m p e ti t iv e  
m ark et s t r u c t u r e  in  th e  Common M arket on th e  o th e r  han d , 
sim p ly  b ecau se  th e  e l im in a tio n  o f  t h i s  l a t t e r  c o u n te rb a la n c e  
was a c c e p te d  from  th e  s t a r t .  T h is  ap p ro ach  c l e a r l y  g o e s  
a g a i n s t  th e  id e a  t h a t  i n t e l l e c t u a l  p r o p e r ty  r i g h t s  a r e  
e x c e p tio n s  t o  f r e e  c o m p e titio n  w hich hav e t o  be i n t e r p r e t e d  
r e s t r i c t i v e l y ,  o r  even th e  g e n e r a l  p r i n c i p l e  t h a t  in d iv id u a l  
i n t e r e s t s  sh o u ld  n o t unduly e n c ro a c h  upon th e  p u b lic  i n t e r e s t .

S p e c i f i c a l l y  a s  c o n c e rn s  th e  m ark et f o r  bodywork com ponents o f  
c a r s ,  th e  d e tr im e n ta l  im p a ct o f  th e  M a x ica r  and V olvo  
judgm ents on c o m p e titio n  and consum er i n t e r e s t s  does n o t  
m e re ly  la y  in  t h e  f a c t  t h a t  in te r -b r a n d  c o m p e titio n  can  b e  
e lim in a te d . I t  a l s o  has t o  be c o n s id e re d  in  th e  l i g h t  o f  t h e  
a c c e p ta n c e  o f  s e l e c t i v e  d i s t r i b u t i o n  a g re em en ts  f o r  c a r s  and  
re p la c e m e n t p a r t s  under A r t i c l e  85 EC, w hich im p lie s  t h a t  
a d d i t i o n a l l y  a l s o  r e s t r i c t i o n s  on in tr a -b r a n d  co m p e titio n  a r e  
p o sed  in  th e  m ark et f o r  bodywork com ponents o f  c a r s  so  t h a t  a
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p e r f e c t  l e g a l  monopoly may o c c u r ,154

See i n f r a . C h ap ter X .
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C H A P T E R  X .  T H E  I M P A C T  O F  T H E  D I S T R I B U T I O N  S Y S T E M  O N  T H E  M A R K E T  

F O R  S P A R E  P A R T S  O F  C A R S

X . l .  I N T R O D U C T I O N

As m entioned b e f o r e  in  C h ap ter I I ,  a t y p i c a l  f e a t u r e  o f  th e  
au to m o b ile  in d u s tr y  i s  th e  developm ent o f  c l o s e - k n i t  s e l e c t i v e  
and e x c l u s i v e  d i s t r i b u t i o n  netw orks th ro u g h o u t th e  European  
Community, w hich can  in  p r i n c i p l e  be exem pted under R e g u la tio n  
N° 1 2 3 / 8 5  o r  th ro u g h  an in d iv id u a l  exem p tio n . I t  was su b m itted  
t h a t  th e  e n fo rce m e n t o f  i n t e l l e c t u a l  p r o p e r ty  r i g h t s  i s  a  way 
t o  c ircu m v e n t th e  p r o h ib i t io n  o f  e x c l u s i v i t y - c l a u s e s  as  
c o n c e rn s  s p a re  p a r t s  in  th e  s e l e c t i v e  d i s t r i b u t i o n  a g re e m e n ts , 
a p r a c t i c e  w hich i s  n o t a s  such  c o n t r a r y  t o  R e g u la tio n  N° 
1 2 3 / 8 5  b u t w hich c l e a r l y  g o e s  a g a i n s t  i t s  o b j e c t i v e s .1 The 
p u rp o se  o f  t h i s  l a s t  c h a p te r  i s  t o  e s t a b l i s h  th e  e f f e c t  o f  th e  
outcom e o f  th e  s p a re  p a r t s  c a s e s  on th e  C om m ission 's s e c t o r a l  
au to m o b ile  p o l i c y  under A r t i c l e  85 EC.

I t  shou ld  f i r s t  o f  a l l  be r e c a l l e d  t h a t  th e  C o u rt h e ld  in  th e  
C on sten -G ru n d ia  c a s e  t h a t  n o t  o n ly  h o r i z o n t a l  r e s t r i c t i o n s ,  
b u t a l s o  v e r t i c a l  r e s t r a i n t s  come under th e  sco p e  o f  th e  r u l e s  
on c o m p e ti t io n .2 S t i l l ,  i t  i s  g e n e r a l ly  a c c e p te d  t h a t  c e r t a i n  
v e r t i c a l  r e s t r a i n t s  may be w r i t t e n  in to  c e r t a i n  ty p e s  o f  
s e l e c t i v e  d i s t r i b u t i o n  a g re e m e n ts . In  th e  M etro c a s e , th e  
C o u rt h e ld  t h a t  i f  th e  r e s e l l e r s  a r e  ch o sen  on th e  b a s is  o f  
o b j e c t i v e  c r i t e r i a  o f  a q u a l i t a t i v e  n a tu r e , th e n  th e  agreem en t 
m igh t n o t even be cau g h t by A r t i c l e  85 (1 )  E C .3 However, i t  was 
e x p l i c i t l y  s t a t e d  in  th e  L 'O r é a l  c a s e  t h a t  in  p r i n c i p l e

1 See s u p r a . C h ap ter I I ,  a t  p t .  I I . 4 .

2 Jo in e d  C ases  56 and 5 8 / 6 4 ,  C on sten  and G rundig v .
Com m ission, Judgm ent o f  13 J u l y  1 96 6 ,  E . C . R .  ( 1966)  2 2 9 .  See
a l s o  s u p r a . C h ap ter V I, a t  p t .  V I . 4 . 4 . 3 . C.

3 C ase 2 6 / 7 6 ,  M etro v .  Com m ission, Judgm ent o f  25 O cto b er  
1 9 7 7 ,  E . C . R .  ( 1 9 7 7 )  1 8 7 5 .
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A r t i c l e  85  (1 )  EC a p p lie s  i f  th e  s e l e c t i v e  d i s t r i b u t i o n
agreem en ts a r e  b ased  on q u a n t i t a t i v e  c r i t e r i a ,  so t h a t  th e  
c o n d itio n s  s t i p u l a t e d  in  A r t i c l e  85 (3 )  EC have t o  be 
f u l f i l l e d  in  o r d e r  t o  q u a l i f y  f o r  an e x e m p tio n .4 C o n sid erin g  
t h a t  th e  Commission h as fo llo w e d  a s e c t o r a l  app roach  in  t h a t  
i t  has is s u e d  a b lo ck  exem ption  s p e c i f i c a l l y  fo r  s e l e c t i v e  
d i s t r i b u t i o n  ag reem en ts  f o r  m otor v e h i c l e  d i s t r i b u t i o n  and 
s e r v i c i n g  a g re e m e n ts , i t  i s  n e c e s s a r y  t o  d eterm in e w hich  
c h a r a c t e r i s t i c s  o f  th e  m otor v e h ic le  m ark et w ere h e ld  t o  be 
d e c i s i v e  t o  exem pt th e s e  ty p e  o f  v e r t i c a l  r e s t r i c t i o n s  -b a s e d  
on q u a n t i t a t i v e  c r i t e r i a -  in  b l o c k .5 *

S e co n d ly , i t  h a s  been e s ta b l is h e d  t h a t  th e  m ark et in  
re p la ce m e n t p a r t s  i s  d i s t i n c t  from , th ough a n c i l l a r y  t o ,  th e  
m ark et in  new m oto r v e h i c l e s .  The e x te n s io n  o f  th e  sco p e  o f  
th e  b lo ck  exem ption  t o  t h i s  r e l a t e d  m ark et th u s  c a l l s  f o r  an  
a p p r a i s a l  o f  t h e  o b j e c t i v e s  o f  R e g u la tio n  N° 1 2 3 / 8 5  in  so  f a r  
a s  s p e c i f i c a l l y  th e  s p a re  p a r ts  m ark et i s  co n c e rn e d . 
C o n sid e rin g  th e  f a c t  t h a t  th e  C ou rt h as  u p h eld  th e  en fo rcem en t  
o f  d e sig n  p r o t e c t i o n  on bodywork com ponents of c a r s  t o  
p r o h i b i t  in te r -b r a n d  c o m p e titio n  in  th e  M a xicar and V olvo  
c a s e s , 8 i t  i s  n e c e s s a r y  to  d is t in g u is h  betw een th e  s i t u a t i o n  
b e f o r e  and a f t e r  th o s e  ju d g m e n ts .7

F i n a l l y ,  i t  sh o u ld  be born in  mind t h a t  th e  en forcem en t o f  
d e s ig n  r i g h t s  on bodywork com ponents o f  c a r s  i s  n o t a s  su ch  
c o n t r a r y  t o  R e g u la tio n  N° 1 2 3 / 8 5 .  But t h i s  d o e s  n o t im ply t h a t  
th e  im p act o f  t h i s  p r a c t i c e  on th e  c o m p e ti t iv e  m ark et

4 Case 3 1 / 8 0 ,  NV L 'O ré a l  and SA L 'O r é a l  v .  PVBA De Nieuwe 
AMCK, Judgment o f  11 December 1980 ,  E . C . R .  (1980)  3 7 7 5 ,  a t
p a r a  1 7 . See a l s o  s u p r a . C h ap ter I I ,  a t  p t .  I I . 3 . 1 .

8 See i n f r a , a t  p t .  X . 2 .

8 See s u p r a . C h ap ters  V I I I  and IX .

7 See i n f r a . a t  p t .  X . 3 .
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structure cannot influence the appraisal by the Commission of 
the well-foundedness of v ertica l restra in ts  in selective 
distribution agreements. The question therefore arises what 
kind of action the Commission could undertake in case the 
objectives of Regulation N° 123/85 are jeopardized through the 
enforcement of design rights on spare parts.*

X . 2 .  S E L E C T I V E  M O TO R  V E H I C L E  D I S T R I B U T I O N  A N D  V E R T I C A L  

R E S T R A I N T S

X .2.1. INTRODUCTION TO ECONOMIC THEORY ON VERTICAL RESTRAINTS

Among economists, there is  no agreement as to whether and when 
v ertica l restra in ts should be allowed or prohibited. Whereas 
some economists advocate a very s t r ic t  per se i l le g a lity  for 
a l l  v ertica l restric tio n s, certain Chicago School economists -  
among which Bork- advocate a per se legalization of a ll 
v ertica l re s tra in ts .* 9 S t i l l ,  most of the mainstream and neo- 
Chicago economists agree on the need to apply the more 
pragmatic rule of reason te s t  to see whether the restriction s 
concerned are pro- or anti-competitive, although they disagree 
as to whether there should be a more or a less interventionist 
policy respectively.

The difference in view between the mainstream and neo-Chicago 
economists stems from a d ifferen t perception of the objectives 
of an titru st policy. Whereas according to  the Chicago school 
the sole objective of an titru st policy is  to  promote economic 
efficiency , for other economists the objective is  much wider

6 See in fra , at pt. X.4.

9 For a detailed overview of the d ifferent economic 
approaches to v ertica l restra in ts , see AUDRETSCH, D., 
"Divergent views in an titru st economics", Antitrust Bull,
(1988) 135-160, at pp. 156-159.
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and includes p o litica l and social values, such as distributive 
equity and fa irn ess .10

In the USA, especially Chicago-school adherents often 
successfully invoke the free-rider argument to prove the 
necessity of allowing vertical restraints for products which 
require pre-sales and/or after-sales services, such as
automobiles.11 I t  is  best illustrated by way of the following 
schoolbook example that i t  is  indeed d ifficu lt to ignore the 
p ractica l implications the prohibition of te rr ito r ia l 
restric tio n s  in dealer agreements would have as far as the 
pre-sales services are concerned.12 Assume that both reta ilers 
A and B deal in the same product, car X. Retailer A offers
pre-sale services to the customers, in accordance with the
prestige of the car. For instance, he informs the potential
customers of the characteristics of car X and takes them for a 
test-d riv e . These services w ill inevitably be reflected in A*s 
se llin g  price. In the absence of territo ria l restrictions, 
r e ta ile r  B could in principle establish his business around 
the street-corner of A. Being a free-rider, B te lls  his 
customers to obtain a l l  the information from A, return to B 
and buy car X from him at a lower price than A. As such, A is 
making costs he is not compensated for as he does not se ll car 
X in the end. Inevitably, A would be forced to stop providing 
pre-sale services and would have to start selling at similar

10 See for instance FRAZER, T., Monopoly, competition & 
the law -  the regulation of business activity in Britain. 
Europe and America. Wheatsheaf Books, Sussex, 1988, at pp. 1-
3.

11 For an economic analysis of vertical restraints in
terms of the free-rider argument, see for instance WHITE, L ., 
"V ertical restrain ts in antitrust law: a coherent model", 
A ntitrust Bull. (1981) 327-345. For an assessment of the
influence of Chicago School in the USA, see HAWK, B ., "The 
American (antitrust) revolution: lessons for the EEC?",
E.C.L.R. (1988) 53-87.

12 See supra. Chapter VI, at pt. VI. 4 .4 .3 . C.
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prices as B in order to stay in the market. Only i f  both 
re ta ile rs  were contractually obliged to s e l l  car X at the same 
price could th is  non-price competition go on in the absence of 
te r r ito r ia l restrictio n s. The essence of the theory thus is  
that in the absence of te r r ito r ia l  restrictio n s and price- 
fixing, a free-rid er might p rofit from the pre-sales services 
provided by another dealer to s e ll  the car himself at a lower 
price. This practice would then lead to the abandonment of 
certain pre-sales services, due to  the in ab ility  for the 
provider of the services to  charge consumers upon the granting 
of the service or to recuperate the cost in the se llin g -p rice  
of the ca r .13 A sim ilar reasoning has also been applied to 
illu s tra te  the need for selective distribution due to  the 
stringent link between the sale of a new motor vehicle and 
after-sa les services. The hypothesis is  that the approved 
dealer is  contractually bound to o ffer a certain amount of 
a fter-sa les services, the cost of which w ill be reflected  in 
the price of the car, whereas the car can also be distributed 
through non-approved dealers. The la t te r , being free -rid ers , 
do not provide the a fte r-sa les  services themselves and are 
thus able to  s e ll  the car a t a lower price. The theory goes 
that in order to remain competitive in the new car market, the 
approved dealers would thus be obliged to  reduce the a fte r 
sales services they o ffe r .14 However, the a fter-sa les  argument 
seems to be far less convincing than the pre-sales argument, 
because i t  is  d iff ic u lt  to  * see why, unless for marketing 
reasons, the approved dealers could not simply charge for the 
a fter-sa les services when they are provided rather than 
incorporating the cost in the price of the car.

13 On the Chicago School free-riders rationale in re la tio n  
to pre-sales services, see also KORAH, V ., "EEC competition 
policy -  Legal form or economic e ffic ien cy ", Current Legal 
Problems (1986) 85-109, at pp. 86-87.

14 See MÔSCHEL, W., "La distribution sé lectiv e  
d'automobiles en droit européen de la  concurrence", R.T.D.C. 
(1991) 1-26, a t pp. 11-12.
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The main objection to the various approaches taken by the neo- 
Chicagoans is  that v ertica l restrictio n s on intra-brand 
competition are exclusively considered in the context of any 
given firm’s striv e  for efficiency . Efficiency is  thereby held 
to be tantamount to consumer welfare, whereas the occurrence 
of monopolistic behaviour, such as the raising of prices, is  
to a large extent refuted or held to be irre lev an t.15 * * This at 
f i r s t  sight paradoxical finding is  to be explained by the fact 
that the term ’consumer welfare* does not re fer to the welfare 
of the consumers as commonly understood. The definition of 
consumers is  extended to include monopolists and ca rte ls , so 
that consumer welfare is  not held to be prejudiced by the 
transferral of wealth from the (genuine) consumer to firms 
with market power through the imposition of higher p rices.18

Although Chicago school adherents accept that antitrust law 
can apply to horizontal collusion and c a r te ls , whether or not 
inter-brand competition exists at the level of the 
manufacturer only receives marginal attention when dealing 
with v ertica l restra in ts . This is  best illu strated  by the 
following statement by White, who is  rather moderate in that 
he is  in favour of a rule of reason approach:

" i f  the manufacturer is  a monopolist, the vertica l restra in ts 
cannot increase the likelihood of collusion at that level and 
hence are harmless; only i f  they somehow build u p  the barriers 
to entry and thus cement his monopoly position are they 
potentially harmful. Sim ilarly, studies of market structures 
a t the re ta ilin g  level are useful only i f  they give some 
indication of the likelihood of the re ta ile rs  becoming a

15 This is  particulary striking when reading the following 
a r t ic le : POSNER, R ., "The Chicago School of an titru st
analysis", University of Pennsylvania Law Review (1978/79)
925-952.

18 See LANDE, R ., "The rise and (coming) f a l l  of 
efficiency as the ruler of an titru st", A ntitrust Bull. (1986) 
429-465, esp. at pp. 434-435.
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vehicle for manufacturer collusion” . 17

Or in other words, the absence of inter-brand competition is  
not relevant for the appraisal of whether or not intra-brand 
competition can be restric te d , unless i t  can be established 
that the intra-brand restric tio n s  are a means to re s tr ic t  
inter-brand competition.

X .2.2. EC COMPETITION POLICY OBJECTIVES

X .2 .2 .1 . Economic efficien cy  as the ru ler of competition 
policy?

In the EC, i t  is  generally held that selectiv e distribution 
systems may indeed improve efficien cy , but above a l l  i t  is  
usually stressed that they play an important role in 
maintaining the brand image of a particu lar product.18 In this 
regard, i t  should be stressed that contrary to the USA 
antitrust policy, the competition policy in the EC is  not 
exclusively or even mainly concerned with e ffic ie n cy .19

EC competition policy trad ition ally  responds to three 
fundamental objectives, which have been defined by the 
Commission as follows: contributing to an open and unified

WHITE, L ., o .c . . at p. 344, emphasis in original tex t.

18 See WHISH, R ., Competition law. 3rd ed., Butterworths 
1993, at p. 543.

19 See also HAWK, B . ,  o .c . . at pp. 54-62, where he sets 
out the differences between USA and EC competition policy 
goals and analyses the (limited) influence of Chicago School 
economic thinking on EC competition policy-making. For a 
c r i t ic a l  view of the EC competition policy objectives, see 
also KORAH, V ., "From legal form toward economic efficiency -  
A rticle 85 (1) of the EEC Treaty in contrast to U.S. 
an titru st", Antitrust Bull. (1990) 1009-1034.
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common market;20 preserving a competitive market structure; and 
maintaining a degree of fairness on the market, which includes 
safeguarding the position of SME's and consumers* in te re s ts .21 
I t  was only in i t s  Report on Competition Policy of 1991, with 
the completion of the single market in sight, that the 
Commission ex p lic itly  stated that the link between competition 
and economic efficiency  is  generally recognized throughout the 
world and may benefit the consumer.22 S t i l l ,  th is sh ift in 
emphasis does not imply that the striv e  for efficiency has 
become the f i r s t ,  le t  alone sole, p riority  of EC competition 
policy. In i t s  subsequent Report on Competition Policy of 
1992, the Commission c la r ifie d  that:

"The policy p rio r itie s  detailed in previous reports remain 
unchanged; in particular, competition policy seeks to 
contribute to the achievement of a genuine frontier-free area, 
and to economical and socia l cohesion, by throwing open 
markets which might otherwise be protected by exclusive 
rights, re s tr ic tiv e  practices, the abuse of dominant 
positions, or State a id s".23

For instance, in relation to regulated sectors and State aids, 
i t  was specified that the strive for economic efficiency is  
not a goal in i t s e l f ,  but has to be balanced out against the 
need to take the social dimension into account and to maintain 
a universal serv ice .24

20 According to Korah, "in competition cases, 
integration has been elevated by the Commission and the Court 
as a goal in i t s e l f ,  more important than efficiency", see 
KORAH, V., o . c . . (1986), at pt. 91.

See 9th Report on Competition Policy 1979, Luxembourg, 
1980, at pp. 9-10.

22 See XXIst Report on Competition Policy 1991,
Luxembourg, 1992, at p. 11.

23 See XXIInd Report on Competition Policy 1992,
Luxembourg, 1993, at p. 13.

24 See XXIInd Report on Competition Policy 1992,
Luxembourg, 1993, at p. 14.
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X .2.2.2. Competition policy in the consumers1 interest?

Contrary to the Chicago School concept, economic efficiency is  
not necessarily tantamount to  consumer welfare as far as EC 
competition policy is  concerned. The relationship between EC 
competition policy and safeguarding the consumers' interests 
is  not unequivocal. From the formulation of both A rticles 85
(3) and 86 (b) EC, i t  can already be inferred that the
consumers in terests should be duly taken into account in the 
formulation of EC competition policy. Or a t least, i t  is  clear 
that the EC competition policy should not be detrimental to 
the consumers. As was mentioned e a r lie r , the fundamental 
objectives of EC competition policy do indeed include 
safeguarding the consumers' in te re sts , but the la tte r  -as was 
the case for the e ffic ien cy  ob jective- is  not a goal in 
i t s e lf .  Other studies have shown that in the past consumers' 
interests as such were not rea lly  taken into account by 
neither the Commission nor the Court, but were at the most 
indirectly attained through the fulfilm ent of other 
competition policy o b jectiv es, such as safeguarding a 
competitive market structu re.25

However, the objective set forth  in the mid '80s to rea lise  a 
Citizens Europe by 1992 has given a decisive impetus to the

See for instance the most interesting analysis made by 
BLAISE, M.,  "La protection des consommateurs par le  droit 
communautaire de la concurrence", in Pizzio, J . ,  (ed .), Droit
des consommateurs : sé cu rité . concurrence. p u blicité■ Droit 
francais et communautaire. Story Scientia , 1987, pp. 79-111. 
At p. 88 he résumés: "Les in térêts  précis des consommateurs
sont au centre du champ d ' analyse, mais les  o b jectifs  visés 
par la Commission et par la  Cour ne sont pas ceux de la 
protection des consommateurs".
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elaboration of a sp ecific consumer protection policy.* 27 * 29 This 
new concern with the European c itiz e n 's  in te rests , including 
h is economic in terests, has raised the issue as to how a 
consumer protection policy could and should be integrated into 
other common p o licies. In a Resolution of 1986, the Council 
agreed with the Commission's intention to take the consumers' 
in terests better into account in the formulation of other 
p o lic ies , including competition policy.87

I t  is  important to underline that the notion 'consumer', as 
currently used, does not always seem to have the same meaning 
under the rules on competition as under the consumer 
protection policy. Under the consumer protection policy, the 
concept 'consumer' is  apparently limited to  the interlocutor 
of a trader or a supplier.26 But, in secondary legislation , i t  
i s  sometimes stipulated that a trader who acts outside the 
scope of his own commercial activ ity  can be considered as a 
consumer.29 I t  should be noted in th is respect that in the Pi 
Pinto case, the Court of Ju stice  has given an even more 
re s tr ic tiv e  interpretation of the concept 'consumer' than what

On the evolution of an EC consumer policy, see COM (90) 
98 final of 3 May 1990, "Three year action plan of consumer 
policy in the EEC (1990-1992)", pp. 1-3.

27 See Council Resolution of 15 December 1986 on the 
integration of consumer policy in the other common p o lic ies ,
O .J. C 3/1 of 7.1.1987.

29 See DE SOLA, M. , JEUNIAUX, M. , "La politique 
communautaire en faveur des consommâteurs", Revue du Marché 
Unique Européen (1992) 65-116, at p. 87.

29 See for instance the definitions of the concept 
consumers given in the following two d irectiv es: Council
Directive N° 85/577 of 20 December 1985 to protect the 
consumer in respect of contract negotiated away from business 
premises, O .J. L 372/31 of 31.12.1985, A rticle  2? Council 
Directive N° 87/102 of 22 December 1986 for the approximation 
of the laws, regulations and administrative provisions of the 
Member States concerning consumer cred it, O .J. L 042/48 of 
12.02.1987 (as amended), A rticle 1.
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the Commission proposed, in the sense that for the application 
of Directive 85/577 the consumer is  a person who does not 
usually engage in commercial p ractices .30 Under the EC rules on 
competition, the concept 'consumer' is  subject to a much 
larger interpretation. I t  i s  not only used in relation to an 
ordinary member of the public, but may include undertakings 
which acquire products in the course of th e ir  trade.31 With the 
integration of the consumer protection policy into competition 
policy, i t  is  to  be expected that more attention w ill be paid 
to the in terests of the genuine consumers rather than to the 
consumers a t large.

X .2.3. EFFICIENCY AND CONSUMER CONCERNS IN REGULATION N° 
123/85

X .2 .3 .1 . Economic effic ien cy

Through issuing the block exemption the Commission did not 
contribute to  ensuring the co-existence of a variety of 
distribution channels in order to prevent structural r ig id ity  
from occurring, as the Court had advocated in the Metro case .32

30 Case C-361/89, Di Pinto, Judgment of 14 March 1991,
E.C.R. (1991) 1-1189, at p t. 17-19, where the Court r e je c ts  
the Commission's contention that "a trader, when canvassed in 
connection with the sa le  of his business, finds himself in an 
unprepared situation sim ilar to that of an ordinary consumer” , 
so that he should come within the scope of Directive 85/577.

31 See WHISH, R ., Competition law. 3rd ed ., Butterworths, 
1993, at p. 229. See also KRÄMER, L ., EEC consumer law. Story 
Scientia, 1986, a t p ts. 4 & 104.

32 Case 26/76, o .c . . at p. 22. On the importance attached 
by the Court to the co-existence of various d istribution 
channels, see also the second Metro Case, Case 75/84, Metro v. 
Commission, Judgment of 22 October 1986, E.C.R. (1986) 3021, 
at pts. 65-66, and the c r i t ic a l  analysis by SCHÖDERMEIER, M . , 
"Metro I I  e t les  lim ites de la  distribution sélectiv e", C.D.E.
(1987) 667-696.
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In th is respect, i t  is  important to reca ll that the Commission 
motivated th is  exceptional and sectoral approach to selective 
motor vehicle distribution and after-sa les services through 
invoking rationalization and efficiency concerns which arise 
sp ecifica lly  with regard to consumer durables requiring expert 
maintenance and repair.33 Although efficiency motivations thus 
undoubtedly played a cru cial role in the drafting of 
Regulation N° 123/85, i t  is  equally obvious that the striv e  
for economic efficiency  was not the sole or overriding concern 
of the Commission.34 The concern with efficiency  apparently was 
held to outweigh the need for various distribution systems in 
the market.35 36 Nevertheless, i t  was put in the balance against 
another major objective, namely the preservation of a market 
structure in which inter-brand competition prevails.

Whereas opponents of Regulation N° 123/85 have pointed out 
that i t  is  not at a ll  proven that linking car distribution and 
a fter-sa les  services is  more economic or e ffic ien t than 
separating the two,* others have emphasised that the 
elaboration of an e ffic ie n t a fter-sa les service network is  a 
major factor of non-price competition as fa r  as the sale of 
new cars is  concerned. I t  has even be said that the market in 
new vehicles can be taken as an example of how v ertica l

See supra. Chapter I I ,  a t pt. I I . 3 .2 .1 .

34 This is  in conformity with the general EC competition 
policy ob jectives, see supra. at pt. X .2 .2 .1 .

35 Although i t  might also have been inspired by p ractical 
considerations, since Regulation N# 123/85 to a large extent 
merely consolidated the existing situation.

36 See for instance KRÄMER, L. o . c . . a t p. 80; SCHMITZ,
B . , "Le point de vue des consommateurs", in Pizzio, J . ,  (ed .). 
Droit des consommateurs. Story Scientia, 1987, pp. 104-111, at
p. 109.

589



INGE GOVAERE CHAPTER X

r e s t r i c t i o n s  may g iv e  an im p etu s t o  in te r -b r a n d  c o m p e ti t io n .37 
The u n d e rly in g  id e a  i s  t h a t  in te r -b r a n d  c o m p e titio n  in  th e  c a r  
s e c t o r  ta k e s  p l a c e  n o t o n ly  w ith  r e g a r d  t o  th e  c a r  i t s e l f ,  b u t  
i s  l a r g e l y  in flu e n c e d  by t h e  e f f i c i e n c y  o f  th e  'p a c k a g e ' th e  
c a r  m a n u fa c tu re rs  o f f e r  t o  th e  co n su m ers. The l a t t e r  v iew  i s  
a l s o  r e f l e c t e d  in  R e g u la tio n  N° 1 2 3 / 8 5 ,  t h e  r a t i o n a l e  o f  w hich  
i s  b a s i c a l l y  t h a t  s in c e  c o m p e titio n  in  a u to m o b ile s  te n d s  t o  
c o n c e n tr a te  on in te r -b r a n d  c o m p e titio n , c e r t a i n  r e s t r i c t i o n s  
on in t r a -b r a n d  c o m p e titio n  can  be t o l e r a t e d . 38 T h at t h e  
e x i s t e n c e  and c o n tin u a n ce  o f  in te r -b r a n d  c o m p e titio n  i s  a  
c o n d it io -s in e -q u a -n o n  a s  f a r  a s  th e  exem p tion  o f  in t r a - b r a n d  
r e s t r i c t i o n s  i s  co n ce rn e d , i s  i l l u s t r a t e d  by th e  f a c t  t h a t  
A r t i c l e  10 (1 )  s p e c i f i e s  t h a t  th e  b e n e f i t  o f  th e  R e g u la tio n  
may be w ithdraw n in  c a s e  th e  g o o d s:

" a r e  n o t s u b j e c t  t o  c o m p e titio n  from  p ro d u c ts  c o n s id e re d  by  
consum ers a s  s i m i l a r  by re a s o n  o f  t h e i r  c h a r a c t e r i s t i c s ,  p r i c e  
and in ten d ed  u s e " .

X . 2 . 3 . 2 .  Consumer p r o t e c t i o n

In  i t s  f i r s t  r e p o r t  on th e  i n t e g r a t i o n  o f  consum er p o l i c y  in  
th e  o th e r  common p o l i c i e s ,  th e  Commission i l l u s t r a t e d  t h e  
s ta te m e n t t h a t  "an  e f f o r t  h a s  been made t o  ta k e  in to  a c c o u n t  
th e  consum er d im en sion  in  th e  f i e l d  o f  c o m p e titio n  g u i d e l i n e s "

37 See MÖSCHEL, W ., "L a d i s t r i b u t i o n  s é l e c t i v e  
d 'a u to m o b ile s  en d r o i t  eu rop éen  de l a  c o n c u r r e n c e " , R . T . D . C .  
( 1 9 9 1 )  1 - 2 6 ,  a t  p .  9 .

38 See COMMISSION, 14e R e p o rt on C o m p etitio n  P o l i c y  1 9 8 4 .
Luxem bourg, 1 9 8 5 ,  a t  p t .  3 7 .  The Commission t r a d i t i o n a l l y  
a t t a c h e s  a g r e a t  im p o rtan ce  t o  th e  e x i s t e n c e  o f  i n t e r - b r a n d  
c o m p e titio n  when lo o k in g  a t  r e s t r i c t i o n  on i n t r a - b r a n d  
c o m p e titio n  in  s e l e c t i v e  d i s t r i b u t i o n  ag reem en ts  b ased  on  
q u a n t i t a t i v e  c r i t e r i a ,  s e e  f o r  in s ta n c e  CESARINI, P . , "L e s  
sy stè m e s  de d i s t r i b u t i o n  s é l e c t i v e  en d r o i t  com m unautaire d e  
l a  c o n c u r r e n c e " ,  Revue du M arché Unique Européen ( 1 9 9 2 )  8 1 -
1 0 5 ,  a t  p .  9 4 .
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by a  r e f e r e n c e  t o  au to m o b ile  and s p a re  p a r t s  d i s t r i b u t i o n .38 * A t 
f i r s t  s i g h t ,  t h i s  s ta te m e n t seems t o  be p a r a d o x ic a l  b e ca u se  
one o f  th e  f o u r  cu m u la tiv e  c o n d itio n s  t o  b e n e f i t  from an  
exem ption under A r t i c l e  85 (3 ) EC i s  p r e c i s e l y  t h a t  a f a i r  
s h a re  o f  th e  b e n e f i t s  sh ou ld  flow  t o  th e  consum ers. The 
im p o rtan ce  th u s  l i e s  in  th e  f a c t  t h a t ,  w h ereas b e fo re  t h i s  
c o n d itio n  was i m p l i c i t l y  c o n s id e re d  t o  be f u l f i l l e d  i f  th e  
o t h e r  t h r e e  c o n d it io n s  w ere m e t,40 R e g u la tio n  N° 1 2 3 / 8 5  
e x p l i c i t l y  aim s t o  a s s u r e  a  g r e a t e r  b e n e f i t  o f  th e  s e l e c t i v e  
d i s t r i b u t i o n  sy stem  t o  th e  consum ers, a lo n g  w ith  th e  o t h e r  
c o m p e titio n  p o l i c y  o b j e c t i v e s .41 F u rth e rm o re , th e  consum er i s  
a p p a re n tly  u n d e rsto o d  t o  be s o le l y  th e  p e rs o n  who p u rch a se s  
th e  c a r ,  o r  in  o th e r  words th e  genuine con su m er.

The f a c t  t h a t  e f f i c i e n c y  co n ce rn s  a r e  n o t h eld  t o  be 
tan tam o u n t t o  co n su m ers ' i n t e r e s t s  -b u t  r a t h e r  a re  p u t in  th e  
b a la n c e  a g a i n s t  them - i s  c l e a r l y  i l l u s t r a t e d  by th e  w ording o f  
P o in t  5 o f  th e  p ream b le , which s t i p u l a t e s  t h a t  o b l ig a to r y  
r e c o u r s e  t o  t h e  a u th o r iz e d  netw ork i s  n o t  in  a l l  r e s p e c t s  
in d is p e n s a b le  f o r  e f f i c i e n t  d i s t r i b u t i o n .  I t  i s  in  p a r t i c u l a r  
r e s t r i c t i o n s  on in tr a -b r a n d  c o m p e titio n  t h a t  l i m i t  th e  b a s i c  
co n su m ers' r i g h t  t o  p u rch a se  a c a r  w h erev er th e y  want t h a t  a r e  
h e ld  n o t t o  be 'in d is p e n s a b le ' f o r  e f f i c i e n t  d i s t r i b u t i o n .  I t  
i s  im p o rta n t in  t h i s  r e s p e c t  t o  r e c a l l  t h e  's a f e t y - v a l v e s *  
c o n c e rn in g  new m otor v e h i c l e s  w r i t t e n  i n t o  R e g u la tio n  N° 
1 2 3 / 8 5  in  th e  co n su m ers' i n t e r e s t s ,  c o n s i s t i n g  in  d e a l e r - t o -  
d e a l e r  s a l e s  and p u rch a se s  by consum ers and in te r m e d ia r ie s  in  
o t h e r  Member S t a t e s ,  a s  w e ll as  t h e  e l im in a tio n  o f  p r i c e

38 COM ( 8 7 )  616 f i n a l  o f  14 December 1 9 8 7 ,  a t  p t .  1 0 .  The 
o th e r  exam p les m entioned a r e  f r a n c h i s i n g  and know-how
l i c e n s i n g .

40 See a l s o  BLAISE, M ., o . c .  . a t  p .  8 7 .

41 See a l s o  BOURGOIGNIE, T . , E lém en ts p o u r une t h é o r i e  du 
d r o i t  de la  consom m ation. S to ry  S c i e n t i a ,  1 9 8 8 ,  a t  pp. 4 6 1 -  
4 6 2 .
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d i f f e r e n t i a l s . 42 B e s id e s  s a fe g u a r d in g  th e  b a s i c  r i g h t  o f  th e  
consum ers t o  p u rch a se  a  c a r  w h e re v e r p r i c e  and q u a l i t y  i s  m ost 
ad v a n ta g e s  t o  them , th e s e  r e s t r i c t i o n s  a r e  fu rth e rm o re  h e ld  t o  
c o n t r i b u t e  t o  th e  fu n d am en tal o b j e c t i v e  t o  o b ta in  a s in g le  
m arket in  c a r s .  I t  i s  n o t s u r p r i s i n g ,  t h e r e f o r e ,  t h a t  A r t i c l e  
10 (2) t o  (4 )  s t i p u l a t e s  t h a t  d i s r e g a r d  o f  th e  above-m ention ed  
s a f e t y - v a l v e s  may le a d  t o  t h e  w ith d ra w a l o f  th e  b e n e f i t  o f  
R e g u la tio n  N° 1 2 3 / 8 5 .

X . 3 .  REGULATION N* 1 2 3 / 8 5  AND THE 8PARE PARTS ISSUE

X . 3 . 1 .  OBJECTIVES OF REGULATION N° 1 2 3 / 8 5  EXTENDED TO SPARE 

PARTS

X . 3 . 1 . 1 .  No u n i t a r y  c o n c e p t o f  c a r  d i s t r i b u t i o n

A lthough s p a r e  p a r t s  o f  c a r s  a s  such  do n o t  r e q u ir e  p r e - s a l e s  
o r  a f t e r - s a l e s  s e r v i c e s  in  t h e  same way a s  new c a r s  do, i t  was 
seen  in  C h ap ter I I  t h a t  th e y  h av e n e v e r t h e l e s s  been in clu d e d  
in  th e  sco p e  o f  R e g u la tio n  N° 1 2 3 / 8 5 . 43 S t i l l ,  th e  s p e c i f i c i t y  
o f  th e  s p a re  p a r t s  m ark et h a s  t o  some e x t e n t  been ta k e n  in to  
a c c o u n t , in  t h a t  th e  e x te n s io n  o f  th e  e x c l u s i v e  p u rch a s in g  and 
d i s t r i b u t i o n  c la u s e s  t o  s p a re  p a r t s  h a s  been p r o h ib i te d .

T h is  ap p ro ach  h as been c r i t i c i z e d  on t h e  grounds t h a t  i t  
r e j e c t s  th e  u n i ta r y  c o n c e p t o f  c a r  d i s t r i b u t i o n  -w h ich  
e s s e n t i a l l y  means t h a t  th e  s a l e  o f  s p a r e  p a r t s  ca n n o t be 
d i s s o c i a t e d  from  th e  s a l e  o f  th e  c a r - ,  b u t in s te a d  r e g a r d s  th e  
s p a re  p a r t s  m ark et a s  b e in g  d i s t i n c t  from  th e  m arket in  new

42 See s u p r a . C h ap ter I I ,  a t  p t .  I I . 3 . 2 . 2 .

43 See s u p r a . C h ap ter I I ,  a t  p t .  I I . 3 . 2 .
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v e h i c l e s .44 * * * T h is  argum ent h as  now become re d u n d a n t, s in c e  from  
t h e  te n o r  o f  t h e  M a xicar and Volvo c a s e s ,  and e s p e c i a l l y  from  
th e  o p in io n  o f  A d v o ca te -G e n e ra l M ischo, i t  can  be in f e r r e d  
t h a t  f o r  th e  d e f i n i t i o n  o f  th e  r e le v a n t  p ro d u c t m arket un d er  
t h e  r u l e s  on c o m p e titio n  a d i s t i n c t i o n  d o es indeed have t o  be 
made betw een s p a r e  p a r t s  and new c a r s . 48

The main q u e s tio n  a r i s i n g  i s  th e r e f o r e  w h eth er th e  d i f f e r e n t  
r u l e s  a p p lic a b l e  t o  c a r s  and sp a re  p a r t s  resp o n d  t o  s i m i l a r  o r  
d i s s i m i l a r  o b j e c t i v e s .

X . 3 . 1 . 2 .  Econom ic e f f i c i e n c y

From a p u re ly  econom ic e f f i c i e n c y  p o in t  o f  v ie w , i t  m ight be -  
and has b e e n - argu ed  t h a t  th e  e f f i c i e n c y  o f  th e  au to m o b ile  
i n d u s t r i e s 1 s e l e c t i v e  d i s t r i b u t i o n  sy ste m s co u ld  be im proved  
th ro u g h  e x te n d in g  e x c l u s i v i t y  t o  s p a r e  p a r t s ,  so  t h a t  t h i s  
sh o u ld  be t o l e r a t e d  under th e  r u l e s  on c o m p e titio n . The 
argum ent g o es  t h a t  t h i s  would a llo w  th e  c a r  m a n u fa ctu re r t o  
b e t t e r  a l l o c a t e  h is  o v e r a l l  c o s t s  and t o  b e n e f i t  from  
econom ies o f  s c a l e ,  w hich would u l t i m a t e l y  be in  th e  
co n su m e rs ' i n t e r e s t . 48

I n  t h i s  r e s p e c t ,  i t  i s  o f te n  p o in ted  o u t t h a t  i f  e x c l u s i v i t y

44 See f o r  in s ta n c e  th e  stu d y  made f o r  R e n a u lt by JEANTET,
J . - C . ,  KOVAR, R - ,  ML es a c c o rd s  de d i s t r i b u t i o n  e t  de s e r v i c e
d e s  v é h ic u le s  au to m o b iles  e t  l ' a r t i c l e  85  du t r a i t é  CEE -
E tu d e  du P r o j e t  de rè g le m e n t de l a  Com m ission des Communautés 
e u ro p é e n n e s" , R . T . D . E .  ( 19 8 3)  5 4 7 - 5 7 3 ,  a t  pp .  5 7 1 - 5 7 3 .

48 See s u p r a . C h ap ter I X , a t  p t .  I X . 3 . 2 .

48 In  fa v o u r  o f  t h i s  ap p ro ach , s e e  f o r  in s ta n c e  DAVERAT, 
G ., "A pproche a d m in is t r a t iv e  e t  j u d i c i a i r e  a c t u e l l e  de l a  
d i s t r i b u t i o n  s é l e c t i v e  dans l e  s e c t e u r  de 1•a u to m o b ile : E tu d e  
com parée E t a t s  U nis -  Communauté e u ro p é e n n e ", R . T . D. C.  ( 1 9 8 5 )  
6 4 5 - 7 2 4 ,  e sp . a t  pp. 7 2 0 - 7 2 4 .
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does n o t e x te n d  t o  th e  s p a r e  p a r t s  m ark et th en  th e  s e l l i n g  
p r i c e  o f  new c a r s  would need t o  be r a i s e d . 47 In  th e  c o n t r a r y  
h y p o th e s is  t h e  p r i c e  o f  s p a r e  p a r t s  would n o t  be u n re a so n a b ly  
h ig h  due t o  t h e  f i e r c e  c o m p e ti tio n  in  th e  au tom ob ile  m ark et 
which i s  l a r g e l y  d e term in ed  by th e  e f f i c i e n c y ,  q u a l i t y  and 
o v e r a l l  c o s t  o f  th e  'p a c k a g e ' o f f e r e d  t o  th e  co n su m er.48 The 
m ost im p o rta n t co u n te r -a rg u m e n t i s  b ased  on th e  c o n t r a r y  
prem ise t h a t  due t o  th e  l im ite d  number o f  European c a r  
m a n u fa c tu re rs , th e  European a u to m o b ile  m ark et i s  e s s e n t i a l l y  
an o l i g o p o l i s t i c  o n e . T h is  was i m p l i c i t l y  re c o g n is e d  by th e  
Commission in  i t s  1 2 th  R e p o rt on C o m p e titio n  P o l ic y  1 9 8 2 ,  
where i t  was h e ld  t h a t  th e  p r i c e  d i f f e r e n t i a l s  f o r  new c a r s  
a r e  p a r t l y  t o  be e x p la in e d  by th e  f a c t  t h a t  th e  n a t io n a l  c a r  
m a n u fa ctu re rs  a c t  a s  p r i c e - l e a d e r s  on th e  n a t io n a l  m a rk e ts ,  
which a r e  fo llo w e d  by im p o rte rs  in  o r d e r  t o  in c r e a s e  t h e i r  
p r o f i t s . 48 I t  i s  e q u a lly  l i k e l y  t h a t  t h e r e  would be an i m p l i c i t  
con sen su s among c a r  m a n u fa c tu re rs  a b o u t th e  f a c t  t h a t  no one 
would b e n e f i t  from  en g agin g  in  i n d i r e c t  p r i c e  c o m p e titio n  w ith  
re g a rd  t o  re p la c e m e n t p a r t s ,  b e ca u se  t h i s  would u l t i m a t e l y  
e n t a i l  a l o s s  in  p r o f i t  f o r  a l l .  In  o t h e r  w ords, p o s s ib le  
e f f i c i e n c y  g a i n s  from  e x te n d in g  e x c l u s i v i t y  t o  s p a re  p a r t s  
would n o t n e c e s s a r i l y  flo w  b ack  t o  th e  consum ers in  th e  form  
o f  c o m p e ti tiv e  p r i c e s ,  b u t w ould in  t h e  f i r s t  p la c e  c o n s t i t u t e  
a p r o f i t  f o r  t h e  c a r  m a n u f a c tu r e r s . T h is  argum ent i s  co m fo rte d  
by th e  f in d in g  o f  th e  (UK) MMC in  i t s  1982  Car P a r t s  R e p o rt  
t h a t  a com plex monopoly s i t u a t i o n  e x i s t e d  w ith  re g a rd  t o  
w h o le sa le  su p p ly  o f  c a r  p a r t s  in  th e  UK w hich o p e ra te d  a g a i n s t

See a l s o  s u p r a . C h a p te rs  V III  and I X , a t  p t s .  V I I I . 5 . 2 .  
and I X . 3 . 2 . 1 .  r e s p e c t i v e l y .

48 See f o r  in s ta n c e  JEANTET, J . - C . ,  KOVAR, R . , o . c . . a t  p.
5 7 2 .

Luxem bourg, 1 9 8 3 .  T h is  i s  a l s o  th e  te n o r  o f  th e  MMC New 
M otor C a rs  R e p o rt o f  1 9 9 2 ,  Cm 1 8 0 8 ,  HMSO, London, who found  
t h a t  th e  s e l e c t i v e  d i s t r i b u t i o n  sy stem s e n f o r c e  th e  e x i s t e n c e  
o f  a com plex monopoly s i t u a t i o n  f o r  c a r  d i s t r i b u t i o n .
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th e  p u b lic  i n t e r e s t . 80

B e s id e s  t h i s  c o n tro v e r s y  ab o u t th e  t r u e  n a tu re  o f  th e  
a l l e g a t i o n  t h a t  im proved e f f i c i e n c y  th ro u g h  e x te n d in g  
e x c l u s i v i t y  t o  th e  s p a re  p a r t s  s e c t o r  would a l s o  n e c e s s a r i l y  
b e n e f i t  th e  consum er, th e  m ain problem  w ith  th e  e f f i c i e n c y  
argum ent i s  t h a t  u n e q u iv o c a lly  a c c e p tin g  t h i s  p o in t o f  view  
would be tan tam o u n t t o  n e g le c t in g  th e  t r a d i t i o n a l  o b j e c t i v e s  
o f  EC c o m p e titio n  p o l i c y .  I t  i s  n o t s u r p r i s i n g ,  t h e r e f o r e ,  
t h a t  f o r  s p a re  p a r t s  s i m i l a r l y  a s  f o r  new c a r s ,  e f f i c i e n c y  
c o n c e rn s  have been p u t in  th e  b a la n ce  a g a i n s t  th e  o th e r  g o a l s ,  
su ch  a s  th e  p r e s e r v a t i o n  o f  a  c o m p e titiv e  m a rk e t s t r u c t u r e  and  
t h e  p r o t e c t i o n  o f  th e  i n t e r e s t s  th e  consum ers have in  th e  
m ain ten an ce  o f  a l t e r n a t i v e  s o u r c e s  o f  s u p p ly . In  t h i s  r e s p e c t ,  
i t  i s  s i g n i f i c a n t  t h a t  th e  Commission h e ld  th a t  bans on 
d e a l in g  in  com peting s p a re  p a r t s  o f  an e q u al o r  s u p e r io r  
q u a l i t y  a r e  n o t  in d is p e n s a b le  f o r  e f f i c i e n t  d i s t r i b u t i o n ,81 o r  
i n  o th e r  words t h a t  in te r -b r a n d  c o m p e titio n  should n o t be  
un d u ly  r e s t r i c t e d .

The Commission d i d ,  how ever, forw ard  an e f f i c i e n c y  argum ent t o  
m o tiv a te  th e  a c c e p ta n c e  in  p r i n c i p l e  o f  r e s t r i c t i o n s  on i n t r a 
b ran d  c o m p e titio n  s p e c i f i c a l l y  w ith  r e g a r d  t o  sp a re  p a r t s .  In  
p o i n t  6 o f  th e  pream ble t o  R e g u la tio n  N° 1 2 3 / 8 5 ,  th e  
Commission h e ld :

" I t  shou ld  be p o s s ib le  t o  b a r  w h o le s a le rs  n o t  b elo n g in g  t o  th e  
d i s t r i b u t i o n  sy stem  from  r e s e l l i n g  p a r t s  o r i g i n a t i n g  from  
m o to r v e h i c l e  m a n u fa c tu re rs . I t  may be supposed t h a t  th e  
sy s te m  o f  r a p id  a v a i l a b i l i t y  o f  s p a re  p a r t s  a c r o s s  th e  w hole  
c o n t r a c t  program m e, in c lu d in g  th o s e  w ith  a  low tu rn o v e r , w hich  
i s  b e n e f i c i a l  t o  th e  con su m er, co u ld  n o t  be m a in ta in ed  w ith o u t  
o b l i g a t o r y  r e c o u r s e  t o  th e  a u th o r iz e d  n e tw o rk ."

MMC C ar P a r t s  R e p o rt o f  26 May 1 9 8 2 ,  HC 3 1 8 ,  HMSO
London.

81 S e e  p o i n t  8 o f  t h e  p r e a m b l e  t o  R e g u l a t i o n  N° 1 2 3 / 8 5 .
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However, in  r e s p e c t  o f  th o s e  s p a r e  p a r t s ,  th e  same kind  o f  
g e n e ra l  e x c e p t io n s  ap p ly  a s  f o r  c a r s .  F o r  in s ta n c e  d e a l e r - t o -  
d e a l e r  s a l e s  and th e  su p p ly  o f  s p a r e  p a r t s  t o  t h i r d  p a r t i e s  
f o r  r e p a i r  o r  m ain ten an ce  p u rp o se s  may n o t  be c o n t r a c t u a l l y  
p r o h ib i te d , b e c a u s e  th e y  a r e  o n ce  a g a in  e x p l i c i t l y  h e ld  n o t be 
in d is p e n s a b le  f o r  e f f i c i e n t  d i s t r i b u t i o n .”

X . 3 . 1 . 3 .  C o n su m er^  i n t e r e s t  in  a c o m p e ti t iv e  m arket s t r u c t u r e

S i m i la r l y  a s  f o r  th e  m ark et in  m otor v e h i c l e s ,  th e  r a t i o n a l e  
th u s  i s  t h a t  c e r t a i n  in t r a - b r a n d  r e s t r i c t i o n s  can be allo w ed  
b ecau se  i n t e r -b r a n d  c o m p e ti tio n  p r e v a i l s  in  th e  m ark et f o r  
s p a re  p a r t s .  T h is  i s  i l l u s t r a t e d  by p o in t  25 o f  th e  pream ble  
t o  R e g u la tio n  N° 1 2 3 / 8 5 ,  w here i t  i s  p o in te d  o u t t h a t  th e  
c o n d it io n s  n e c e s s a r y  f o r  e f f e c t i v e  c o m p e ti tio n  may be ta k e n  t o  
e x i s t  a s  r e g a r d s  th e  v a r io u s  c a t e g o r i e s  o f  p ro d u c ts  s e t  o u t in  
A r t i c l e  l .  B e s id e s  m otor v e h i c l e s ,  A r t i c l e  1 e x p l i c i t l y  
m en tion s s p a r e  p a r t s .

A lthough th e  o b j e c t i v e  o f  s a fe g u a rd in g  a  c o m p e titiv e  m ark et 
s t r u c t u r e  i s  th e  same f o r  b o th  th e  m a rk e ts  in  c a r s  and in  
s p a re  p a r t s ,  t h e r e  i s  an im p o rta n t d i f f e r e n c e  betw een th o s e  
two m ark ets  w hich e x p la in s  th e  d iv e r g e n t  r u le s  a p p lic a b le  
th o s e  tw o s e c t o r s  a s  e x p re s s e d  in  R e g u la tio n  N° 1 2 3 / 8 5 .  Even 
a g a i n s t  th e  c o n t e x t  o f  a m ark et w hich i s  c h a r a c t e r i s e d  by 
s t r u c t u r a l  r i g i d i t y ,  th e  exem p tion  o f  e x c l u s i v i t y - c l a u s e s  a s  
f a r  a s  new c a r s  i s  co n ce rn e d  d o es n o t le a d  t o  th e  e l im in a tio n  
o f  i n t e r - b r a n d  c o m p e titio n  betw een c a r s .  T h is  e x p la in s  why 
o n ly  i n t r a - b r a n d  r e s t r i c t i o n  a r e  b l a c k l i s t e d  in  r e l a t i o n  t o  
c a r s .  To t h e  c o n t r a r y ,  t h e r e  i s  a r e a l  d an ger t h a t  
u n c o n d it io n a l ly  e x te n d in g  e x c l u s i v i t y  t o  s p a re  p a r t s  would 
le a d  t o  th e  e l im in a t io n  o f  in te r -b r a n d  c o m p e titio n  in  t h i s

S e e  p o i n t  5  o f  t h e  p r e a m b l e  o f  R e g u l a t i o n  N° 1 2 3 / 8 5 .
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a n c i l l a r y  m a rk e t. The o b v io u s re a so n  i s  t h a t  when a c e r t a i n  
brand o f c a r  h a s  been p u rc h a s e d , su b se q u e n tly  s p a re  p a r t s  w i l l  
have t o  be p u rch a se d  t h a t  f i t  t h i s  c a r .  In  o r d e r  t o  s a fe g u a rd  
th e  same kind o f  c o m p e ti tiv e  m arket s t r u c t u r e  a s  e x i s t s  f o r  
c a r s  in  th e  s p a r e  p a r t s  m a rk e t, i t  i s  t h e r e f o r e  n e c e s s a ry  n o t  
o n ly  t o  b l a c k l i s t  c e r t a i n  ty p e s  o f  in t r a -b r a n d  r e s t r i c t i o n s ,  
b u t above a l l  c la u s e s  w hich m ight r e s t r i c t  in te r -b r a n d  
c o m p e titio n . As seen  b e f o r e , th e  s a f e t y - v a l v e s  in s e r te d  in  
R e g u la tio n  N° 1 2 3 / 8 5  a s  co n c e rn s  s p a re  p a r t s  w ere in  
p a r t i c u l a r  aim ed t o  p e r p e tu a te  th e  e x i s t i n g  l i v e l y  m ark et  
s t r u c t u r e  w hich resp o n d s t o  th e  d i f f e r e n t  demands o f  th e  
v a r io u s  c a t e g o r i e s  o f  co n su m ers, and a s  su ch  a r e  s t r i n g e n t l y  
lin k e d  w ith  th e  co n ce rn  t o  e n su re  th e  consum er*s b a s ic  r i g h t  
t o  have h i s  c a r  r e p a ir e d  w h erev er p r i c e  and q u a l i ty  a r e  m ost 
ad v an tag eo u s t o  h im .”

X . 3 . 2 .  THE IMPACT OF THE SPARE PARTS CASES ON THE OBJECTIVES 
OF REGULATION N° 1 2 3 / 8 5

I t  i s  ob v io u s t h a t  a s  f a r  a s  th e  m ark et f o r  bodywork 
com ponents i s  co n c e rn e d , th e  r a t i o n a l e  o f  t o l e r a t i n g  c e r t a i n  
r e s t r i c t i o n s  on in tr a -b r a n d  c o m p e titio n  in  th e  assum ption t h a t  
e f f e c t i v e  in te r -b r a n d  c o m p e titio n  p r e v a i l s ,  i s  s e r i o u s l y  
je o p a rd iz e d  by th e  a c c e p ta n c e  o f  th e  e n fo rcem en t o f  d e s ig n  
r i g h t s  in  th e  M a x ica r  and V olvo c a s e s .54

As seen  b e fo re  in  C h ap ter I I ,  th e  C om m ission 's id e a  when 
d r a f t i n g  A r t i c l e  3 , p o in t  4 o f  R e g u la tio n  N° 1 2 3 / 8 5  was t h a t  
p r o h ib i t in g  th e  i n s e r t i o n  o f  a n o n -c o m p e titio n  c la u s e  w ith  
r e s p e c t  t o  s p a r e  p a r t s  o f  an equ al o r  s u p e r io r  q u a l i t y  in  
s e l e c t i v e  d i s t r i b u t i o n  c o n t r a c t s  would e n t a i l  th e  p e r p e tu a tio n

S e e  s u p r a . C h a p t e r  I I ,  a t  p t .  I I . 3 . 2 . 2 .

S e e  s u p r a ,  C h a p t e r s  V I I I  a n d  I X .
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o f  e f f e c t i v e  in te r -b r a n d  c o m p e ti t io n  in  th e  s p a re  p a r ts  
m a rk e t.”  The outcom e o f  th e  s p a r e  p a r t s  c a s e s  have proven th a t  
i t  was somehow p rem atu re  t o  f o s t e r  t h i s  e x p e c t a t i o n .

A lthough th o s e  judgm ents a r e  s u b j e c t  t o  c r i t i c i s m , 56 i t  cannot 
be ig n o red  t h a t  in  b o th  th e  M a x ic a r  and V olvo c a s e s ,  th e  Court 
upheld th e  le g i t im a c y  o f  t h e  c a r  m a n u f a c tu r e r s 1 p r a c t i c e  o f  
e n fo rc in g  d e s ig n  r i g h t s  on bodywork com ponents o f  c a r s  under 
b oth  th e  r u l e s  on th e  f r e e  movement o f  good s and th e  r u l e s  on 
c o m p e titio n . I t  sh ou ld  be r e c a l l e d  t h a t  th e  C ou rt came t o  t h i s  
c o n c lu s io n  w ith o u t ta k in g  t h e  f u n c tio n  o f  d e s ig n  r i g h t s  in to  
a c co u n t and d e s p i t e  t h e  f a c t  t h a t  t h i s  p r a c t i c e  e n t a i l s  th e  
e lim in a tio n  o f  a l l  i n t e r - b r a n d  c o m p e ti tio n  f o r  th e  p a r ts  
co n ce rn e d . Through in v o k in g  d e s ig n  p r o t e c t i o n  on p a r t s  which 
n e c e s s a r i l y  h av e  t o  be i d e n t i c a l  t o  r e s t o r e  th e  c a r  in  i t s  
o r i g i n a l  a p p e a ra n c e , t h e  c a r  m a n u fa c tu re rs  th u s  su cceed ed  in  
e lim in a tin g  s p u r io u s  p a r t s  from  th e  m ark et and c o n c u r r e n tly  in  
o b ta in in g  a  l e g a l  su p p ly  monopoly f o r  t h e i r  bodywork 
com ponents. T h is  l o g i c a l l y  im p lie s  t h a t ,  w ith  re g a rd  t o  th e  
bodywork com ponents c o n c e rn e d , n o t o n ly  th e  p r o h ib i t io n  on 
e x c lu s iv e  p u rc h a s in g  c l a u s e s  in  s e l e c t i v e  d i s t r i b u t i o n  
agreem en ts becom es re d u n d a n t, b u t fu r th e rm o re  t h a t  th e  p a r ts  
have become c a p t i v e  and may be d i s t r i b u t e d  e x c l u s i v e l y  th rough  
th e  c a r  m a n u f a c tu r e r 's  d i s t r i b u t i o n  n etw o rk .

I t  should be r e c a l l e d  t h a t  R e g u la tio n  N° 1 2 3 / 8 5  does indeed  
a llo w  f o r  e x c l u s i v i t y  and s e l e c t i v i t y  w ith  re g a rd  t o  p a r ts  
su p p lie d  by th e  m otor v e h i c l e  m a n u fa c tu re r , in c lu d in g  c a p tiv e  
s p a re  p a r t s . 57 F o r  th e  ab o v e-m en tio n ed  a l le g e d  e f f i c i e n c y  
c o n c e rn s , in t r a - b r a n d  c o m p e ti t io n  in  r e l a t i o n  t o  th o s e  sp a re  
p a r t s  may th u s  be p r o h ib i te d  on more o r  l e s s  th e  same term s *

*  See s u p r a . C h ap ter I I ,  a t  p t .  I I . 3 . 3 . 1 .

“ See s u p r a . C h a p te rs  V I I I  and IX .

57 S e e  s u p r a . C h a p t e r  I I ,  a t  p t .  I I . 3 . 2 .
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t h a t  ap p ly  t o  c a r s . "  The lim ita tio n  posed in  the sense th a t  
th e  supp ly  o f  th o s e  sp are  p a r ts  to  r e s e l l e r s  may not be 
c o n t r a c t u a l l y  p ro h ib ite d  i f  th e  spare p a rts  a re  purchased f o r  
t h e i r  own u s e  in  e f f e c t i n g  re p a irs  o r  m aintenance, i s  
p a r t i c u l a r l y  r e l e v a n t  f o r  c a p tiv e  spare p a r t s ."  i t  i s  obvious 
t h a t  o th e rw ise  independent r e p a ir e rs  would not have a c c e s s  to  
th o s e  p a r t s  - w h i l s t  com peting p a rts  are  elim in ated  from th e  
m a rk e t- , w ith  a s  a r e s u l t  t h a t  the consumer would n e c e s s a r ily  
have t o  a v a i l  h im se lf  o f  th e  se rv ic e s  of th e  approved network.

As f a r  a s  c a p t i v e  sp a re  p a r ts  are concerned, R egulation N# 
1 2 3 / 8 5  th u s  in  e s se n ce  a lre a d y  c leared  the p o ssib le  o ccu rren ce  
o f  a  l e g a l  monopoly f o r  th e  c a r  m anufacturer -due to  the non
e x i s t e n c e  o f  in te r -b ra n d  com petition and the accep ted  
c o n t r a c t u a l  r e s t r i c t i o n s  on in tra -b ran d  co m p etitio n - under 
A r t i c l e  85 (3 )  EC, on th e  con d ition  th a t  th ird  p a r tie s  may 
o b ta in  th o s e  p a r t s  f o r  r e p a ir  purposes from the d e a le rs .  
Through th e  a c c e p ta n c e  o f th e  enforcement of design r ig h ts  on 
bodywork com ponents o f  c a r s ,  th e  Court in  th e  spare p a r ts  
c a s e s  n o t o n ly  re in fo rc e d  th e w ell-foundedness of t h i s  
a p p ro a ch , i t  fu rth erm o re extended i t  to  p a r ts  t h a t  
t r a d i t i o n a l l y  w ere co n sid ered  as spurious p a r ts . In o th e r  
w o rd s, r a t h e r  th an  m erely acknowledging th e  f a c t  th a t  no 
in te r -b r a n d  co m p e titio n  e x i s t s  in r e la tio n  to  c e r ta in  p a r ts ,  
th e  C ourt went f a r  beyond in  th a t  i t  accep ted  the p r a c t ic e  o f  
e lim in a tin g  a lr e a d y  e x is t in g  com petitors from the m arket. 
A lthough a d m itte d ly  i t  i s  d i f f i c u l t  to  invoke vested  r ig h ts  
and l e g i t i m a t e  e x p e c ta tio n s  ag a in st claim s based on 
c o u n t e r f e i t i n g  o r  p i r a c y , i t  i s  subm itted, w ith re s p e c t , t h a t  
th e  C ou rt d id  n o t s a t i s f a c t o r i l y  deal w ith the q u estion  
w h ether c o u n t e r f e i t i n g  o r  p ira c y  did o r  did n o t in f a c t  o c c u r .

See s u p r a . a t  p t .  X . 3 . 1 . 2 .

"  S e e  A r t i c l e  3 ,  p o i n t  1 0  (b ) and p o i n t  5  o f  t h e  p r e a m b l e
t o  R e g u l a t i o n  N° 1 2 3 / 8 5 .

5 9 9



IN G E GOVAERE CHAPTER X

I t  can only be hoped that the spare parts cases have not set a 
precedent for the unlimited invocation of alleged intellectual 
property protection in the sole aim to exclude competitors 
from the market.

The spare parts cases v i l l  most lik e ly  also have tempered the 
expectations of those who found the purchasing-for-repair- 
purposes-exception to have several shortcomings. For instance, 
i t  has been pointed out that there is  no guarantee as to the 
conditions under which the parts w ill be sold - i f  they w ill at 
a l l  be sold- for repair purposes by the dealers. The hope was 
therefore expressed that despite the exemption of exclusivity 
clauses in distribution contracts, the car manufacturers 
themselves would be held to be in the obligation to supply 
captive spare parts to the independent repairers.80 The 
argument that the refusal to  supply would amount to an abuse 
of a dominant position has, however, become d iff ic u lt  to 
maintain, since the Court's stated in the Volvo case that only 
an arbitrary refusal, and thus not a bare refusal, to se ll 
spare parts to independent repairers might constitute an 
infringement of A rticle 86 EC.81

The combination of the elimination of existing inter-brand 
competition under the spare parts ruling and the restrictions 
on intra-brand competition accepted under Regulation N® 123/85 
is  obviously apt to change the competitive and lively  market 
structure in spare parts. Simultaneously, an extension of the

See for instance JOERGES, c . , "The Commission 
Regulation N° 123/85 on automobile d istribution and servicing 
agreements: competition policy objectives and their
implications for the consumer in te rest" , in JOERGES/HILLER/ 
HOLZECK/MICKLITZ, Vertriebsoraktiken im Automobilersatzteil- 
sektor, 1985, Verlag Peter Lang, pp. 353-386, at pp. 377-379, 
where he points to the incoherence between Regulation N° 
123/85 and the tenor of the Huain decision in th is respect.

81 On t h i s  is s u e , se e  su p ra . Chapter IX , a t  p t . I X . 4 . 3 . 1 .
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practice to enforce in te llectu a l property rights which are not 
in accordance with th e ir  function to other spare parts would 
be particularly  apt to  jeopardize the objective which the 
Commission set i t s e l f ,  namely to safeguard the consumers1 
basic right to  have the car repaired wherever price and 
quality are most advantages to him. The question remains 
whether the Commission can s t i l l  undertake some action to 
safeguard the objectives i t  set forth in Regulation N° 123/85 
in relation to the spare parts market, a fter the ruling of the 
Court in the Maxicar and Volvo cases.

X .4. POSSIBLE SCOPE OF ACTION FOR THE COMMISSION

X .4 .1 . INTRODUCTION

The fact that the Court held in the spare parts cases that the 
enforcement of design rights on bodywork components of cars is  
not contrary to A rticles 30-36 EC or A rticle  86 EC, whereas 
th is  practice is  not as such prohibited by Regulation N° 
123/85 eith er, does not imply that the Commission is  devoid of 
a l l  means of action to try to  restore competition in the spare 
parts market. Although the Commission obviously does not have 
the competence to a lte r  the ruling of the Court, i t  does have 
the task to ensure that the objectives of EC competition 
policy in general, and of Regulation N° 123/85 in particular, 
are observed by undertakings.

In th is respect, i t  should f i r s t  of a l l  be considered whether 
or not the Commission has the competence to impose compulsory 
licences under Regulation N° 17.“ I t  is  most interesting in 
th is  respect to illu s tra te  the Commission's response to the 
alleged anti-competitive behaviour by the FORD Motor Company, 82

82 See in fra , at pt. X .4 .2 .
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which consisted precisely in the elimination of competition 
through the enforcement of design rights on bodywork 
components of i t s  cars. Since the Commission's involvement in 
th is  case was largely due to  the inaptitude of the UK 
Monopolies and Mergers Commission to remedy th is  situation, i t  
seems useful to  f i r s t  se t out the national background of the 
case, which not surprisingly presents strik ing  resemblances 
with the EC spare parts cases.

In second order, i t  should be considered whether the 
Commission can undertake some kind of action sp ecifica lly  on 
the basis that the objectives of Regulation N° 123/85 have 
been jeopardized, in order to  restore competition in the 
market for bodywork components of ca rs .“

X .4.2. REGULATION N° 17 AND COMPULSORY LICENCES

X.4 .2 .1 . Findings of the UK Monopolies and Mergers Commission 
on FORD Body Panels

In the Ford case, the UK Monopolies and Mergers Commission 
(MMC) was confronted with a situation which was rather sim ilar 
to the one in the Volvo case dealt with by the Court of 
Justice.®4 The crucial issue was to determine whether the 
refusal by the Ford Motor ■ Company to grant licences to 
independent manufacturers of body panels had a prejudicial 
e ffect on competition within the United Kingdom, and possibly 
to propose remedies.“ * 84

“ See in fra , at pt. X .4 .3 .

84 See suora. Chapter IX.

“ On the ro le , and the s im ila rities  and differences in 
approach of the MMC in the UK in comparison to the European 
Commission, see FISHWICK, F . , "Definition of monopoly power in 
the an titru st policies of the United Kingdom and the European
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In the MMC Car Parts Report of 1982, i t  was already held that 
certain car manufacturers, among which Ford Motor Company, 
held a dominant position in relation to the wholesale supply 
of motor car parts in the United Kingdom, in the sense of 
Section 6(1) (c) of the UK 1973 Fair Trading Act, by virtue of 
their selectiv e and exclusive distribution network which 
extended to both cars and replacement parts thereof.“ I t  was 
therefore at th at time recommended that exclusivity-clauses as 
concerns the supply of spare parts should be excluded from a ll  
franchising contract, in order to provide the possibility  for 
independent manufacturers to  supply spare parts to approved 
dealers of the distribution network.* 87

Subsequent to th is  report, the Ford Motor Company radically 
changed i t s  strategy in that i t  in itiated  legal action against 
UK independent manufacturers and importers of body panels for 
Ford cars invoking alleged infringement of i t s  copyright. I t  
also refused to  grant licences for manufacture or supply on 
reasonable terms to independent undertakings, whereas before 
i t  had tolerated competition by independent manufacturers.“

Community”, Antitrust Bull. (1989) 451-488.

“ The Monopolies and Mergers Commission, "Car Parts; A 
report on the matter of the existence or the possible 
existence of a complex monopoly position in relation to the 
wholesale supply of motor car parts in the United Kingdom".
H.C. 318, 26 May 1982, London, Her Majesty's Stationary
Office, see especially  at pp. 38-40.

87 MMC Car parts Report of 1982, o .c . , at pp. 50-51.
However, i t  was pointed out that "even in the absence of 
formal requirements to buy parts exclusively from car 
manufacturers and importers, i t  is  v irtu ally  certain that 
franchised outlets would in practice continue to buy from 
them".

“ See also BURKE, T . , GENN-BASH, A ., HAINES, B .,
Competition in theory and p ractice. 2nd e d ., 1991, Routledge, 
at p. 171, where i t  is  held that Ford's new strategy "was 
viewed as an attempt to foreclose a market by destroying the
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The aim was clearly  to elim inate the independent undertakings 
from the market as potential competitors in so far as the 
supply of body panels was concerned, and thus to undermine the 
effectiveness of the remedy proposed by the MMC in i t s  Car 
Parts Report of 1982, as well as more generally to reap the 
benefits on the lucrative market of body panels.

In i t s  Report on the Ford Motor Company Limited of 1985, the 
MMC came to the conclusion that the conduct by Ford, which 
consisted in "not granting to  any person (other than to 
persons supplying body panels to Ford) a licence to 
manufacture and s e ll  in the United Kingdom any replacement 
body p art",” was anti-com petitive and against the public 
in terest, mainly because i t  tended to keep up prices and 
s t i f le  innovation.* 70 The la t te r  was illu stra ted  by the fact 
that i t  was the independent manufacturers that introduced the 
less expensive corrosion panels on the market, whereas i t  was 
held that:

"we can only speculate whether, i f  the independents* 
competition had not existed, such panels would ever have been

competition, rather than simply a decision by one company to 
exercise i t s  legal rig h ts". They point out that the Ford case 
was not only constituted by lit ig a tio n  -as in BL v. Armstrong, 
but that additionally there was a blanket refusal by Ford to 
negotiate licences.

” The Monopolies and Mergers Commission, "Ford Motor 
Company Limited: A report on the policy and practices of the 
Ford Motor Company Limited of not granting licences to 
manufacture and s e ll  in the United Kingdom certain replacement 
body parts for Ford veh icles" . Cmnd. 9437, February 1985, 
London, Her Majesty's Stationary Office, see especially at
p.43, p t. 6.58.

70 The MMC Ford Motor Company Report, o . c . . see especially 
a t pp. 36-41. See also FISHWICK, F . , o . c . . a t p. 484, where he 
writes that "the Ford case demonstrates clearly  that the MMC 
w ill consider the public in terest mainly as that of the fin a l 
consumer".
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introduced by Ford” . 71

I t  is  interesting to note that Ford only started to supply 
corrosion panels in 1984, which i t  does not manufacture i t s e l f  
but buys from the Van Hezel Company.

During the proceedings, Ford proposed to remedy th is situation 
through offering licences to  independents, but only for the 
manufacture of corrosion panels and against a royalty of 60 %. 
As the MMC pointed out, th is  was not satisfactory because i t  
would s t i l l  imply that Ford had a complete monopoly for the 
supply of the other body panels, whereas the rate of 60 % 
would probably not be the independents1 idea of a reasonable 
royalty.72 The main problem the MMC thus had to deal with was 
to find an effectiv e  remedy to bring the anti-competitive 
practice to an end. Imposing compulsory licences seemed to  be 
excluded, because the existing law merely conferred the 
competence upon the Secretary of State to prohibit an 
undertaking to  engage in anti-competitive behaviour, and not a 
positive action in the sense of ordering the grant of a 
licence with regard to copyrights. I t  is  interesting to note 
that th is  is  a major difference with anti-competitive 
practices in relation  to patents that go against the public 
in terest, because in th is  case the Comptroller-General of 
Patents, Designs and Trade Marks may on the application of the 
Minister declare licences to be available as of r ig h t.73 I t  was 
furthermore pointed out that although the order to stop the 
anti-competitive conduct -of not granting licences on 
reasonable terms- might indirectly oblige Ford to grant 
licences to independents, the problem would s t i l l  remain of

MMC Ford Motor Company Report, o . c . . at p. 41, pt.
6.51.

72 MMC Ford Motor Company Report, o .c . . at p. 42.

73 MMC Ford Motor Company Report, o .c . . at p, 35, a t pt.
6.17.
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how to establish  a reasonable royalty since under UK law there 
is  no obligation upon Ford to accept a rb itra tio n .7*

The main conclusion of the MMC was therefore that the existing 
law did not o ffer  a satisfactory  remedy to the refusal of Ford 
to grant licences, and that the public in terest could only be 
safeguarded through a change in the law. The question was of 
course which law should be changed, namely competition law in 
the sense that the Secretary General could impose obligatory 
licences on the owner of the exclusive right, or the law 
conferring the exclusive rig h t. The MMC unequivocally opted 
for the second solution, on the basis of the following 
reasoning:

"The root of a l l  these d iff ic u lt ie s  appears to us to be that a 
licence, although i t  operates as a sharing with the licensee 
of the exclusive right enjoyed by the owner of the copyright 
or registered design, is  fundamentally an assertion by the 
licensor and a recognition by the licensee of that exclusive 
right. In th is  case we have found that the absence of 
competition resulting from the assertion of that exclusive 
right would operate against the public in terest. There is  
therefore a co n flic t between the exclusive right of the owner 
of the copyright or registered design and the public in terest. 
A resolution of th is co n flic t which w ill allow the development 
of competition requires some modification of the exclusive 
right, not merely i t s  sharing with certain  individuals or 
companies"

The fin a l remedies proposed by the MMC were therefore the 
following as c lass ified  in order of preference. F irst comes 
the modification of both the (then existing) Registered 
Designs and Copyright Act in the sense that exclusive rights 
would only be granted to body panels of cars for up to 5 
years. In second order, the MMC proposed to amend the 
Competition Act in the sense that obligatory licences could be 74 75

74 MMC Ford Motor Company Report, o .c . . a t pp. 42-43.

75 MMC Ford Motor Company Report, o .c . . at p. 43, pt.
6.62.
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imposed. But in any case, the MMC pointed out that in the 
meantime, the preservation of competition in the market for 
body panels was dependent on Ford's willingness to take the 
public in terest into account.78 In th is respect, i t  should be 
noted that on 15 December 1986, the Director General of the 
O ffice of Fair Trading accepted an undertaking by Ford to 
grant licences to independents in respect of body panels 
covered by registered design rights which had been on the 
market for 7 years against the payment of a royalty of 2%.* 77 *

As regards the proposed modifications to the (then) existing 
design and copyright law, i t  should be noted that the MMC 
fixed the term of protection at 5 years, not on the basis of 
an analysis of the objectives of design or copyright law, but 
simply because i t  was held that during the f i r s t  5 years of 
the l i f e  of a car replacement panels were for various reasons 
supplied by the car manufacturers rather than by the 
independent manufacturers, so that the adverse a ffects  on 
competition and the public in terest would be minimal. I t  was 
pointed out that i t  was not the task of the MMC to propose 
general reforms of design or copyright law, for instance 
concerning the requirements to obtain protection, but that i t  
was obvious that the adverse effects on competition could be 
remedied through a wider change in the law, such as the to ta l 
exclusion of functional designs from the scope of the 
protection offered. The MMC proceeded to s ta te :

"On the other hand, i f  no wider reform of the law of copyright 
i s  undertaken, we hope our recommendations may be put into 
e ffe c t, for the protection of the public in terest in the

MMC Ford Motor Company Report, o .c . . a t pp. 45-46.

77 See the notice in Bee Line 44 (December 1986) 13. See 
also BURKE, T ., GENN-BASH, A., HAINES, B. , o .c . . at p. 178. 
Copyright protection on spare parts already became redundant
subsequent to the B ritish  Leyland judgment of the House of 
Lords.
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particular fie ld  to which they r e la te " .78

I t  thus seems that the lim itation of the exclusive protection 
in duration was merely a second-best solution to a more 
fundamental change of the law conferring exclusive r ig h ts .7* 
This second-best solution was obviously dictated by the 
specific function of the MMC, whose task was confined to 
merely proposing effective remedies to  the anti-competitive 
behaviour of Ford as concerns the supply of body panels.

I t  is  therefore submitted that Advocate-General Mischo was not 
quite accurate when maintaining in his opinion to the Maxicar 
case that the MMC:

”. .  in no way challenged the principle whereby a manufacturer 
can obtain industrial property rights and receive the benefit, 
when selling those parts, of a 'retu rn1 for his innovative 
efforts and h is research and development co sts”.80

But more importantly, he omitted to mentioned that subsequent 
to the MMC Ford Motor Company Report, the House of Lords in 
i t s  famous B ritish  Levland judgment of 1986 ex p lic itly  
excluded a ll  spare parts needed for repair purposes from the 
scope of copyright protection in order to safeguard 
competition and the consumers' in te re s ts .81 Similarly, he 
failed  to mention that the 1988 Act, which modified both the 
Registered Designs and Copyright law, for the same reasons

MMC Ford Motor Company Report, o . c . . a t pp. 45-46, pt.
6.69.

Sim ilarly, see BURKE, T . , GENN-BASH, A., HAINES, B.,
o .c . . a t p. 172.

80 See his opinion to Case 53/87, o . c . . a t para 33.

81 Sim ilarly, FLORIDI A, G., in his paper presented a t the 
Conference in Sienna on 8 and 9 July 1988, writes at p. 12 
"..qu esta 'dimenticanza' soprende..". For an analysis of the 
B ritish  Levland case, see supra, Chapter IV, at p t.
IV .3.1.1.C .
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introduced the m ust-fit and must-match exceptions to 
p ro tectab ility .82 I f  he had taken those two important 
developments in the spare parts debate in the United Kingdom 
subsequent to the MMC Ford Motor Company Report into account, 
he could but have drawn the Court’s attention to the fact that 
in the United Kingdom, the principle whereby industrial 
property rights are granted to bodywork components of cars is  
not only challenged, but ex p lic itly  re jected .

X .4.2 .2 . Findings of the European Commission on FORD Body 
Panels

Considering the inaptitude of the (then) existing UK law to 
remedy the anti-competitive behaviour by Ford, several UK 
independent manufacturers of Ford replacement body panels 
turned to the European Commission in 1985, with the claim that 
Ford infringed the EC competition rules through the above- 
mentioned practice of enforcing copyrights on' bodywork 
components of cars and refusing to grant licences. The 
Commission did not have to  resort to interim measures to 
obtain the status quo during i t s  investigation into the w ell- 
foundedness of the complaints, because i t  obtained an informal 
undertaking from Ford to grant licences on reasonable terms to 
the independent manufacturers and to s e tt le  pending copyright 
cases.83

See supra. Chapter IV, at pt. IV .3 .1 .2 . I t  is  submitted 
that the Advocate-General should at least have been aware 
about the spare parts debate, whereby the very principle of 
granting in te llectu a l property rights to spare parts needed 
for repair purposes was challenged, preceding the modification 
of the 1988 UK Act.

83 See the Commission's Press Release of 17 December 1985 
as well as the XVe Report on Competition Policy 1985, at p. 
61, pt. 49.
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As is  apparent from the arguments forwarded in the Maxicar 
case, the Commission previous to the car spare parts cases 
thought that the refusal to license independent undertakings, 
which leads to  the to ta l elimination of competition in the 
market for bodywork components of cars, might constitute an 
abuse of a dominant position in the sense of A rticle 86 EC.64 
This explains why an investigation under the rules on 
competition was opened in the Ford case .84 85 *

Advocate-General Mischo maintained in the Volvo case that the 
Commission, on the basis of A rticle  3 of Regulation N° 17 
could impose compulsory licences to bring a possible abuse of 
a dominant position in connection with industrial property 
rights to an end. 88 However, A rticle 3 of Regulation N° 17 
merely mentions that the Commission can, by way of a decision, 
order undertakings to bring an infringement of A rticle 86 EC 
to an end. This seems to exclude the p o ssib ility  for the 
Commission to d irectly  intervene through the granting of 
obligatory licences to third  p a rtie s .87 S t i l l ,  the Commission 
could in principle achieve the same resu lt indirectly . The 
p ossib ility  for the Commission to impose fines upon the

84 Case 53/87, o .c . . Report of the Hearing, at p. 6053.

85 See also BURKE, T ., GENN-BASH, A., HAINES, B ., o .c . . a t
p. 173, where they give the following interpretation: "Having 
permitted the creation of an industry and tolerated i t s  
existence for more than ten years, and given assurances th a t 
i t  would not enforce i t s  r ig h t, Ford1s decision to prosecute 
body panel producers without adequate warning, was perceived 
as an abuse of i t s  dominant position".

88 See h is opinion to Case 238/87, o .c . . at para 31. See 
Regulation N° 17, 0. J .  L 13/204 of 21 February 1962, as 
modified by Regulations N° 59 (O .J. of 10.7.1962, p. 1655), N° 
118/63 (O.J. of 7.11.1963, p. 2696, N° 2822/71 (O.J. L 285/49 
O f  29.12.1971).

87 Sim ilarly, see BURST, J . - J . ,  KOVAR, R ., "Les licences 
imposées et le  droit communautaire", C.D.E. (1990) 249-271, a t
p. 268.
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finding of an infringement might be su ffic ien t a deterrent to 
bring the alleged anti-competitive behaviour to an end.06 I f  
not, the Commission could indirectly  impose compulsory 
licences through imposing a recognisance upon the non
termination of the infringement.“ But with regard to  the 
la tte r  approach, two questions arise which up t i l l  now remain 
unanswered.

F irstly , the alleged anti-competitive behaviour would consist 
in the refusal to license third parties or the refusal to 
grant licences on reasonable terms, or in other words arises 
because the undertaking refrains to take action. Terminating 
the infringement would thus entail a positive action by the 
undertaking concerned in the sense that the exclusivity 
ensuing from in te llectu a l property rights would have to be 
shared with third p arties. This is  d ifferent from the 
mainstream cases where the alleged anti-competitive behaviour 
consisted in a positive action which has to be terminated or 
made undone. I t  is  not at a l l  clear -and especially a fte r  the 
Volvo case, where the Court held that the refusal to license 
is  not of i t s e l f  contrary to A rticle 86 EC,80 rather doubtful- 
whether the Commission has the competence to impose th is  kind 
of positive action upon undertakings, particularly  when they 
are holders of exclusive in tellectu al property rig h ts . * 90 91 But

On the competence of the Commission to impose fines, 
see A rticle 15 of Regulation N° 17.

“ On the competence of the Commission to impose a 
recognisance, see A rticle 16 of Regulation N° 17.

90 See supra. Chapter IX, at pt. IX .4 .2 .2 .

91 See also REINDL, A. , o .c. . at pp. 77-80, where he 
argues that although there might be a ju s tifica tio n  for the 
'essential f a c i l i t ie s ' doctrine, which implies that the 
obligation to share access to an essential fa c ility  might be 
imposed on an undertaking controlling th is fa c i l i ty ,  the 
Maxicar and Volvo cases show that th is  w ill not be accepted by 
the Court i f  the undertaking concerned holds exclusive 
in te llectu a l property rights. For a contrary view, see BURST,
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then again, the ruling of the Court of F irs t  Instance in the 
Magill cases seems to have acknowledged th is  p o ssib ility .”

The second question th is  approach en ta ils  is  that i f  such 
licences were to be ind irectly  imposed by the Commission, 
would they then not constitu te compulsory licences for the 
application of the princip le of exhaustion. I f  i t  were 
withheld that the licence has not rea lly  been given with the 
right holder's consent, then i t  seems that the Pharmon v. 
Hoechst ruling would be applicable as concerns the free 
movement of goods.*3 This essentially  means that p a ra lle l 
imports of goods manufactured by independents under licence 
could be prohibited by the car manufacturers, so that the 
activ ity  of the independent manufacturers could be confined to  
the market of one Member S tate . I t  is  needless to say that 
th is prospect would make the p o ssib ility  to manufacture 
bodywork components for cars less a ttractiv e  to independent 
manufacturers, because i t  would obviously prevent them from 
benefitting from economies of scale as the car manufacturers 
could.

However, the Ford case did not give an answer to the question 
whether or not the Commission could impose compulsory licences 
either d irectly  or in d irectly , because the proceeding was 
terminated in 1990 without a formal decision. Subsequent to  
the coming into force of the 1988 UK Act which excluded 
bodywork components from design and copyright protection, but 
allowed for a transitional period of protection for already 
existing design of 15 years, Ford gave the formal undertaking * 1985

J . - J . ,  KOVAR, R ., o . c . . at pp. 269-270.

” See suora. Chapter VI, at pt. V I.4 .4 .4 .E.

“ Case 14/84, Pharmon v. Hoechst, Judgment of 9 July
1985, E.C.R. (1985) 2281. For an analysis, see supra. Chapter 
VII, at pt. V II .2 .4 .
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to the Commission to  lim it the enforcement of i t s  exclusive 
right to a maximum of five years.®*

I t  is , however, most interesting to note that although the 
Maxicar and Volvo cases had in meantime been decided in the 
sense that the enforcement of design rights and the subsequent 
elimination of competition was not in i t s e lf  contrary to 
A rticle 86 EC, the Commission nevertheless pointed out that i t  
wanted to assure that consumers are not dependent on one 
source of supply as concerns spare p arts .* 95 This statement 
shows that the Commission does intend to safeguard the 
objectives i t  set forth in the block exemption for selective 
distribution in both the car and the after-sa les market.

X.4.3. SCOPE FOR ACTION UNDER REGULATION N° 123/85

X .4 .3 .1 . Revocation of the application of the block exemption

The finding that i t  is  doubtful whether the Commission can 
impose obligatory licences does not, however, imply that i t  is  
devoid of a l l  possible action. A rticle 10 of Regulation Ne 
123/85 ex p lic itly  provides that the Commission may withdraw 
the benefit of the application of the block exemption i f  i t  
finds that an agreement, although formally in accordance with 
the regulation, nevertheless has e ffects  which are 
incompatible with A rticle  85 (3) EC. In particular, th is
p ossib ility  ex ists  i f :

11 the contract goods are not subject to competition from 
products considered by consumers as sim ilar by reason of their

See IP (90) 4 as well as the XXth Report on Competition 
Policy 1990, pp. 108-109, at pt. 112.

95 See IP (90) 4 as well as the XXth Report on Competition 
Policy 1990, pp. 108-109, at pt. 112.
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ch aracteristics , price and intended use".*8
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In essence th is  means th at whereas the Commission cannot 
prevent the application of design rights to eliminate 
competition in the market for spare parts, i t  can nevertheless 
re-examine the status of dealer contracts which r e s t r ic t  
intra-brand competition in case inter-brand competition has 
been eliminated by virtue of the enforcement of design righ ts.

In th is respect, i t  is  important to note that although the 
possible revocation of the application of the block exemption 
may act as a deterrent, i t  by no means restores inter-brand 
competition. At the most, the Commission may determine that i f  
inter-brand competition has been eliminated with regard to -  
what previously were- spurious spare parts, then certain  
previously accepted re str ic tio n s  on intra-brand competition 
can no longer be ju s tif ie d . The reason for th is that i f  the 
competitive market structure has been altered since Regulation 
N° 123/85 was issued, i t  has to be re-considered whether the 
conditions of A rticle 85 (3) EC are s t i l l  fu lf il le d . For 
instance, i t  might be possible that exclusivity clauses with 
regard to genuine parts would no longer be held to comply with 
A rticle 85 (3) EC, i f  i t  turned out that most of those parts 
have become captive and thus are no longer subject to 
competition. However, i t  is  obvious that for th is kind of 
analysis many elements need to be taken into account, such as 
the impact of specific clauses in individual agreements 
against a well-defined competitive background. 89

89 See A rticle  10, point 1 of Regulation N° 123/85. On the 
revocation p o ssib ility  in general, see DUBOIS, J . , MLa 
distribution automobile dans le  marché commun: le point de vue 
de la Commission Européenne” , in Pizzio, J . ,  (ed .), Droit des 
Consommateurs. 1987, Story Scientia , pp. 91-97, at p. 96.
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X .4.3 .2 . Renewal of Regulation N° 123/85 at stake?

At present, i t  is  commonly expected that - i f  the car price 
d ifferen tia ls  are sign ificantly  reduced- Regulation N° 123/85, 
which expires on 30 July 1995, w ill be extended though 
possibly which minor modifications.87 But in the extreme 
hypothesis that the tendency to enforce in tellectu al property 
rights on spare parts of cars in order to eliminate 
competition in the spare parts market takes on major 
proportions, i t  would not be unthinkable that the Commission 
excludes the market in replacement parts from a future block 
exemption on selective motor vehicle distribution a ll  
together.

I t  should be recalled in th is  respect that a separate approach 
to car distribution on the one hand and spare parts on the 
other hand is  what the consumers organizations have advocated 
a ll  along. S t i l l ,  as is  the case with the revocation of the 
block exemption, such a measure would not restore inter-brand 
competition in the spare parts market. I t  might merely prevent 
the market to be further foreclosed through additional 
restrictio n s on intra-brand competition.

X.5. PRELIMINARY CONCLUSION

Through the enforcement of design rights on bodywork 
components of cars, the objectives set forth in Regulation N° 
123/85 with regard to spare parts have been seriously 
jeopardized. Most strik ing when combining the spare parts 
cases with Regulation N° 123/85, is  the finding that the car 
manufacturer obtains a perfect legal monopoly on what * 9

87 See for instance the statements made by Commissioner 
Mr. Bangemann, Aoence Europe. H° 6106, 13 November 1993, at p.
9.
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previously was a competitive good. This is  the resu lt of the 
fact that the spare parts cases allow for the elimination of 
inter-brand competition, whereas Regulation N° 123/85 already 
exempted restrictio n s on intra-brand competition.

Under the rules on competition, the Commission cannot prevent 
inter-brand competition from being eliminated by design 
enforcement. But the rationale of Regulation N° 123/85 
precisely was that intra-brand restrictio n s could be tolerated 
because inter-brand competition prevailed. Logically speaking, 
th is means that a fter the spare parts cases the exemption 
granted to intra-brand restrictio n s would need to be 
reconsidered.

In th is respect, i t  is  rather doubtful whether the Commission 
can impose the obligation to share design rights with third 
parties through imposing compulsory licences under Regulation 
N° 17. I t  is  certain, however, that the Commission does have 
the competence to either revoke the application of Regulation 
N° 123/85 on an individual basis - i f  i t  considers that the 
conditions of A rticle 85 (3) EC are no longer fu lf i l le d - , or 
to exclude the market in replacement parts a l l  together from 
the scope of the block exemption when i t  is  up for renewal. 
However, these measures cannot prevent that the car 
manufacturer retains his supply monopoly, so that the 
consumer's basic right to have his car repaired wherever price 
and quality is  most advantages to him is  put at stake.

INGE GOVAERE CHAPTER X
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CHAPTER XI. GENERAL CONCLUSION

1NÇE COVAERE GENERAL CONCLUSION

The preceding study shows that the spare parts issue is  
exceptional in that i t  clearly demonstrates the various 
implications that may arise  in Community context when national 
in te llectu al property rights are taken for granted. The 
previous in te llectu a l property cases dealt with by the Court 
either concerned the elimination of intra-brand competition 
through the use of the exclusive right to oppose p aralle l 
importation, or the elimination of inter-brand competition 
through the enforcement of the exclusive right against the 
manufacturing, sale and importation by third parties. Although 
in essence the spare parts cases are no d ifferent, they are 
nevertheless peculiar in a t least two respects. F irst of a l l ,  
they concern the elimination of inter-brand competition in the 
a fter-sa les market in replacement parts of cars in which 
intra-brand competition is  already to a large extent 
restricted , so that a perfect legal monopoly may occur. 
Secondly, the elimination of inter-brand competition in the 
a fter-sa les market through the enforcement of design rights on 
components of complex products, the form of which is  
indispensable to restore the car in i t s  original appearance, 
necessarily amounts to tying-in the car owner.

Although those consequences are sp ecific  to the spare parts 
cases, they merely ensue from the use made by an in tellectu al 
property holder of his legal right granted in certain Member 
States. 1 The essential problem is  therefore not so much which 
approach is  to be taken to spare parts of cars in sp e c ific , 
but rather to determine the status that is  to be attributed to 
in te llectu al property rights in Community law. In th is 
respect, the spare parts issue essen tia lly  has the merit of 
emphasising and amplifying the possible consequences the 
refusal to engage in th is crucial debate en ta ils .

1 See suora. Chapter IV.



INGE GOVAERE GENERAL CONCLUSION

I t  is  not a t a ll  contested that the system of in te llectu al 
property protection has a sp ecific  role to f u l f i l  and should 
thus in principle be fu lly  upheld. To the contrary, i t  is  
submitted that precisely in order to reinforce the system of 
in tellectu al property protection i t  should be shielded from 
possible abuses. But a l l  too often, an analysis in terms of a 
potential abuse of these exclusive rights is  readily confused 
with an unjustified  attack on the true nature of in te llectu a l 
property rights. Maintaining th is  kind of unnecessary 
confusion obviously does not serve the purpose of in te llectu a l 
property righ ts. Refuting the hypothesis that in te llectu a l 
property rights may be abused is  tantamount to allowing for 
the system to be hollowed out and thus might make i t  
eventually more d iff ic u lt  to ju s tify  the very existence of the 
different types of in te llectu a l property protection.

The main responsibility  to  shield in te llectu a l property rights 
from potential abuses obviously lays with those who draft 
in te llectu al property leg isla tio n  and with the courts who 
interpret and apply those laws. The economic actors on the 
market in the f i r s t  place seek to protect their own in terests 
so that i t  cannot be held against them i f  they attempt and 
succeed to exploit the system of in te llectu a l property 
protection to the fu lle s t . But i t  should not be neglected that 
in te llectu a l property protection does not only serve the 
in terest of economic actors on the market. Due to i t s  
importance for economic progress, in te llectu a l property 
protection is  a means by excellence to create favourable 
circumstances to stimulate national economic growth and to 
a ttra c t foreign industries and technologies. This implies that 
i t  is  not at a ll  inconceivable that at one point or another 
the leg is la to r may be more concerned with the economic e ffects  
that certain  provisions in in te llectu a l property leg isla tion  
w ill en ta il rather than with th eir ju s tifica tio n  in. terms of 
the need to protect intangible property.
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This potential practical convergence between the in terests of 
certain economic actors and the leg isla to r in extending the 
scope of in te llectu al property protection for economic 
purposes is  most clearly  illu strated  by the current 
controversy about whether and to what extent the Commission 
should incorporate the possib ility  to obtain design protection 
on spare parts of cars in its  proposals on the Community 
design. I t  should be recalled in th is respect that whereas in 
the Green paper the Commission merely proposed to in sert a 
m ust-fit exception, i t  currently proposes to add a repair 
clause sp ecifica lly  for, though probably not limited to , the 
motor vehicle industry. This practically  means that the car 
manufacturer would be granted a supply monopoly on bodywork 
components of cars limited to three years, whereas a fter that 
period inter-brand competition would be fre e .2 I t  is  obvious 
that th is is  merely a -controversial- compromise between the 
claims of the car manufacturers on the one hand and the 
independent manufacturers and consumers organisations on the 
other hand, which is  inspired by industrial policy objectives 
rather than by imperatives of design law. This was im plicitly  
confirmed by Commissioner Bangemann, who, in support of his 
contention that he shares the European car manufacturers' view 
that design protection on spare parts of cars should be 
extended beyond the three years currently proposed by the 
Commission, stated that industrial designs are among "nos 
meilleurs armes pour défendre nos parts de marchés".3 In other 
words, design protection is  overtly used as a tool to further 
the in terests of a particular industry -which so happens to be

2 See supra. Chapter V.

3 See the speech given by M. Bangemann at the conference 
"Turin meets the future of the European car" held in Turin on 
9 November 1993, as reported in Agence Europer N° 6106 of 13 
November 1993, at p. 9.
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crucial for the EC economy4-  without i t  being at a l l  questioned 
whether or not th is is  in  accordance with the objectives and 
purpose for which the system of design protection has been 
conceived.

Without going so far as submitting th at th is  is  a general 
practice, i t  is  nevertheless certain  that similar 
protectionist intentions may have a certain  influence on the 
way in which national in te llec tu a l property leg isla tion  is  
drafted. This poses a problem in that the national courts -  
exception made for the UK courts- in principle merely have the 
competence to interpret those laws and to apply them to the 
given facts , without ca llin g  the well-foundedness of certain 
contestable provisions of in te llectu a l property legislation  
into question. This implies that the national courts merely 
examine an alleged in te llectu a l property right on its  
conformity with the requirements as stipulated in the law, 
without analysing whether or not the repercussions on 
competition are in accordance with the objective of the 
in tellectu al property right invoked.5 In other words, whether 
or not there is  an abuse of the exclusive right is  exclusively 
determined in view of formal requirements and conditions and 
not in view of the inherent functions of the exclusive right 
concerned. But this does not imply that a national court may 
not be aware of the fact that an exclusive right granted in 
conformity with national in te llec tu a l property leg islation  may 
nevertheless be d iffic u lt to  ju s tify  in terms of the function 
of that rig h t. I t  was precisely th is  apparent paradox, which 
is  evidenced in the spare parts debate, that led the Ita lian  
national court to pose a preliminary question in the Maxicar

4 See supra. Chapter I I ,  at pt. I I . 1.

5 For an illu stra tio n  sp ecifica lly  with regard to spare 
parts of cars, see supra, Chapter IV. On the d ifferent 
objectives of the various types of in te llectu a l property 
rights and th eir d ifferent impact on competition, see supra. 
Chapter I I I .
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case as to the compatibility of this practice with Community 
law."

I f  the mere existence of national intellectual property 
legislation conferring exclusive rights on the basis of the 
territo ria lity -p rin cip le  already seems d ifficu lt to reconcile 
with the common market concept, i t  is obvious that th is will 
be a l l  the more so i f  national exclusive rights may be 
conferred that do not necessarily meet the objectives of the 
in tellectu al property right invoked. Though i t  seems to be far 
fetched, i t  is  not at a ll  unthinkable that the extension of 
the scope of intellectual property protection may be used as a 
means to circumvent the prohibition on the maintenance of 
quota and measures having equivalent effect to quantitative 
restrictio n s or the fu ll applicability of the rules on 
competition in order to protect or favour national industries. 
This is  a l l  the more pertinent in view of the fact that with 
the establishment of the internal market, the mandatory 
requirements derogation and the exceptions laid down in 
A rticle 36 EC obviously gain even more in importance. In other 
words, i t  is  submitted that the more the Community objective 
to create a single market prevails both in law and in fact, 
the stronger will be the incentive to avail of derogation 
measures. But whereas the Court of Justice in principle 
counters th is  practice through examining whether or not an 
alleged derogation measure is justified and proportional in 
view of the need to safeguard the higher interest invoked, i t  
has been reluctant to review intellectual property legislation 
on i t s  well-foundedness and thus to curtail possible abuses of 
th is  system.* 7 I t  is  significant in this respect that the Court 
has never held a specific intellectual property measure, 
except as concerns denominations of origin, not to come under

* See supra. Chapter IV, at pt. IV.3.5.2. as well as 
Chapter V III.

7 See supra. Chapters VI and VII.
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the notion 'industrial and commercial property* as mentioned 
in the f i r s t  sentence of A rtic le  36 EC.

The traditional reluctance of the Court to examine
intellectual property measures upon th e ir  compatibility with 
Article 36 EC may possibly be explained by the wide-spread -
but is  submitted unfounded- idea that reviewing the well-
foundedness of certain provisions amounts to putting the whole 
system of in te llectu a l property protection on the balance. 
What is  certain is  th at i t s  origin cannot be formally
explained by the delim itation of competences between the EC 
and it s  Member States under either A rticle  36 EC or A rticle 
177 EC, since the Court has not refrained from reviewing the 
well-foundedness of national measures alleged to come under 
the other exceptions mentioned in A rticle  36 EC in preliminary 
procedures.8 A more plausible explanation therefore might be 
that the Court's approach sp ecific  to in te llectu a l property 
rights stems from a chronological confusion.

The f i r s t  in te llectu al property cases the Court dealt with 
concerned the application of the rules on competition, which -  
as is  well known- are not directed to the Member States but 
apply to the anti-competitive behaviour of undertakings. I t  is  
in th is context that the Court quite log ically  introduced the 
reasoning that whereas the existence of the right should not 
be affected, the exercise made by undertakings of th eir 
exclusive right could nevertheless be curtailed  by the rules 
on competition. But rather surprisingly, the existence/ 
exercise dichotomy was la te r  on merely transposed to cases 
concerning the free movement of goods.8 These rules are 
directed to  the Member States and not to  the anti-competitive 
behaviour of undertakings, so that in principle the reverse

INGE GOVAERE
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reasoning should have applied. Namely, i t  would have been 
logical for the Court to  have paid attention to whether the 
existence of the right could be ju s tifie d  and thus upheld 
under A rticle  36 EC rather than to cu rta il the exercise made 
of i t  by undertakings. The mere transposition of the 
existence/ exercise dichotomy to the rules on the free 
movement of goods implied that th is d istinction became the 
criterion  along which to delineate between the competences of 
the EC and i t s  Member States in so fa r  as a l l  matters of 
in te llectu a l property rights were concerned, and not only in 
view of the application of the rules on competition. In other
words, i t  introduced a kind of per se exemption for a ll
in te llectu al property measures under A rticle 36 EC, so that i t  
became irrelevant whether or not the national measure was
ju stified  and necessary to fu l f i l  the essential objectives of 
in te llectu al property legislation  for i t  to be upheld under 
Community law.

In order to lim it the detrimental impact of certain features 
of in te llectu a l property law on the establishment of the
common market, the Court instead applied the rules on the free 
movement of goods to the way in which the holder of an 
exclusive right makes a use of that rig h t. The principle of 
Community exhaustion of rights was thus introduced to cu rta il 
the prejudicial e ffect of the principle of te r r ito r ia l ity , 
inherent to a ll  in te llectu a l property rights, on the 
establishment of a single market without national fron tiers. 
The fact that the Court was thereby more concerned with 
extending the single market concept to protected products than 
with safeguarding the essential function of in te llectu al 
property rights is  clearly  illustrated  by the elaboration of 
the notion * specific subject-m atter1 of the exclusive r ig h t. 
This notion, which in the terminology of the Court 
distinguishes between what constitutes a normal use and a 
misuse of national in te llectu a l property rights, has been more 
or less uniformly developed for a l l  types of in te llectu a l
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property rights on the basis of what seems to be a 
straightforward application of the consent-theory.10 In  
essence, i t  means that i f  within the EC the protected good has 
been brought on the market by the holder of the right or with 
his consent, then the principle of exhaustion quasi- 
automatically applies. I t  is  thereby disregarded whether or 
not the holder could make use of a p arallel in te lle c tu a l 
property rig h t in the Member State of f i r s t  marketing, or 
whether national measures, such as price regulation, 
interfered with the way in which he could enforce h is  
exclusive rig h t. In other words, i t  seems to be to ta lly  
irrelevant to  the Court wether or not in te llectu al property 
protection has fu lfille d  i t s  function in any given case, as 
long as the free flow of protected goods within the Community 
is  to the fu lle s t  guaranteed. Though the traditional case-law 
thus seems to be consistent when f ormally compared, i t  
presents important discrepancies and incoherences when a 
closer analysis in terms of the objectives of in te llec tu a l 
property protection is  made.11

I t  is  somewhat surprising to find that under the rules on the 
free movement of goods, attention is  trad itionally  given 
neither to  whether in te llectu a l property measures are granted 
nor to whether they are subsequently used in accordance with 
the ob jectives and functions of the exclusive right invoked. 
Whereas apparently the Member States may unconditionally 
determine the scope of protection, the Court of Ju stice  seems 
to determine what constitutes an abusive exercise of the rig h t 
exclusively in the light of the single market objective. But 
in th is  respect, there currently seems to be an important 
evolution in the case-law of the Court. In a few recent cases, 
the Court did apply what resembles a ju s tif ic a tio n -te s t  to the

10 See supra. Chapter VI, at pt. V I.4 .3 .

11 See supra. Chapter V II, at p t. V II .2.
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national measure conferring the exclusive right under A rticle 
36 EC. Though up t i l l  now, the Court's scrutiny of 
in te llectu al property legislation has either led to uphold the 
compatibility of the national measure with Article 36 EC or 
has merely led to the finding of incompatibility with the 
second sentence of A rticle 36 EC.12 I t  would thus seem that the 
Court's main concern is  whether or not the measure concerned 
is  discriminatory or openly protectionist rather than whether 
i t  is  in accordance with the objectives of in tellectual 
property protection. In the absence of inherently 
discriminatory rules, i t  currently is  not clear which approach 
the Court w ill adopt in the future. But i t  is  submitted that 
i t  would be fundamentally inconsistent to apply the 
justification-approach merely to uphold the fu ll e ffect of 
national legislation  and to resort to the traditional 
existence/exercise dichotomy to strike down certain features 
of in te llectu a l property legislation which are held to be 
incompatible with Community objectives. However, i f  any real 
importance were to be given to the ju stification  approach in 
terms of safeguarding the function of intellectual property 
rights, i t  is  submitted that the Court would need to closely 
examine and possibly radically revise its  existing case-law on 
the exhaustion of rights.

The spare parts cases have the doubtful merit of emphasizing 
the in ab ility  of Community law in its  present state to come to 
terms with the essence of intellectual property rights. I t  was 
obvious from the proceedings in the Maxicar case that the 
national court specifically wondered whether a national 
in te llectu al property right that is granted in conformity with 
national law but nevertheless does not seem to be ju stified  in 
terms of the function of the exclusive right concerned may be

See supra. Chapter VII, at pt. V II.3.
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upheld under the f i r s t  sentence of A rticle 36 EC.13 In  
particu lar, the national court pointed out that design rig h ts  
were enforced on components of complex products the reward o f 
which was already accounted for through the sale of the ca r , 
and the resu lt of which was the exclusion of competition in  
other economic sectors. In other words, the national court 
clearly  invited the Court to  elaborate upon the ju s t if ic a t io n -  
approach and to give guidelines as to  what constitutes an 
abuse of the system of in te llectu a l property protection which 
w ill not be permitted under Community law. This was so 
understood by Advocate-General Mischo who, in his opinion to  
the case, acknowledged that the national court was concerned 
with the lack of ju s tif ic a tio n  in terms of the function o f 
design rights and not with the compatibility of the exercise 
of design rights with the sp ecific  subject-matter of designs.14 
He unequivocally held th at nothing prevented the Court from 
considering whether such leg islation , which allows for the 
prohibition of imports of unauthorized copies of bodywork 
components of cars, is  ju s tif ie d  both in the terms of the 
function of design rights and under the second sentence o f 
A rticle 36 EC.

This approach would obviously c a ll  for a Community defin ition  
of the function of design protection. In th is respect, i t  i s  
s ig n ifican t that the Court did already give a definition of 
what constitutes the function of denomination of origins as to  
be understood under the commercial and industrial property 
exception as mentioned in A rticle 36 EC in the Delhaize case ,15 
so that nothing seemed to prevent the application of a sim ilar 
reasoning in the Maxicar case. Nevertheless, the Court

13 See supra. Chapter V III, at pt. V I I I .2.

14 See supra. Chapter V III, at pt. V I I I .4.3.

15 Case C-47/90, Delhaize v. Promalvin, Judgment of 9 June 
1992, not yet published.
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followed Advocate-General Mischo only in so far as the 
analysis under the second sentence of A rticle 36 EC was 
concerned. With regard to the crucial question, namely whether 
or not design leg islation  that might not be ju stified  in terms 
of the function of designs comes under the f i r s t  sentence of 
A rticle 36 EC, the Court merely reinforced the existence/ 
exercise dichotomy through maintaining that i t  is  up to  the 
national leg isla to r to determine the conditions and procedures 
on the basis of which designs rights are granted, even i f  i t  
concerns components of complex products.18 In other words, the 
Court im plicitly  held that i t  is  irrelevant for the 
application of the exception to the free movement of goods 
whether or not in te llectu a l property rights are abusively 
granted with respect to  the function and objectives of 
in te llectu a l property leg islation . The only abuse or misuse of 
in te llectu a l property rights withheld by the Court under 
A rticles 36 EC is  constituted by discriminatory or overtly 
protectionist measures, or by the misuse made the holder of 
the right in terms of frustrating the single market objective. 
This approach obviously opens the door to  the potential use of 
in te llectu al property legislation  for purposes other than the 
mere protection of intangible property. I t  might also prove to 
be detrimental to the achievement of an internal market in 
protected products, because i t  not only allows for d ifferent 
conditions to be applied in different Member States, but 
furthermore for the underlying objectives to be disparate.

I t  is  submitted that i t  would have been d iff ic u lt  to ju s tify  
the design protection granted to bodywork components of cars 
in terms of the inherent function of design protection. The 
essential function of design protection could be described as 
"to grant an exclusive right on an industrial design or model 
so as to provide the p ossib ility  to obtain a return for 
investment made and progress achieved in the f ie ld  of

See supra. Chapter V III, at pt. V I I I .4 .4 .
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aesthetics, in order to  stimulate overall research and 
development of aesthetic features of technical or fu n ctio n a l 
designs" . 17 The actual level of reward to be obtained i s  
dependent on the surplus-value the design confers to  an 
industrial or technical product. In essence, th is means th a t: 
i t  is  stringently linked to  the willingness of consumers t o  
buy and perhaps even pay a higher price for a product 
incorporating the design as compared to  a similar product t h a t  
does not embody the design. Design protection in the form o f  
exclusive rights is  thus essen tia lly  a means to stimulate non-* 
price competition between industrial or technical products, 
through providing the p o ssib ility  -rather than the c e r ta in ty — 
to obtain a reward -which also acts as an incentive- for th e  
investment in creative a ctiv ity . The peculiarity of bodywork 
components of cars resides in the fa c t that their shape i s  
imperative to  restore the car in i t s  original appearance. In  
other words, once a particular car has been purchased and a 
body panel subsequently needs to be replaced, the car owner no 
longer has a choice but to purchase a body panel . with a  
certain design. Granting design rights on bodywork components 
thus en ta ils  the elimination of inter-brand competition from 
the market rather than stimulating non-price competition, so  
that the return that may possibly be obtained is  no longer 
determined in function of the surplus-value the design confers 
on a product. Instead monopoly-prices may be charged.

These resu lts , which are not uncommon for patent protection  
but which are obviously not intended by the objectives of th e  
system of design protection ,18 do not occur with regard to  th e  
in it ia l  purchase of motor vehicles or as concerns spare partis 
the shape of which is  not imperative to restore the car in i t s  
original function or appearance. The reason for th is is  th a t

17 See supra. Chapter V III, at pt. V I I I .5.

18 On the inherent functions of the different types o f 
in te llectu a l property protection, see supra, Chapter I I I .

INGE GOVAERE GENERAL CONCLUSION
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as concerns those products, inter-brand competition s t i l l  
prevails a fte r , and may even be reinforced by, the conferment 
and subsequent enforcement of the exclusive right. I t  is  
therefore submitted that the grant of design rights on 
sp ecifica lly  bodywork components of cars, and for sim ilar 
reasons also on those replacement parts the shape of which is  
imperative to  restore the car in it s  original function, is  
d iff ic u lt  to  ju s tify  in terms of the need to safeguard the 
inherent function of design protection under the f i r s t  
sentence of A rticle 36 EC.

I t  should be pointed out that th is finding would not be 
tantamount to preventing the recupement of the investment made 
for the aesthetic development, because i t  should not be 
ignored that the sale of the new car accounts for the surplus 
value the overall design confers to the complex product taken 
as a whole. Conversely, i t  would seem to be contrary to both 
the principles of ju s tifica tio n  and proportionality to uphold 
design rights that exceed the function of industrial design 
protection and which furthermore are not indispensable to 
provide the p ossib ility  to obtain a reward for a creative 
e ffo rt. Though i t  has been argued that the price of the car 
would need to be raised in case no monopoly profits may be 
extracted from the spare parts market, i t  is  submitted that 
th is  would be to ta lly  in conformity with the objectives of 
design protection, because the consumer would only then be 
fu lly  informed of the to ta l surplus-value he w ill have to  pay 
i f  he decides to purchase a car with a given design rather 
than another.

A to ta lly  d ifferent question a ll  together is  whether th is 
might have consequences for the European car manufacturers 
competitive position as sustained by sp ecific  commercial 
policy measures and the development of a sectoral automobile
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policy .1" In th is  respect i t  seems th at, due to the important 
potential economic repercussions, the industrial policy 
argument has much weight in the spare parts debate as 
currently developed in the Community. However, i t  is  submitted 
that i t  would set a dangerous precedent for the adoption of a 
coherent approach to in te llec tu a l property rights in general 
to le t  industrial policy objectives prevail over the 
objectives of design protection in the spare parts debate. I t  
is  generally held that although an industrial policy has been 
elaborated sp ecifica lly  for the automobile industry, th is i s  
not meant to constitute a sectoral policy in the trad ition al 
sense of the word. This implies that the automobile industry 
does not benefit from a privileged position under Community 
law, in the sense that i t  cannot c a ll for deviations from the 
existing rules which are generally applicable in the EC.

When drafting Regulation N° 123/85, providing in a block 
exemption for selective automobile distribution and servicing 
contracts, the Commission thus took due regard to the 
conditions stipulated in A rticle  85 (3) EC in order to trench 
the f i r s t  spare parts controversy.20 At that time, the issue 
was raised whether or not exclusivity-clauses in selectiv e 
dealer contracts could be extended to the spare parts market. 
I t  is  sig n ifican t that the Commission did not take the claim 
for efficien cy  in the motor vehicle sector for granted, but 
rather sought to maintain a balance with other legitim ate 
objectives such as the maintenance of a competitive market 
structure in the spare parts market and the consumer1s basic 
right to have his car repaired wherever price and quality are 
most advantages to him.21 In other words, although the spare 
parts issue was already then alleged to be of a major

See supra. Chapter I I ,  at pt. I I . 2.

See supra. Chapter I I ,  at pt. I I . 3. 

See supra. Chapter X, at pt. X.3.
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importance to  the European automobile industry, th is did not 
for as much en ta il that the competition policy objectives were 
put aside.

The current spare parts controversy seems to concern a 
different approach by the car manufacturers to obtain sim ilar 
resu lts. Instead of writing exclusivity clauses into dealer 
agreements, inter-brand competition in the highly lucrative 
market in bodywork components of cars is  simply eliminated 
through the enforcement of design rights. Even though th is 
clearly goes against the objectives of the block exemption, 
the u nilateral enforcement of exclusive rights is  not contrary 
to A rticle 85 EC so that this practice obviously is  not 
blacklisted by Regulation N° 123/85.22 The question therefore 
logically  arises whether the unilateral enforcement of design 
rights to eliminate competition from the market in bodywork 
components in cars is  compatible with A rticle 86 EC. In 
particular, the national court in the Maxicar case invoked the 
issue whether the use made of design rig h ts which is  not in 
conformity with the objective of design protection may amount 
to an abuse under A rticle 86 EC.23 But having failed to analyze 
whether or not the measure granting design rights on spare 
parts of cars and the enforcement thereof was in conformity 
with the objectives of design legislation  under the rules on 
the free movement of goods, i t  is  not surprising that the 
Court equally disregarded whether the use made thereof by the 
car manufacturers corresponded to the function of design 
rights under the rules on competition.

Instead of looking at to what extent the fulfilment of the 
functions inherent to each type of in te llectu a l property

See supra. Chapter I I ,  at pt. I I . 4. 

23 See supra, Chapter IX, at pt. IX .2.
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rights c a l ls  for a temporary restra in t on competition,24 * * th e  
Court trad ition ally  seems to take as a premise th at a l l  
restrictio n s on competition can be prima facie  ju s t if ie d  in  
terms of the need to safeguard in te llec tu a l property r ig h ts .  
This is  evidenced by the fa c t that i t  is  consistently h e ld  
that there needs to be an additional element to the normal u se  
of in te llectu a l property rights in accordance with th eir* 
sp ecific subject-matter for A rticle 86 EC to be infringed.2® In  
both the Maxi car and the Volvo cases, the Court defined th e  
specific subject-matter of design rights as the rig h t t o  
prevent third  parties from manufacturing and se llin g  o r  
importing products incorporating the design without the r ig h t  
holder*s consent. Starting from th is premise, i t  im p lic it ly  
refuted the contention that the elimination of in ter-brand  
competition or the refusal to grant licences upon reasonable 
terms constituted the additional element which might t r ig g e r  
A rticle 86 EC, because according to the Court these p ra c tic e s  
are covered by the sp ecific  subject-matter of the exclu siv e 
right i t s e l f . ” Instead, the Court c la rified  that th e
additional element which would amount to  an abuse of the s o -  
created supply monopoly under A rticle 86 EC could consist in  
the arbitrary  refusal to  s e ll  spare parts to independent 
repairers, charging unfair prices or terminating production 
when many cars are s t i l l  on the market.27 The resu lt of t h i s  
approach is  that the abuse of in te llectu a l property r ig h ts  
under A rticle  86 EC is  thus clearly  not established w ith 
respect to  the objective of the exclusive right invoked, s in ce  
instead of being a factor of non-price competition i t  may be 
used to eliminate a l l  competition from the market.

See sunra. Chapter I I I .

29 See supra, Chapter VI, at p t. V I.4 .4 .

28 See supra. Chapter IX, at pt. IX .4.

27 See supra, Chapter IX, at pt. IX .4 .4 .
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Though the approach taken by the Court seems to be formally 
coherent with it s  traditional case-law on the rules on 
competition, the spare parts cases illustrate that i t  is  apt 
to produce rather paradoxical results when taking the 
objectives of design protection into account. The need to 
uphold design rights under the rules on competition is invoked 
to ju s tify  the encroachment on the competition policy 
objective to safeguard a competitive market structure in spare 
parts of cars. But design protection is  indisputably an 
important factor in stimulating non-price competition, so that 
i t  cannot be ignored that i t  is d ifficu lt to ju stify  the 
elimination of a ll  inter-brand competition in the market for 
bodywork components of cars in terms of the need to safeguard 
the function of design rights. On the other hand, the 
p ossib ility  to obtain whatever reward the market will pay is 
essential to  fu l f i l  both the reward and the incentive 
functions inherent to design protection. In this respect, i t  
seems to be hardly possible for a court to determine what 
constitutes a ju st or fa ir  reward which is  needed .to induce 
further investment in the absence of competition and 
consequently what constitutes an unfair price that may amount 
to an abuse under Article 86 EC.20 I t  is  therefore submitted 
that i t  is  fundamentally contradictory to f ir s t  formally 
uphold the design right and subsequently to prevent i t  from 
fu lf il lin g  i t s  main functions as the Court suggests.

In essence, the outcome of the spare parts cases implies that 
whereas a potential abuse of design protection in terms of its  
inherent objectives is  considered to be a normal use under the 
rules on competition, a normal use in terms of their inherent 
function may amount to an abuse under Article 86 EC. This 
finding makes i t  particularly d ifficult to understand on what 
c r ite r ia  the distinction between the normal use and the abuse 
of a dominant position by the holder of intellectual property

See supra. Chapter IX, at pt. IX.4 .3 .2 .
, i
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rights is  currently based and w ill be based in the future. I t  
seems to be neither the function of the exclusive rig h ts , nor 
the competition policy ob jectives, nor the protection of the 
consumer1s in terest. Though the examples of abusive behaviour 
given by the Court at f i r s t  sight seem to be inspired by the 
need to protect the car owner against flagrant abuses of 
monopoly power by the car manufacturers, i t  should be noted 
that these abuses may only arise -and w ill most lik e ly  be 
d iffic u lt  to cu rta il in p ractice- because the Court allowed 
for the car owner to be tied -in  upon the purchasing of the 
car. The consumer* s basic right to have his car repaired 
wherever prices and quality are most advantages to  him was 
thereby to ta lly  disregarded.

At f i r s t  sight, i t  i s  most lik ely  very reassuring fo r  
in te llectu a l property holders in the EC that th eir national 
legal monopoly w ill not be fundamentally affected by Community 
law. However, a closer look shows that i t  is  premature to draw 
such a conclusion. On the one hand, the Court apparently 
refutes the hypothesis that the system of in te llec tu a l 
property rights may be abused in order to obtain a legal 
monopoly. But on the other hand, the Court does not re fra in  
from striking down the fu l l  e ffe c t of the legal monopoly, even 
i f  the exclusive right was not abused but to the contrary was 
used to f u l f i l  the inherent functions of the right concerned. 
I t  is  submitted that i t  is  highly unsatisfactory that these 
exclusive rights are not subject to a prior examination upon 
th eir merit and subsequently fu lly  upheld when granted and 
used in accordance to the function of the right. Conversely, 
i t  would be logical th at the grant and enforcement of 
in te llectu a l property rights which cannot be ju s tifie d  in 
terms of the need to safeguard the essential objectives or 
functions of the sp ecific  type of exclusive right invoked 
could be struck down under the rules on the free movement of
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goods and competition respectively .29 Using the criterion  of 
the need to safeguard the specific functions of each type of 
in tellectu al property rights in order to  delineate between 
what constitutes a normal use and an abuse of the exclusive 
right would not only have the merit of providing legal 
certainty on the market. Above a l l ,  i t  is  submitted that only 
then the system and nature of in te lle c tu a l property rights 
would be fu lly  valued and maintained in Community context.

Whereas the Court does not seem to attach a great importance 
to the need to safeguard the inherent functions of 
in te llectu al property rig h ts , i t  may be inferred from the 
proposals on the Community design as currently submitted by 
the Commission that th is  is  not the main preoccupation of the 
Community leg isla to r e ith e r .30 Sp ecifica lly  with regard to the 
spare parts issue, the following rather paradoxical conclusion 
imposes i t s e l f :  under the rules on the free  movement of goods 
and competition the ju s tifica tio n  of the exclusive right in 
terms of the need to safeguard the objectives of in te llectu a l 
property rights is  not at a ll  considered, whereas the 
elaboration of EC design legislation  is  governed by industrial 
policy compromises rather than by imperatives of design 
protection. The crucial question is  of course where such an 
approach leaves the system of design protection. Though on the 
surface both the Court and the Commission seem to be very 
concerned with upholding and reinforcing the system of 
in te llectu a l property protection, the spare parts issue 
clearly  illu s tra te s  that the essence of in te llectu a l property 
protection and the need to  shield the system from abuses is  
not -as yet- seriously taken into account.

29 On the fe a s ib ility  of a fu n ction ality -test, see supra. 
Chapter VI, at p t. VI.4 .2 .3 .

30 See supra. Chapter V.
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